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E 
7 DIGEST OF CASES 
- I. TRADEMARK ACT OF 1946 
CoNSTRUCTION 
8 Section 2 
Opposer argues that applicant has not shown “exclusive use” during critical period. Evi- 

9 dence shows spasmodic uses by third parties. Act of 1946 does not require “exclusive use” during 

10 year period as did 1905 Act. Act now provides only that the mark “has become distinctive 
9 of applicant’s goods in commerce.” Act also provides that Commissioner may accept as prima 

facie proof of distinctiveness proof of “substantially exclusive use” for five years preceding 
0 date of application. Proof of use by others does not mean ipso facto that applicant’s mark 





cannot have acquired a secondary meaning. Applicant’s evidence presents a strong showing of 
secondary meaning not rebutted by opposer. 359 





There is only one Principal Register established by Act of 1946, and any mark by which 
an applicant’s goods may be distinguished from goods of others shall not be refused registration 
on that register on account of its nature unless it consists of or comprises matter prohibited by 
subsections (a), (b), (c), (d), or (e) and nothing shall prevent registration on Principal 
Register of mark which has become distinctive of an applicant’s goods, even though it appears 
to- be unregistrable by reason of (e). 













Section 2 is in nature of mandate to Commissioner to refuse registration of certain marks 
and to register others. 491 






Provisions of Section 2(d) of the Act under which opposer seeks broad protection of its 
corporate name involve no change in basic principle that a trademark right is not a right in 
gross or at large; nor are such provisions designed to give trademarks greater protection 
than accorded under the common law. 

Where goods possess nothing in common allegation that use of the same or similar term 
would be likely to cause confusion of purchasing public must be considered to be without 
substance in absence of showing of special or particular relationship where consumer might 
assume that goods emanate from same source. 1154 










Trade name that has become distinctive of applicant’s goods may be registered under 
Section 2(f) of Trademark Act. Since appellant failed to show trademark use of WALKER 
PROCESS EQUIPMENT INC. question of distinctiveness need not be decided in case at bar. 1225 






Section 32 

Infringements occurring in foreign countries may have a sufficient effect on commerce to 
justify domestic jurisdiction, but the infringement remedies provided for in Section 32(1) (a) 
of the Lanham Act were not intended to have application to acts committed by a foreign national 
in his home country under a presumably valid registration in that country. 852 


Section 44 

Section 44 of the Lanham Act has no extraterritorial effect, for the benefits therein provided 
relate solely to domestic rights and since only the same benefits are given to United States 
citizens by that section, their rights too are similarly circumscribed. 852 










II. REGISTRABILITY 


In GENERAL 


Public analyzes trademarks as they appear on goods, and do not separate the parts, examine 
them in detail, decide what each part means, and then conclude that they are not confused; 
they see entire marks on the goods and if they think about them at all, they probably have some 
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mental association stimulated by nature of mark itself, or as a result of psychological current 
engendered by various advertising devices, or both. 

Likelihood of confusion cannot be determined in the abstract and as matter of law; it con- 
stitutes one of the more ineffectual signs of our jurisprudence and a determination can be made 
only by evaluating marks themselves and their probable psychological impact upon average 
purchasers. Before determination can be made, it is important to know what commercial 
magnetism has been created as a result of advertising and distribution, general content and 
nature of advertising for purposes of measuring psychological current engendered, circumstances 
and conditions of purchase and goods identified by mark; hearing officer must disassociate 
himself from his specialized legal knowledge and assume traits of average purchaser, and 
then try to determine psychological reactions and natural associations of average purchaser. 122 


There is only one Principal Register established by Act of 1946, and any mark by which 
an applicant’s goods may be distinguished from goods of others shall not be refused registration 
on that register on account of its nature unless it consists of or comprises matter prohibited 
by subsections (a), (b), (c), (d), or (e) and nothing shall prevent registration on Principal 
Register of mark which has become distinctive of an applicant’s goods, even though it appears 
to be unregistrable by reason of (e). 486 


Reasonable construction of Trademark Act of 1946 does not support any finding that there 
are two kinds of applications for registration on the Principal Register, namely those under 
general provisions of act and those under section 2(f). 491 


Applicant seeks to register as secondary meaning mark IT’s A DAN RIVER FABRIC for men’s 
dress and sport shirts, shorts, pajamas, raincoats and other wearing apparel, used on tags 
supplied by applicant to manufacturers of items listed to be placed on finished goods. Commis- 
sioner affirms decision of Examiner of Trademarks on the ground that there is no evidence that 
related company relationship exists between applicant and manufacturers who buy and use 
its fabrics in manufacture of wearing apparel. Record shows that no control is exercised over 
nature or quality of goods made and sold by manufacturer. 

Where a mark used on finished product either by nature or manner of use, identifies com- 
ponent of goods or material of which they are made, it may be registered only for component 
or material but not for finished product. 641 


Concurrent use registration of mark sTYLED BY DON RICHARDS, used on men’s clothing, 
refused upon ground that said words were informational only and did not function as a trade- 
mark by identifying applicant’s goods and distinguishing them from those of others. Proofs of 
use submitted by applicant showed label which included the words sHORE BREEZE, a design of 
a sailboat floating on water and a palm tree on the shore, under all of which appeared the words 
STYLED BY DON RICHARDS DRY CLEAN ONLY. 

Mark for which concurrent use registration is sought must be capable of distinguishing 
goods of applicant from those of others. 657 


ADMIRAL is a common word, without spark of novelty, invention or distinctiveness, and while 
it is a “weak” mark, entitled to much narrower protection than coined or “strong” marks, the 
extent of its use by plaintiff in the field of electrical household appliances was so great as to 
be likely to induce the average person to believe that all products in that field. bearing the same 
mark emanated from the same source. 842 


Application for registration of mark soPpHIE TUCKER’s with drawing of young lady used 
on noodles but later on used to include macaroni, soup mixes, mayonriaise, pickles and olives is 
opposed by registrant of MRS. TUCKER’s used on vegetable oil shortening, salad oil, canned goods 
and table syrup. : 

Burden was on opposer to present facts from which damage might be presumed from 
expansion of applicant’s line of products. Opposer failed to discharge burden and registration 
may issue. 1230 
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Four applications were filed to register designs or configurations on Supplemental Register 
for temperature controlled electric switches, for which a patent was granted. Applicant sells 
its switches under mark KLIXxON but record shows only one advertising circular listing of product 
sold under that mark. 

Fact that applicant owns patents for thermostatic switches of the designs does not mean 
that designs are registrable under Trademark Act. Question is whether or not shape of 
thermostatic switches is capable of distinguishing them from those made by others. 

Patents in accordance with which switches are manufactured will expire within a short 
time and upon expiration will be free to all in design disclosed in patents. Applicant may not 
deprive public of right to utilize patent disclosures by claiming exclusive rights in configurations 
resulting therefrom. It is not incumbent on Patent Office to cite “prior art” in connection with 
configurations or designs sought to be registered as trademark. Assistant Commissioner holds 
that subject matter of applications is incapable of distinguishing applicant’s goods and regis- 
tration is refused. 1233 





Depending upon circumstances, mark, although used on goods of a particular grade, may 
denote origin and serve as trademark. 1377 


Application to register GENRAY for printed trade publications concerning dyeing processes 
refused where specimens submitted consisted of two brochures, one entitled “GeENRAy Process for 
Continuous Vat Dyeing of Heavy Shades on Rayon” and the other “Mode Shades with 1nDAN- 
THRENE Dyestuffs on Spun Rayon,” both containing information concerning the GENRAY dyeing 
process; the fact that the published material may refer to the GENRAY PROCESS does not make 
GENRAY a trademark for publications when the mark is not used to identify or distinguish them 
from those of others. 1418 





A single instance of trademark use accompanied by an intent to continue use is sufficient 
to justify registration of the mark. 1509 


Where applicant is engaged in making and selling compositions for finishing process but 
neither makes nor sells women’s hosiery, it does not use and is not entitled to register word 
used on hosiery made or sold by others to indicate that they have undergone finishing 
process. 1563 


Registration refused for mark consisting of drawing of a clown and words NUTSY THE 
CLOWN where specimens, which showed the drawing and phrase sEE NUTSY THE CLOWN ON TV 
AND IN YOUR GROCERY STORE, did not establish trademark use. 

The proofs in a related proceeding having shown that applicant’s business involved only 
the packing and selling of nuts, its application for a mark allegedly used on nuts, peanut butter, 
peanut oil, candy, canned raw and popped popcorn and potato chips was refused. 1566 


A registration procured through a fraudulent claim of use on the products stated therein 
is void ab initio. 

Where there is no trade in a product there is no trademark for that product because rights 
in a trademark grow out of its use on products moving in the channels of trade and registration 
is a recognition of those rights; hence, an assignee of a registration who did no more than make 
token sales every twelve or eighteen months was deemed to have abandoned its rights in the 
mark and registration. 

An application will be refused ex parte where it appears that the applicant has stated 
false dates of first use and has alleged use upon products in connection with which it has made 
no bona fide use. 1571 







CERTIFICATION MARKS 


Subject matter of application for HOME APPLIANCES used by certified manufacturers of 
porcelain enamel products is certification mark and not service mark inasmuch as it is used 
on and in connection with products of persons other than applicant. Upon proper amendment 
of the application registration should issue as a certification mark. 1295 
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CLASSIFICATION 


Same mark for same product should not be registered in different classes. 


CoLLECTIVE MARKS 


It was the purpose of the Lanham Act to remove the prohibition of the 1905 Act against 
registration of the distinctive names and insignia of fraternal organizations by permitting regis- 
tration thereof as collective marks. 

Mark ORDER OF THE WHITE SHRINE OF JERUSALEM rejected as a trade name of a fraternal 
order held by Assistant Commissioner to be registrable as a collective mark. 888 


Cotor MARKS 


Application to register on Principal Register as a mark “an iridescent aluminum-colored 
coating to cover the surface of each lump of coal” is refused, as subsidiary color markings, 
although capable of distinguishing, do not serve as indications of origin until and unless they 
are used and advertised in such manner and over such period of time as to create in the minds 
of purchasers an association with word mark or with producer. 

Considering that prior registrant has obtained registrations of green, violet, brown and 
purple for coal with lumps colored in such colors, applicant’s iridescent aluminum coating is 
not likely to cause confusion. 642 


CoNFUSINGLY SIMILAR MARKS 


In General 


Likelihood of confusion cannot be determined in the abstract and as matter of law, nor is 
there any mathematical formula by which it can be measured; it constitutes one of the more 
ineffectual signs of our jurisprudence and a determination can be made only by evaluating 
marks themselves and their probable psychological impact upon average purchasers as he buys 
goods under ordinary circumstances; before determination can be made, it is important to 
know general content and nature of advertising for purposes of measuring psychological current 
engendered, circumstances and conditions of purchase and goods identified by mark, who 
ordinary and average purchasers are, and how mark looks on product in the market; hearing 
officer, apprising these factors, must disassociate himself from his specialized legal knowledge 
and assume traits of average purchaser, and then try to determine the psychological reactions 
and natural associations of such a purchaser as a result of what trademark owner has done. 122 


The fundamental question in opposition proceedings where the marks of both parties are 
the same is whether or not purchasers under ordinary circumstances of purchase will assume 
that both products emanate from the same source and not whether the respective goods are of 
the same descriptive properties or of the same character or related. 501 


Proof of likelihood of confusion on part of purchasing public as to origin of goods is 
sufficient for issuance of an injunction under Lanham Act, even though no actual damage is 
shown. 

Actual confusion need not be shown where there is likelihood of confusion between plaintiff’s 
registered mark and defendant’s unregistered mark. 1106 


In evaluating the likelihood of confusion between two secondary marks it is improper to 
base a finding of no confusion upon the differences created by the respective primary marks 
with which they are used since there is no limitation upon the right of use granted to the 
applicant by registration and he will be free to use the secondary mark apart from the 
primary mark. 

Common portions of marks cannot be disregarded but a descriptive word with little trade- 
mark significance will not be considered the dominant part of a mark. 1367 
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Disclaimed portions of a mark cannot be disregarded in determining the question of 
confusing similarity. 

Combinations of letters which are descriptive of the goods will not be accorded as great 
weight on the question of confusing similarity as words or combinations of letters which are 
purely arbitrary. 1392 


Whether or not a likelihood of confusion exists between two marks is largely a matter of 
opinion to be decided upon the particular facts of each case; the question to be answered is 
would purchasers be led to believe that the products emanate from the same source in view of 
the relationship between the marks and the goods. 1400 


(For easier reference this section is arranged alphabetically by trademarks. ) 


Application to register AAA beneath which appears TRIPLE a for canned sardines, mackerel 
and pilchards, registration is opposed by registrant of AAA for services rendered to motor 
vehicle owners. The evidence shows that opposer’s mark is well-known throughout the nation 
and as part of its services it approves restaurants. However, it is not deemed likely that 
purchasers seeing applicant’s mark on a can of fish would associate it with opposer’s services or 
assume that applicant’s product is approved or sponsored by opposer and therefore the 
application is granted. 1299 


Suffixes in registered marks and in marks sought to be registered are disclaimed as descrip- 
tive. Under such circumstances it is believed that purchasers familiar with registrant’s ACRA- 
CUT and ACRA-GRIND coolants and lubricants would, upon seeing ACRO-COOLANT on coolants and 
lubricants assume latter to emanate from same source as former. 

Applicant’s contention that prefix of its mark is formed from initials of its corporate name 
is without merit where result is such resemblance to previously registered mark as to be 
likely to cause confusion or mistake of purchasers. 979 


Opposition filed by owner of registration for aprIN, used for the product of the active 
principle of the suprarenal gland, against an application for ADRIANOL, used on a drug for the 
treatment of rhinitis, dismissed. Ih the absence of evidence pointing to confusion, no likelihood 
thereof could be presumed where registrant’s product could be dispensed only on prescription 
and applicant’s could apparently be purchased over the counter. 898 


AMPOwWER for portable electric spot welders is not confusingly similar to aA-mp for electrical 
terminals and wiring devices, connectors and connector blanks; A-mp for pliers and leverage 
type hand tools, pneumatically and hydraulically operated portable tools, and power operated 
machine tools; A-MP-0-LECTRIC for machines for applying electric terminals; A-mMpLIpREss for 
bench presses; AMP-SULATION for insulated electrical connections and leads; Amp-o-MATIC for 
die presses for applying electrical terminals and light presses for general use; or A-MPLI-VERSAL 
for hand tools. 1000 





Application for registration of ARIENS YARDSTER for wheeled, motor operated tillage 
machine with lawn mower attachment is opposed by registrant of yARD-MAN for hand and 
motor operated lawn mowers. Although applicant’s corporate name ARIENS appears in mark 
as used on goods, it does not eliminate likelihood of confusion where opposer uses mark 
YARD-MAN without corporate name. 

Products involved are expensive and not casually purchased, but manner of use of respective 
marks might lead purchasers to believe that applicant’s goods are part of opposer’s line. 
Opposer has used mark 20 years prior to applicant and is entitled to benefit of such doubt 
as may be created. Opposition sustained. 1251 


Applicant seeks to register two marks, both showing letter “B” half enclosed in partially 
opened triangle for use on locating flanges in the nature of jigs, sleeve and seal expanders, 
seat cutters and supercharger kits for hand tools. Registration is refused on ground that 
applicant’s mark resembles registered mark “B” in triangle used on tools and for machinery 
of all types, such as wrenches, pliers, chisels and drills. If applicant’s marks are used on same 
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goods as registrant’s confusion and deception are likely to be caused and application is, 
therefore, refused. 1253 


BABIJUICE is not confusingly similar to prs, both marks being used on fruit juices. 980 


Application for registration for BEAR STATE and map of California with illustration of bear 
for fresh deciduous fruits and fresh grapes is opposed by registrant of BEAR with illustration of 
bear holding map of California with word cALrForn1A for fresh vegetables. Although both 
parties, being California concerns, disclaimed map of California and opposer disclaimed also 
word CALIFORNIA, this matter cannot be disregarded in determining likelihood of confusion. 

BEAR STATE is commonly recognized as identifying State of California, but opposer’s mark 
BEAR does not carry same significance. Since products of both parties are ordered by word 
mark, addition of map adds little to applicant’s mark. Therefore, confusion with opposer’s 
mark is unlikely and applicant is entitled to registration. 1156 


Application for registration of BIG 6 stx for laxative used in treatment of colds, fever, 
headache and malaria is opposed by registrant of “666” for similar goods, chill and fever tonic, 
grippe, malaria and headaches. Applicant’s mark underwent various changes since rights in 
registered mark were acquired from previous owner, taking on greater similarity with opposer’s 
mark; applicant concedes prior use of mark by opposer and knowledge of opposer’s mark “666” 
at time of adoption of mark BIG 6 sIx. 5 

Marks involved are not unlike in appearance and sound and when applied to the goods 
are likely to cause confusion and deception among consumers. Under circumstances opposition 
is sustained and mark is not entitled to registration. 1242 


Application for CHARMISETTE for women’s and children’s scarfs is opposed by registrant 
of CHAMOISETTE for gloves and cotton and silk piece goods. Opposer, engaged in manufacture 
of wearing apparel including women’s and children‘s hosiery, underwear, lingerie and gloves 
relies solely on his registrations and impression created in minds of average purchaser. 

Assistant Commissioner holds that confusion of public is unlikely and since in this case 
there is no stated issue concerning CHAMOISETTE for piece goods, matter is solely an ex parte 
matter; since an inter partes issue has been raised action will not be reviewed in inter 
partes proceeding. 1158 


In an opposition involving the mark circus, the opposer having previously used the mark 
on canned peas and corn and the applicant claiming use on candy and popcorn, it was held 
that in view of applicant’s use of the same mark on nuts, persons familiar with such use would 
be more likely to attribute popcorn and candy to him, rather than to a seller of canned 
peas and corn. 1571 


CORDORAMA for textile fabrics is confusingly similar to RAMA for cotton piece goods. 1268 


Applicant seeks to register THE COUNTRY SQUIRE for a periodical and is opposed by the owner 
of ESQUIRE for a monthly magazine. Issue is whether the purchasing public is likely, upon seeing 
THE COUNTRY SQUIRE magazine, to believe it to be another magazine published by the publisher 
of ESQUIRE, or to purchase one for the other. Since marks do not look alike and have distinctly 
different connotations there is no likelihood of confusion, and therefore decision of the Examiner 
in dismissing opposition is affirmed. 205 


Application for registration of mark comprising black bordered orange colored equilateral 
triangle with rounded off angles within which letters “db” appear for electronically and mag- 
netically regulated power supplies is opposed by user of equilateral triangle within which the 
Greek letter Lambda appears, used on electronic equipment. 

Although both parties sell electronic equipment to same purchasers and advertise in same 
trade periodicals, they are not “ordinary, unwary purchasers,” they are technically trained 
people who know identity of manufacturers. 

Neither mark is used orally but is a symbol identifying the products. Under the circum- 
stances likelihood of confusion is most unlikely and opposition is dismissed. 1152 
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On record consisting of opposer’s registration for the mark DARIGOLD used on milk of 
various types, butter, cheese and ice cream and copies of fifty-five third party registrations 
showing word “dairy” or its phonetic equivalent, no likelihood of confusion sufficient to sustain 
opposition found to exist with applicant’s mark DARI-LIcIOUs used on a dairy filling for cake, 
pastry and pie since marks are different in sound and appearance and do not create same 
psychological impact when applied to the goods. 215 












DIXIE LAD for polo shirts, trousers, sweaters and boy’s suits is not confusingly similar to 
DIXIE WEAVE for suits for men and young men. 122 







Application for mark puBL sTIx used on frozen confection on a stick refused for similarity 
with Supplemental registration of TwIN sTIxX used on same goods; the marks convey the same 
significance especially since the products are impulsively purchased by children. 1419 







Opposition filed by registrant of mark puBONNET for wines to application for DUBONNET 
as used on ladies’ and misses’ shoes dismissed—purchasers of applicant’s products would not be 
likely to associate mark with opposer or its wines but would be more likely to associate it with 
color. 225 














Obvious differences in the sound, appearance and meaning of the marks DUROSTYLE FABRICS 
and DUROSHEEN and the differences in the goods to which applied—men’s suits and topcoats 
and men’s dress and work shirts, respectively—were sufficient to obviate a likelihood of con- 
fusion; puRO, the common portion of both marks had been registered over thirty times for 
fabrics and wearing apparel confirming the descriptive significance thereof and this fact miti- 
gated against placing great weight in that similarity. 1392 








Application for pyNot used since 1951 on a moth-proofing compound, opposed by registrant 
of DIANOL, used on a house and yard insecticide spray and a paint insecticide whose line 
had expanded to include ingredients for insecticidal paint, disinfectants, livestock sprays, 
agricultural insecticides, rodenticides and barnacle remover ; the marks are substantially identical 
in sound and when used on products as closely related as those of the parties, confusion is 
inevitable, moreover, opposer’s past expansion suggests further expansion and a moth-proofing 
compound would be a natural addition to its line. Opposition sustained. 1426 









DYNELON and DYNALON are for practical purposes the same; they are pronounced the same, 
the substitution of vowel “a” for vowel “e” being a distinction without a real difference, and a 
line drawing of a swan appearing with pyNALON being insufficient to differentiate when marks 
are applied to fabrics in the piece, goods which are ordinarily purchased by word marks. 660 










In determining absence of likelihood of confusion between applicant’s use on chinaware 
of letter “E” and opposer’s use of same letter in connection with department store business 
selling chinaware, reliance placed upon circumstance that while applicant’s mark was imprinted 
on underside of china to appear as an “E” through upper surface it nevertheless appeared as 
the number “3” together with applicant’s name on the underside where by common knowledge 
china is customarily marked and to which side purchasers ordinarily look for identifying 
marks. 219 
















Applicant to register EMEBAL for sedative containing barbiturate and emetic is opposed by 
registrant of ETHOBRAL for sedatives. 

Since both products are dispensed on prescription only likelihood of confusion must be 
considered on physician-pharmacist level rather than at consumer’s level. Marks do not sound 
or look alike and do not suggest common origin. Therefore, confusion is unlikely to result 
and registration may issue. 1257 













No likelihood of confusion found to exist between FresTA, used on coffee, tea, spices and 
food flavoring extracts, and siesta, used on instant coffee; the words have well understood 
meanings which are distinctly different. 1409 
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Application for FISHERMAN BRAND and a seascape showing a fishing boat and a fisherman 
hauling in a net, for canned sardines, improperly refused as confusingly similar to LITTLE 
FISHERMAN, registered for canned salmon. 1410 







Applicant seeks to register FLow cotp for refrigeration units in air-conditioning and regis- 
tration has been refused on ground of likelihood of confusion with Ko.pFio for refrigerator coils. 
Both marks as applied to refrigeration equipment have descriptive connotation though not 
merely descriptive and this, together with the fact that products are purchased by discriminating 
purchasers is deemed sufficient to make it unlikely that confusion will result. Therefore decision 
of the examiner is reversed and registration is permitted. 1138 












Considering widespread practice of using the word “Food” in connection with food stores 
and food products and the probable conditioning of purchasers’ minds as a result thereof, it 
cannot be said that rooprown for poultry, fish, dairy products, margarine, nuts, vegetables, 
fruits, coffee and bakery products is likely to cause confusion with prior registrations of 
FOODLAND, used on various grocery products and FOOD VILLE, used on cheese; examiner’s 
decision refusing registration reversed. 1427 











No likelihood of confusion found to exist in the concurrent use of the similar marks 
FORTOGENOL and FORTOGEN, used on a multi-vitamin and mineral product and on an external 
antiseptic and antiferment for veterinary use, respectively; the goods are markedly different 
by virtue of the distinctly different intended uses and the products are not likely to be sold 
at any future time through the same channels. 1402 







FRESHER BRAND for frozen sea foods is not confusingly similar to FRES-SHORE for sea foods. 
; 1279 











Applicant seeks to register on the Principal Register Fuse print for decorated and trans- 
lucent plastic films, said mark with the addition of By VELVERAY presently appearing on the 
Supplemental Register. Registration has been refused on the ground that mark fails to 
distinguish applicant’s goods. Since evidence shows that the process does not involve a fusing 
of the print on the plastic film, it is not deemed to be descriptive nor is there any showing 
that purchaser would regard the mark as mere informational matter, particularly since that 
purchasers of this product are industrial users. The mark is therefore deemed to be registrable 


on the Principal Register. 1141 














Considering circumstances and conditions surrounding purchase of infants’ and children’s 
and men’s wear, GALE-BUSTER for infants’ and children’s clothing is not likely to be confused 
with ALLIGATOR GALECOATS and GALE COATS BY ALLIGATOR for men’s coats and GALETONE and 
NYLOGALE for men’s wear and GALECLOTH for men’s coats; later mark suggests fabric of which 
coat is made rather than coat or model or maker of coat. 127 












Application to register GILMAN SPRED-EZE in a design, SPRED-EZE being disclaimed, for paint 
and applicant having prior registrations of GILMAN. Registration is opposed by owner of mark 
sPRED for paint. Opposer has used sprep since 1939 and has built up substantial sales and 
advertising in which it customarily uses mark GLIDDEN with mark sprep. Proof of extensive 
sales and advertising shows that even if mark were descriptive, as claimed by applicant, opposer 
has acquired secondary meaning in mark sPpRED and confusion between it and SPRED-EZE would 
be likely. Hence registration is refused. 1444 











GOLDMARK for gold stamping foil is not confusingly similar to mMaGic coLp for plastic 
gold foil. Registration is withheld pending amendment to application properly identifying 
goods. 1281 


GULF TASTE is not likely to be confused with GuLF k1st both marks being used on sea foods. 
494 













GUS GLASER for prepared meat products is not confusingly similar to GLASER’s with the 
word NUHAMoO for “cooked pork shoulder picnics.” 1276 
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Applicant seeks to register HAIR TAMER with a scroll design for hair dressing and regis- 
tration has been refused in view of the mark TAME used for cream hair dressing. Evidence 
shows that the phrase HAIR TAMER is used as descriptive name of the product, it is an apt 
description and hence is not used as a mark to indicate source. Confusion with TAME is not 
deemed likely in view of descriptive use of applicant; therefore, decision refusing registration 
is affirmed but for different reasons. 1140 











Similarities in sound and appearance between applicant’s mark HAPPY DEBS and opposer’s 
prior registration for HONEYDEBS both used on women’s and children’s shoes, not sufficiently 
great to outweigh the obvious disparity in meaning and opposition was accordingly dismissed. 






341 






Applicant’s mark HoLtmpay for men’s shirts and robes not found to result in confusion, 
as matter of law, with opposer’s registered mark HOLIDAY for women’s shoes and hand bags 
sold by opposer through its own as well as subsidiary retail outlets. The average purchasers 
of applicant’s goods are men, while the average purchasers of opposer’s are women. Moreover, 
the respective goods of the parties would not be sold in the same department even if sold in 
the same store and nothing was shown to indicate that purchasers would be likely to attribute 
women’s shoes and men’s shirts to a common source. 501 
















HOPE for perfume and toilet water is not confusingly similar to Hope for denture cleaners 
and suction powders. 991 









Question whether confusion is likely to result from use of particular marks on particular 
goods is one which must be decided largely on basis of specific circumstances of each individual 
case; issue is whether prospective purchaser, seeing same mark on both goods, would be likely 
to assume that they emanated from same source. Where goods involved are comparatively 
expensive and not ordinarily purchased casually, confusion is less likely than where the goods 
are cheap and are purchased casually. 

Outboard motors for boats and engines for automotive vehicles are not normally sold in 
same manner or through same channels. HURRICANE as trademark for engines for automotive 
vehicles and parts thereof is not confusingly similar to same mark for outboard motors for 
boats. 1377 
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Application for registration of INFLATA BRA for brassieres is refused as likely to be con- 
fused with registered mark INFLATION for brassieres and foundation garments since they are 
virtually indistinguishable in sound and create a substantially identical commercial impres- 
sion. 1161 
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Applications for marks INTERCONTINENTAL and letter “C” surrounding number 26 with 
INTERCONTINENTAL superimposed, both marks used on agriculture machinery including tractors 
and parts thereof, opposed by prior user and registrant of CONTINENTAL for combustion engines. 
Decision of Assistant Commissioner reversed and opposition dismissed upon finding that no 
confusion was likely to occur in view of nature and cost of goods, requiring care and discrimi- 
nation on the part of purchasers, the geographical significance of the marks and the different 
meaning, sound and appearance of the marks. 

The degree of permissible similarity between marks consisting of ordinary words, especially 
when of descriptive or geographical significance, is greater than where arbitrary or fanciful 
words are involved and sufficient differences existed between marks INTERCONTINENTAL and 
CONTINENTAL to obviate likelihood of confusion. 609 
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No likelihood of confusion found to exist between opposer’s registration for IRONITE used 
on a water-proofing composition for cement concrete structures and IRONTITE for an automobile 
sealing composition where it appeared from the record that the goods of the parties were sold 
in different trades and channels and the circumstances surrounding purchase were different. 
617 
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Application to register on Principal Register as a mark “an iridescent aluminum-colored 
coating to cover the surface of each lump of coal” is refused, as subsidiary color markings, : 
although capable of distinguishing, do not serve as indications of origin until and unless they F 
are used and advertised in such manner and over such period of time as to create in the minds 
of purchasers an association with word mark or with producer. Considering that prior 
registrant has obtained registrations of green, violet, brown and purple for coal with lumps 


colored in such colors, applicant’s iridescent aluminum coating is not likely to cause confusion. 
642 











Upon ex parte consideration of applicant’s mark JANMARIE as used on tints, rinses, oils, 
tonics and waving and dressing preparations for the hair and the mark JEAN MARIE FARINA 
previously used in connection with perfumes and soap no likelihood of confusion was found 
to exist since marks were different in sound and appearance; moreover, distinctly different 
commercial impressions were created by the marks when seen on the goods. 216 












JOHNNIE WALKER for cigarettes is confusingly similar to JOHNNIE WALKER for whisky 
in view of the celebrity of opposer’s mark. Registration is refused under Section 2(a) because 
it falsely suggests a connection with opposer and under Section 2(d) because it is confusingly 
similar. 1291 











Use by defendant’s distributors or dealers of word JUNIOR in conjunction with other words 
to describe the user of the goods is not an infringement where the word was never used 
on the product or containers. 316 






Opposer’s prior use of KEN, KEN LINE and its corporate name KEN STANDARD CORPORATION 
in promoting sale of spraying equipment while short of actual trademark usage held sufficient 
to sustain opposition to KEN*SPRAYALL for sprayers and parts since by reason of such use 
purchasers would assume that sprayers so marked were in opposer’s line. 221 









Application for KNIT-KINs, used on infants’ and children’s underwear, opposed by owner of 
registrations for SLUMBER-KINS, used on children’s playsuits and pajamas, and WIPER-KINS, 
used on bibs. Assistant Commissioner while finding that common suffix KINS was suggestive 
of apparel for little children held that earlier user is entitled to benefit of doubt as to likelihood 
of confusion and since goods were ordinarily such as a single manufacturer would make, the 
opposition was sustained. 893 








Opposition to application for KoRDOLIN, used on medicinal tablets for relief of pains of 
arthritis, rheumatism and similar ailments, filed by registrant of pDOLCIN used on products 
designed for same purpose, dismissed; the marks are not similar in sound, appearance or 
meaning and under ordinary conditions of sale, no confusion could be presumed. 647 








In an action brought by the owner of registrations for the mark KUT-NO-MoR used on stain 
removers, cosmetics and toilet preparations, injunction granted restraining defendant’s use 
of designations RUB NO MOR and NO RUB, the court finding that defendant’s use of these 
designations together in descriptive publications led to an association between them when 
separately used on the defendant’s goods and that the products of the parties, both packaged in 
transparent bottles of similar size and shape, were identical in appearance even to the 
sedimentation at the bottom of the bottle. 441 















Applicant seeks registration of KwIkr1 and LANG’s KwIKI for children’s play clothing. 
Opposed by owner of GANTNER WIKIES and wIKIEs for line of swimming trunks. Both parties 
use respective marks WIKIES and KWIKI as secondary to primary marks GANTNER and LANG’S 
use of mark is chief confusion test. Substantial advertising and promotion of GANTNER WIKIES 
and LANG’s KWIKI for several years without evidence of confusion leads to conclusion that 
confusion between the marks is unlikely. 347 












Petitioner claiming ownership of LA JOIE DE JEAN PATOU for perfumes, bath salts and 
various other cosmetics petitions for cancellation of Joyeux ETE with picture of woman for 
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toilet waters, eaux de cologne and skin lotions. Registration of LA JOIE DE JEAN PATOU issued 
to French manufacturer but about 20 years later registration for Joy issued to petitioner, who 
is importer of perfumes. 

Retailers advertise Joy DE JEAN PATOU PARIS and variations indicating nowhere that products 
are those of petitioner, but identify them as products of French manufacturer. Petitioner fails 
to establish allegations essential to give it necessary standing to question respondent’s 
registration. Ex parte consideration of marks does not show likelihood of confusion since 
they do not sound or look alike. 1264 










In absence of specific proofs, no confusion found to exist between applicant’s LAN-LAY with 
a drawing of a sheep for a liquid medicinal preparation used to treat the scalp and dress 
the hair and opposers’ registrations for LANA used for a skin food complexion cream and 
ointment and LANoIL used for a hair waving and curling preparation. 615 










Conduct on part of applicant indicates intent to trade in some manner on opposer’s good 
will, and for purposes of opposition proceeding it is assumed that intent has been realized. 
Under such circumstances it is concluded that LAzy PALs is confusingly similar to LAzy BONES, 
both marks being used on shoes. 1560 







Application for registration of LIBERTY ELKHORN for coal is refused as to be likely to 
cause confusion with registered mark Liperty for same goods. Registrant is entitled to 
designate its coal LIBERTY ELKHORN when it comes from Elkhorn seam. Addition of seam or 
mining district to an already registered mark is insufficient to distinguish applicant’s coal 
from the coal of registrant. 1162 









MARK TWAIN for shirts is not confusingly similar to SUNDIAL MARK TWAIN for shoes. 1558 






In an infringement action involving MATERNALLY yOURS and YOUR MATERNITY SHOP, both 
used in connection with retail maternity stores, standing alone were found not close enough 
as to be likely to confuse reasonably prudent purchasers but the added factors of close 
proximity of the stores of the parties; the defendants studied imitation of plaintiff’s signs, 
labels, advertising and telephone listings; the novelty of plaintiff's mark and instances of 
actual confusion—including the misdelivery of mail—adequately established a likelihood of 
confusion. 1509 


















Applicant seeks to register MAYFAIR for automobiles and is opposed by registrant of 
identical mark for chemical fluids for automobiles which are sold to automotive service outlets 
for use in customers’ cars. Applicant uses mark as model designation. Common knowledge 
that such model designations are associated with manufacturer and hence fulfill trademark 
function. Public is not likely to assume that MAYFAIR model and MAYFAIR brake fluids have a 
common origin and hence decision of Examiner of Interferences is reversed. 354 












Application under Section 2(f) for MINNESOTA, as used on coated abrasives such as sand- 
paper, previously registered by applicant in 1937 under 1920 Act opposed by registrant of 
same mark used on paints and linseed oil. Opposition sustained and affirmed by Court of 
Customs and Patent Appeals upon a finding that the respective goods are sold through same 
channels, to the same class of purchasers and for conjoint use by them. Likelihood of con- 
fusion confirmed by applicant’s own promotional materials suggesting that retailers tie in the 
sale of paints with sandpaper. 470 











Appellant, registrant of mark misty for sprayers for agricultural and horticultural spraying 
and dusting and roTo-powER for machines disseminating insecticidal dust opposes registration 
of mark roromist for agricultural and horticultural spraying and dusting machines. 

Although the common portion roto of appellant’s mark roTo-power and appellee’s mark 
ROTOMIST is identical, the dissimilarities must be considered, and if viewed in their entireties 
they do not look and sound alike. Therefore, concurrent use of marks is not likely to cause 
confusion; decision of Commissioner of Patents is affirmed. 606 
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Applicant seeks to register MUSICAL TUNE-O as service mark for entertainment service of 
musical game played over the radio. Registration is refused on ground that applicant’s mark 
so resembles TUNEO registered for musical game as to be likely to cause confusion when applied 
to applicant’s services. Hyphenated spelling of TUNE-o and resulting difference in pronunciation 
is not convincing. Application is refused. 1250 


Opposition by registrant of NELIO used on turpentine, rosin, polymerized rosin and metal 
resinates to application for NEELIUM used in connection with a liquid synthetic rubber coating 
composition dismissed; with but one possible exception the goods of the parties are apparently 
sold only to industrial users, they are not competitive and would not ordinarily emanate from 
the same source. In the absence of factual proof, there could be no presumption of damage to 
opposer. 504 


NYLOTUX for women’s lingerie is not confusingly similar to TUx for men’s underwear made 
up primarily for individuals as an accommodation on special order. 1290 


Opposition filed by registrant of ORTHOFLEX, used on mattresses against application for 
ORTHOTONIC, used on same goods, held to have been properly dismissed; considered either in 
their entireties or according to their component parts the marks are not confusingly similar 
especially in view of the well understood descriptive meaning of the prefix orTHO, common to 
both, which prevents that portion from being considered the dominant part of the mark. 1367 


Opposition based upon a record merely showing opposer’s registration for PAL used on 
dog biscuits and application for PAL, used on dog leashes, choke chains, collars and combs 
sustained ; common knowledge indicates that products of both parties are sold in same outlets, 
are purchased at the same time and under identical conditions. Purchasers might well attribute 
the goods of both to one source or assume that applicant’s goods are sponsored, approved or 
in some way connected with opposer. 618 


Application for registration of PATRICK CUDAHY for use on bacon is opposed by owner 
of mark CUDAHY on meat and meat products including bacon. 

Both applicant and opposer own several other marks registered for a variety of meat 
products. Until a few years ago both parties used entirely different marks on their products 
without apparent confusion. Opposer adopted in 1947 a new label on which cupAHY was 
prominently displayed and used on bacon, ham and other meat products. In 1952 applicant 
adopted PATRICK CUDAHY mark and is now using it as primary mark on most of its products 
relegating other marks to position of grade marks. Average purchaser of bacon buying in 
the usual outlets and seeing PATRICK CUDAHY bacon.and CUDAHY PURITAN bacon would assume 
that the goods had common origin. Opposition is sustained. 1593 


Likelihood of confusion found where opposer had created a demand for its trademarked 
products prior to applicant’s first use, the marks PERMA-STONE and PERMA-ROCK create an 
identical impression by reason of substantial identity in meaning; goods are such as might be 
thought to emanate from the same source. 

Opposition to application for PERMA-ROCK in connection with materials used as a filler, 
body or for other purposes in the industrial arts, filed by owner of registration for PERMA-STONE, 
used on building construction molds, cementitious surfacing and coloring admixtures used in 
concrete and cement mortars, the products of both parties being sold to different channels 
of the building trade for use in construction or alteration work. Opposition sustained. 1012 


Registrant of PERMACEL for pressure-sensitive adhesive tapes, heat-sealing tapes and tape 
dispensers petitions for cancellation of PERMA SEAL for caulking compound. 

Although products of parties are specifically different, they could be thought to emanate 
from same source if sold under same mark. Where goods are sold to industrial users and 
government’s confusion is unlikely since such purchasers know what they want. But where 
goods are sold also to general public confusion is likely ; damage to petitioner will be presumed, 
if one class of purchasers is likely to be confused, although other classes can clearly distinguish 
goods sold under respective marks. Petition to cancel granted. 1247 
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Applicant seeks to register PHYLLODENT for tooth paste and mouth wash and registration 
is opposed by owner of PEPSODENT used on dentifrices and more recently on tooth brushes and 
CHLORODENT for same goods. 

Since PEPSODENT and CHLORODENT have common origin it can be concluded that purchasers 
upon seeing PHYLLODENT are likely to associate it with opposer’s products causing damage to 
opposer. Opposition, therefore, is sustained and registration refused. 1585 








Opposition involving application for mark consisting of drawing of two penguins above 
the word PINGUINE for cutlery, scythes, sickles and hand tools, and prior registration of 
PENGUIN superimposed on illustration of a penguin, for razor blades and pocket knives, 
sustained; cutlery bearing applicant’s mark appearing alongside razor blades with opposer’s 
mark would be thought by purchasers to have a common origin. 1420 










Opposition to application for PLANT MAGIC used on plant food and fertilizer sustained upon 
basis of opposer’s registration and prior use of PLANT MARVEL for plant food, said marks stimu- 
late same mental reactions and recollections of purchasers of such goods under ordinary 
circumstances is not faultless. 228 














POLYMARK for adhesive tapes is not confusingly similar to poLyKEN for pressure sensitive 
adhesive tape. 1277 









Registrant of PRINCESS PAT with crown and medallion for perfumes, face powder, lipsticks 
and other cosmetics opposes application for registration of pat for beard softening agent. 
Since applicant’s mark consists of one word only and goods are used primarily by men and 
registrant's mark has two words and design features and goods are primarily for use by 
women concurrent use of marks is not likely to result in confusion. Decision of Patent Office 


is affirmed. 612 


Applicant seeks to register drawing of a kitten’s head above compound word PUR-NGORA 
for fabrics—viscose, acetate rayon, cotton, silk and spun saran. 

Opposer is registrant of a number of registrations of drawing of a kitten’s head or a 
kitten in various positions with spool of thread with and without word mark corTICELLI or 
GATITO for embroidery thread of cotton, silk and synthetic fibers. Opposer and his predecessor 
have used mark for over a hundred years and for over sixty years on piece goods and have 
spent over one million dollars on advertising. Use of picture of kitten’s head by opposer as 
trademark in connection with goods cited was entirely arbitrary and applicants had no reason 
to adopt similar design unless there was deliberate intent to obtain advantage from opposer’s 
trade. PUR-NGORA is misspelling of “pure angora” and its use in connection with the kitten’s 


head design does not aid applicant and is deceptively misdescriptive. Opposition is sustained. 
1579 






















Applicant seeks to register RApEx for space heaters and is opposed by registrant of RADEX 
for test signal generators and signal tracers used in radio field. As goods are sold to different 
classes of purchasers it is not deemed likely that goods would be thought to emanate from same 
source and therefore confusion is deemed unlikely. Dismissal of opposition affirmed. 357 








Opposition filed by prior user of mark REPEL-A-MIsT, for an aerosol insect repellant, to 
an application for REPEL-O-sTIK, as used on solid stick-like insect repellant, the products of 
both parties being designed for use on the body, sustained. 1009 













Application to register RoBIN HOOD for buttered popcorn is opposed by registrant of RoBIN 
HOOD for farina, rolled oats and oatmeal. Evidence shows that opposer has used his mark on 
wheat flour since 1882 throughout the Midwest and has expended substantial sums in adver- 
tising. Applicant’s record consists of its application. Opposer by means of surveys has shown 
that there is a substantial likelihood of confusion and that purchasing public is apt to believe 
that ROBIN HOOD popcorn is a product of the company manufacturing roBIN Hoop flour and 
therefore application is refused. 1306 
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Application to register ROYAL DUCHESS for oleomargarine is opposed by one claiming prior 
use of GRAND DUCHEss for frozen beef steaks. Evidence shows opposer prior in use and question 
is whether purchasers in food stores would attribute common origin to products. While 
evidence shows that meat packers may sell oleomargarine, it does not appear that retail pur- 
chasers are commonly aware of this practice nor that they use the same trademarks ; therefore, 
it is believed unlikely that purchasers will attribute common ownership to the products. 
Registration will issue. 1446 


ROYAL SATIN and ROYAL DUCHESS, when applied to shortening and oleomargarine respec- 
tively, do not look or sound enough alike or create such similar impressions or associations as 
to be likely to result in confusion or mistake. 

Customers buying under the normal conditions of purchase are not likely to associate 
applicant’s ROYAL DUCHESS oleomargarine and opposer’s pUCHEssS salad dressing or to believe 
that one comes from the same source as the other. Opposer’s goods are sold only in self- 
service food stores and in a department different from that where oleomargarine is found. 
Moreover, many brands of each type of product are displayed together and purchasers have 
learned to select the brands with which they are familiar. In the absence of evidence that 
producers of shortening frequently or sometimes make oleomargarine and that the public is 
likely to attribute common origin to them, no likelihood of confusion can be inferred. 905 


Opposition to application for sAILor Boy used for syrup, filed by registrant of oH! Boy 
and design showing young boy in middy blouse, used by opposer on syrup since 1924. Examiner 
reversed and opposition dismissed; marks do not look or sound alike nor do they stimulate 
similar mental associations or psychological reactions. 650 


No likelihood of confusion found to exist between sea sprAy for salt crystals evaporated 
from ocean water and designed for animal and human consumption, and OCEAN spray for 
cranberries ; opposition dismissed. 1400 


Differences between marks sHUSH and HUsH taken together with the differences in the 
respective goods, a combination package containing a disposable syringe, douche bag and 
chemicals for use in same as opposed to toilet preparations including deodorants, lipstick and 
hair dyes, believed to be sufficient to avoid all likelihood of confusion. 1431 


SKYLER KNIT for men’s and boys’ knitted underwear and skxynit for like goods look and 
sound too much alike to avoid confusion, mistake or deception and registration must be 
refused. 640 


Refusal to register stick for canned dog and cat food, based upon assumed conflict with 
prior registration of Pic sick, for feed for livestock, particularly hogs, found to be erroneous 
in view of common knowledge that the respective products are sold in different channels of 
trade and to a different type of purchaser; moreover, products are not ordinarily sold under 
the same mark even though they may emanate from the same source. _ 1406 


No likelihood of confusion found to exist between applicant’s mark smoorure for leather 
and opposer’s prior registration of SMOOTHIES, used on shoes, it not having been shown that 
leather marks come to the attention of the public and the opposer being presumed to have made 
the strongest showing possible, so that the absence of such evidence could not be treated 
as inadvertent. 1011 


SNO.MAN with picture of snow man for foil insulated bags is not likely to cause confusion 
with snosoy with picture of snow man for fruits and vegetables. 125 


In the determination of likelihood of confusion between two marks used on identical or 
like goods, appearance, sound and meaning of the marks are factors for consideration but it is 
not necessary that a combination of such similarities exist, for an opposition will be sustained 
if similarities in either of such factors will be likely to cause confusion. 
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Dismissal of opposition filed by registrant of squirt used on non-alcoholic beverages and 
the bases syrups, concentrates and extracts therefor against applicant’s SPLURGE used on sub- 
stantially identical goods affirmed by Court of Customs & Patent Appeals upon a finding that 
marks are dissimilar in sound, appearance and meaning. 482 


In opposition filed by registrant of sTaRDUST, used on a line of women’s apparel including 
lingerie and skirts, to application for sTARSHEEN, used on ladies’ and children’s tights, leotards, 
bathing suits, dance dresses, shorts and skirts, marks found to suggest substantially same thing 
and in view of nature of products, the fact that they would ordinarily be in a single producer’s 
line and the occasional faulty recollection of purchasers buying such goods under ordinary 
conditions, confusion or mistake was likely to result. 651 


Opposition to applications for sTYLIGATOR, used on wallets and belts, filed by owner of 
registrations for ALLIGATOR and WEATHERSTYLE, used on raincoats and sportswear, dismissed ; 
similarity in sound of marks is not as important a factor as appearance or suggestive significance 
where products are such as ordinarily are seen before purchase. 

In opposition proceedings involving applicant’s mark sTYLIGAToR for wallets and belts and 
opposer’s ALLIGATOR for rain and sportswear, use by opposer of word “style” and by applicant 
of word “alligator”—both in the primary sense—held to be totally irrelevant to issue, as to 
whether purchasers upon seeing the respective marks would assume that they originated from 
the same source. 655 


Since bleaches, soaps, cleansers and similar products are usually purchased by name and 
selected from shelf, appearance and sound are of paramount importance. 

SUNNY SOL for chemical preparation used in bleaching clothes, removing stains and similar 
uses is not confusingly similar to suNNy with the word Barco for liquid paste and powder soaps 
and cleanser. 989 


Three considerations are relevant on issue of whether marks have a confusing similarity, 
namely, appearance, meaning and sound. suNvis is likely to be confused with uNrvis, both 
marks being used for lubricating oils. 444 


Application to register supeR-ceL for cellulose sponges was first rejected on ground of 
likelihood of confusion with previously registered mark suPER-FoAM for sponge rubber and 
applicant was requested to disclaim super. Disclaimer filed and reference withdrawn but this 
action of the Examiner was improper since action of Examiner would not lessen likelihood of 
confusion. If registration is finally authorized disclaimer should be stricken. 

Registration of SUPER-CEL opposed by successor in title to registered mark 0-cEL-o for 
identical goods. Marks do not look nor sound alike nor do they have same significance. 
Dismissal of opposition affirmed. 366 


Application for registration of TEMPRITE with illustration of thermometer for men’s and 
boys’ jackets is opposed by registrant of TEMPRITE used in connection with mechanical refrigerat- 
ing apparatus and apparatus for cooling water and other beverages and which is used also 
in opposer’s corporate name. Since marks are used on unrelated goods it is unlikely that 
confusion would result from use of same mark and opposition is dismissed. 1154 









In an opposition involving applicant’s mark consisting of the words TERMI-Tox displayed 
over a drawing of a termite, used on a wood preservative for preventing rot, fungi and other 
wood degrading organisms, and registrant’s TERMINIX extensively used in the advertising and 
sale of insecticides, the similarities between the marks in sound, appearance and significance 
was found likely to result in confusion. 1576 


In view of opposer’s long use of A TIDY PropUCT on labels attached to its sleeping garments, 
sleeping bags, blankets and snowsuits for children, and of its extensive advertising of TIDYKINS 
for infants’ and children’s snowsuits, which frequently is associated with a TIDY PRODUCT in 
such advertising, it is believed inevitable that purchasers of applicant’s Tipy TIKE underwear 
for infants and children would assume that it is another Tipy propuct and that as such it 
emanates from opposer. 237 
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No likelihood of confusion found to exist between opposer’s prior registration for mark 
TIMOFAX as used on external fungicidal preparation and LIPoFAXx for a vitamin product for use 
in the management of atherosclerosis and hypotonia since the marks are clearly distinguishable 
and the goods are sufficiently different. Same conclusion reached with respect to opposer’s 
prior registration for LUBAFAX used in connection with a surgical lubricant despite certain 
definite similarities between it and applicant’s mark, LIPOFAX. 339 


Application for registration of TOMMIE-TEENS for ladies’ and girls’ pajamas, beach coats 
and bath robes is opposed by registrant of TomMy TUCKER for boys’ shirts and blouses and 
same mark with illustration of boy playing a banjo for polo shirts and boys’ shirts. 

Although products on which marks are used would reasonably be thought to emanate from 
same source, there is little likelihood of confusion as opposer’s mark is name of well-known 
“Mother Goose” character and applicant’s mark is not. likely to stimulate any particular 
association, and registration may issue. 1163 


TONICOOL for shampoo is confusingly similar to Ton1 for home permanent waving kits. 507 


Application for registration of Toor for liquid preparation for treatment of athlete’s foot 
is opposed by manufacturer of anti-perspirant sTOPETTE, in connection with which the phrase 
POOF! THERE GOES PERSPIRATION is used. 

Considering that opposer’s prior use of Poor was only in connection with phrase and 
considering suggestiveness of word poor as used on goods packed in “squeeze” bottles and 
differences of product, confusion of purchasers is unlikely and opposition is dismissed. 1231 


No actual confusion need be shown to justify cancellation; it is only necessary to demon- 
strate that there is a likelihood of confusion. Marks must be considered in their entireties but 
different features may be analyzed to determine whether marks are confusingly similar and 
similarities as well as dissimilarities must be weighed. 

The word town, having been commonly used as part of trademarks for many products, 
cannot be subject to an exclusive right of use and in applying the rule that marks will not be 
considered confusingly similar if they resemble each other only by the inclusion of a word 
in the public domain no likelihood of confusion found to exist between cancellation-petitioner’s 
registrations of TOWNTREE and TOWNCLIFFE, for female clothing, and registration of TOWNLEY 
for same goods; the marks do not look alike, sound alike or have similar meanings. 1373 


Application to register TOWNLINE for ladies’ apparel is opposed by TOowNLey for ladies’ 
coats, suits, sweaters and sport suits. Examiner sustained opposition and applicant appeals. 

TOWNLEY is nationally advertised and has long priority. Applicant took no testimony but 
cites 1920 Act registration and introduced under Rule 282 third party registrations which 
included Town as part of the marks for apparel. The third party registrations are relevant only 
for the purpose of rebutting testimony by opposer that portion of their mark town had trade- 
mark significance. Opposer’s mark is TOWNLEY and issue is whether TOWNLINE so resembles 
it in sound or appearance as to be likely to cause confusion. Marks sound somewhat alike and 
both are displayed in an upslanted script, hence likelihood of confusion is present and decision 
of Examiner is affirmed. 206 


Application to register TRAVEL-TWIN for men’s and ladies’ combination topcoats and over- 
coats is opposed by registrant of TRAVELWEIGHT for raincoats and other waterproof garments. 
Opposer’s rainwear is sold under widely advertised mark ALLIGATOR using specific mark TRAVEL- 
WEIGHT to identify particular model. 

Word travet while highly suggestive in referring to wearing apparel, is not obviously 
descriptive. TRAVELWEIGHT as used by opposer suggests garment of light weight, while TRAVEL- 
TWIN as used by applicant suggests dual purpose coat. Considering nature of marks when 
applied to goods, it is unlikely that confusion or deception would result and opposition is 
dismissed. 1256 
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Application to register TRIMETTE for rufflings for windows and curtains is opposed by 
registrant of Trimz for paper table mats, doilies, wallpaper and fabric draperies and wall 
coverings. Shortly after filing of answer in opposition proceeding applicant petitioned for 
cancellation of opposer’s registrations apparently on grounds that TRIMz is descriptive. 
Petitioner failed to discharge burden of showing TRIMz to be a descriptive use which was 
heavy in view of prior ex parte decision that TRIMz was registrable and therefore petition 
to cancel is dismissed. 
Considering suggestive nature of applicant’s mark and unorthodox spelling confusion of 


purchasing public is unlikely to result and opposition is dismissed and TRIMETTE may be 


registered. 1239 


TUMBLING THOMAS for billfolds and purses is not confusingly similar to st. THoMAs for 
billfolds and pocketbooks. 1275 


Opposition to application for words TWIN SHIELD, superimposed upon outline of two shields, 
for the underwriting of hospital, medical and surgical insurance, filed by owner of registrations 
of words BLUE SHIELD and representation of a blue shield for furnishing medical care on a pre- 
payment basis and for underwriting expense of medical care, dismissed by Examiner based 
upon highly suggestive definition of sHIELD, but sustained by Assistant Commissioner who 
concluded that such suggestive connotation is not imperative and patient members of opposer’s 
plans are likely to believe from mark TWIN SHIELD that opposer’s medical plan has been 
expanded to include hospitalization as well as medical payments. 1413 


It is not necessary to make finding as to “distinctiveness” and “dominance” of portion of 
applicant’s mark where mark is compound word mark displayed in single line and in type 
of equal size. In view of fact that opposer has had word tyKEs registered for some 18 years, 
and in light of meaning of word Tipy when combined with TyKE as used by applicant on its 
merchandise, it is believed that average purchaser would be likely to associate TIDY TYKE 
underwear with TYKES underwear and assume that they were products in line of single 
producer. 235 


VAYLO for vitamin tablets is not likely to cause confusion with va-Lo for inhalers. 119 


VELVATROL for an electromagnetically operated combination brake and clutch mechanism 
is not confusingly similar to veLvetoucH for brake and transmission linings and for clutch 
linings and facing since VELVETOUCH is not so used to reach ultimate purchasers. 1296 


Application for vELVETONE used on fertilizers, refused by Examiner upon basis of prior 
registration of same mark for limestone filler found not to be in conflict; applicant’s product is 
a public consumer item whereas registrant’s is sold to industrial users as an ingredient of 
cement, asphalt compositions or fertilizers and it was assumed that the limestone loses its 
identity trademark-wise after admixture and that purchasers of the end product are not likely 


to be aware of the mark. 1407 
vistas for hydrocarbon polymers is not confusingly similar to vistone for additives in 


lubricants. 
vistac for synthetic hydrocarbon is not confusingly similar to vistANex for high molecular 


weight polymers of isobutylene. 1283 


VIT-A-PEP is not confusingly similar to FuL-o-pePp, both marks being used for animal foods. 
975 





Applicant seeks to register viTA-st1m for fluid milk and is opposed by the owner of siIm 
for fluid non-fat milk. Evidence shows that opposer adopted the word siim for vitamin- 
fortified skim milk in 1949 and by use of franchises extended the sale of its products to 40 
dairies in 21 states. Mark is normally used in conjunction with the primary mark of the 
franchisee. In this respect the use by applicant is substantially identical. In view of the manner 
of use by the parties and of the suggestive significance of stim when applied to skim milk 
likelihood of confusion is deemed unlikely. 1311 
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Opposition filed against application for weKco, used in connection with mops and sponge 
mop heads since 1949, by one who had previously used and registered EKco and EKCOWARE for 
cutlery, pots, pans and other kitchen utensils, opposer having purchased in 1951, the business 
of a firm making mops, brushes, scouring pads and wiping cloths and since that year having 
sold such products under the trademark Exco. Decision of Examiner reversed and opposition 
sustained. Question as to whether the goods set forth in application constituted normal expansion 
of opposer’s line was answered by the fact that opposer had actually so expanded by purchasing 
a going concern making such goods. 648 


WESTERN, registered trademark for ammunition, is not infringed by WESTERN for hunting 
knives; consideration is that WESTERN is a common word which is in general use. 99 


When the marks and goods are not the same, it is necessary to evaluate the impression 
likely to be created upon purchasers who see the marks on the merchandise in the usual trade 
outlets. 

Applications for marks wINc TIP and WING sTRIP as used on scarves for women and girls, 
opposed by registrant of w1ncs used on men’s shirts, shorts and pajamas. The marks opposed 
do not suggest wings and when applied to scarves would not be associated with wincs shirts, 
shorts or pajamas or with the producer of them. Opposition dismissed. 903 


WINTER GARDEN with icicled ribbon background for frozen fruits and berries and canned 
berries is confusingly similar to WINTER GARDEN for fresh vegetables and melons. 993 


Application to register WORLD’s FINEST as secondary meaning mark is opposed by National 
Confectioners’ Association on the ground that the members of the Association would be damaged 
by the registration of the descriptive mark and the resultant confusion but the opposition is 
dismissed since the pleadings fail to show who the opposer is or how it would be damaged. 1441 


Appeal from decision of Commissioner reversing Examiner’s sustaining of opposition to 
registration of mark worsTERLON for fabrics of wool, rayon and nylon on basis of registrations of 
WORSTED-TEX for woven fabrics of silk and wool. Test is likelihood of confusion as to origin of 
the goods ; marks must be considered in their entireties with both similarities and dissimilarities 
being considered. Portions of the two marks are identical but dissimilarities outweigh the simi- 
larities and concurrent use of marks is not deemed likely to cause confusion. Court has no 
authority to consider portion of Commissioner’s decision from which no appeal was taken. 1221 


Petition for cancellation of mark zip with arrow running through letters for power lawn 
mowers is filed by owner of zipper for powered sickle bar mowers alleging prior use. Peti- 
tioner uses ToRO as house mark in connection with specific marks for its various items. While 
products are the same, although different in type marks zip and zIPPER create substantially 
identical commercial impressions when applied to goods and are likely to confuse purchasing 
public. The marks are similar in sound and appearance. 

Respondent began using zip in 1947 and learned about a year later of petitioner’s use 
of zIPPER use of which commenced in 1946. Respondent pleads laches but proofs fall short 
of establishing laches and estoppel on part of petitioner, but proved respondent’s knowledge of 
petitioner’s use of zIPPER, but no effort was made to establish superior rights. Affirmative 
defense fails for lack of proof and registration is ordered canceled. 1237 


Applicant seeks registration of zompre for candy and opposer asserts prior use of ZOMBIES 
and evidence supports his claim. Applicant’s mark was adopted without knowledge of opposer’s 
use but as the latecomer, applicant is not entitled to registration. Applicant’s counterclaim fails 
in face of opposer’s proved earlier use. Opposition is sustained. 202 


Class of Goods 


Men’s suits and topcoats and men’s dress and work shirts, while generally similar are 
not identical and this difference may properly bear upon the determination of likely confusion. 
1392 
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It has been the consistent practice of the Patent Office and of the courts to regard foods 
and medicines designed for human use as distinct from corresponding products designed for 
animal use and on the record before the court there was nothing to show that the products 
distinctly so designed were both made by the same producer or that they would be commonly 
marketed ; the appearance of the same mark on such goods would therefore probably be regarded 
as coincidental rather than as an indication of origin. 1402 








Application to register petta for plugs, valves, grease guns and other lubricating equipment. 
Examiner held “grease guns” to be in Class 33 and “plug valves” in Class 13 and ruled that 
the goods were “a combination lubricant screw and gun fitting for use in supplying lubricant 
to plug valves” and the application was so amended. Registration opposed by registrant of 
DELTA for tools, motors and associated items and registrant seeks to cancel applicant’s registra- 
tion of DELTA-pEsco for lubricating gun and system. Examiner dismissed opposition and petition 
to cancel. While a division of opposer-petitioner makes grease fittings, they are sold under the 
mark ALEMITE and it is clear that opposer-petitioner’s products sold under the DELTA and DELTA 
MILWAUKEE marks are not sold to same class of customers nor through the same channels as 
applicant’s DELTA fittings and therefore there is no likelihood of consumer confusion, mistake or 
deception. Action of Examiner is affirmed. 1447 














ConcuRRENT MARKS 







Request for concurrent registration denied after opposition sustained where losing party 
had filed its trademark application only two months after adoption of mark and no evidence 
offered to show that it had acquired substantial rights in the mark at that time. 222 







Applicant seeks to register RENAISSANCE for cosmetics requesting a concurrent registration 
with Ludwig Scherk, who has registration for RENAISSANCE for same goods. Applicant asserts 
use of mark since 1932 for entire United States except for New York, Pennsylvania, California 
and Missouri but evidence with regard date of first use or volume of sales is meager and 
attempt of applicant to show nature of sales by attaching affidavit to brief on appeal is 
inadmissible and incompetent. Conclusion is that applicant’s cosmetic business is essentially 
local in character with sporadic mail orders in interstate commerce. 622 









Concurrent use registration of mark STYLED BY DON RICHARDS, used on men’s clothing, 
refused upon ground that said words were informational only and did not function as a trade- 
mark by identifying applicant’s goods and distinguishing them from those of others. Proofs of 
use submitted by applicant showed label which included the words sHORE BREEZE, a design of 
a sailboat floating on water and a palm tree on the shore, under all of which appeared the 
words STYLED BY DON RICHARDS DRY CLEAN ONLY. Mark for which concurrent use registration 
is sought must be capable of distinguishing goods of applicant from those of others. 657 









Investments made by junior party after knowledge of another’s allegedly prior use of 
same mark cannot be used to support claim to registration based on concurrent lawful use. 
Applicant’s false representation that mark had been used in 1934 made with knowledge 
that applicant had not obtained approval from Treasury Department to use alcoholic beverage 
label until 1949 requires refusal of registration. 1269 











Application was filed for concurrent registration of PLASTICOTE as secondary meaning mark 
for polishes for automobiles asserting use since 1945. Within a week after Bullseye’s applica- 
tion Silber applied for registration of PLastiI-core for automobile polishes asserting use since 
1941. Evidence shows that Bullseye’s predecessors commenced manufacture and sale of polish 
in a very small way in 1945, but the business has grown steadily until in 1950 it was the 
fifth largest automobile polish in the country. Sales have been continuous and advertising 
substantial. Evidence introduced by Silber shows numerous discrepancies, erasures, and addi- 
tions to invoices leading to conclusion of an attempted fraud on Patent Office. Evidence does 
not support findings of the Examiner that the parties have used the marks concurrently for five 
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years and therefore Bullseye is entitled to an unrestricted registration of PLASTICOTE and regis- 
tration is refused to Silber due to his failure of proof of sales and his attempted fraud on 
the Patent Office. 1433 


Application for concurrent registration of Trim for states of Maryland, Virginia and 
District of Columbia asserting use since 1953. B-1 Beverage seeks registration of trim for 
United States except above area asserting use since 1952. Both marks used on dietetic soft 
drinks. Evidence shows that each applicant has established substantial good will in its own 
area and each is entitled to a registration in that area. B-1 will however be restricted to 
Missouri, Illinois and Indiana, the area in which it is established. 1442 


CorPoRATE NAMES 


Application for registration of TEMpPRITE with illustration of thermometer for men’s and 
boys’ jackets is opposed by registrant of TEMPRITE used in connection with mechanical refrigerat- 
ing apparatus and apparatus for cooling water and other beverages and which is used also in 
opposer’s corporate name. 

Since marks are used on unrelated goods it is unlikely that confusion would result from 
use of same mark and opposition is dismissed. 1154 


Appellant appeals to C.C.P.A. from decision of Assistant Commissioner of Patents refusing 
registration on Principal Register of words WALKER PROCESS EQUIPMENT INC. holding that it 
does not constitute trademark use but is corporate name used in trade name sense. In connection 
with WALKER PROCESS EQUIPMENT INC. appellant uses proguip which is trademark for its 
products. 

Although name of a corporation may be trademark, trade name or both, question of 
whether corporate name is used as trademark must be decided on circumstances of each case. 
Initial presumption is that corporate name is trade name rather than trademark. Since 
PROQUIP is used as trademark being the most prominent feature in specimens presented, 
addition of corporate name is unnecessary for trademark purposes and registration is denied. 

1225 


DESCRIPTIVE TERMS 


U-CONTROL is descriptive and invalid as a trademark; plaintiff may not preclude defendants, 
who advertise YOU MAY CONTROL THE PLANE IN FLIGHT from advising public how their 
products operate. 62 


Use of GALE as part of words GALECLOTH and NYLOGALE is not trademark use of GALE. 
GALECLOTH is valid mark for fabric in connection with which it is used. GALE as used in 
GALECLOTH is arbitrary use of an ordinary word, and while it may stimulate mental association 
with coats for winter weather, it is neither descriptive, generically descriptive nor generic. 127 


Applicant seeks to register rorm Fit for bed sheets and is opposed by owner of FORMFIT 
for foundation garments. Applicant counterclaimed for cancellation of opposer’s mark and 
Examiner of Interferences dismissed opposition and counterclaim. While determination of 
whether goods are of the “same descriptive properties” is no longer test under 1946 Act the 
nature of the goods are still a factor to be considered since it bears on the question of likelihood 
of confusion. Descriptiveness of marks limits protection and action of Examiner is affirmed. 356 


Applicant seeks to register OLD STYLE as secondary meaning mark for beer and asserts 
use since 1902. Opposed by brewery claiming use of BAVARIAN’S OLD STYLE since 1946 and that 
OLD STYLE is descriptive of beer made by slow brewing process and is inherently incapable of 
becoming distinctive of applicant’s beer. Opposer uses OLD STYLE to suggest beer is made by old 
slow method which is not the fact. Record shows that opposer’s beer is sold as BAVARIAN’s and 
as use of OLD STYLE as a descriptive term which may be misdescriptive its use is insufficient basis 
for rejection of application, 359 
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YOU BE THE JUDGE is not a valid trademark because it is merely descriptive of the content 
of cartoon strips of historical events, usually a court trial, stating a problem and asking the 
reader to compare his opinion with the court’s decision. 433 






Applicant seeks to register SPHERULITE for castings of iron and iron alloys. Registration 
is opposed by manufacturer of metal products and products for treating metals and alloys 
alleging use of the words SPHEROIDAL and SPHERULITOID to describe certain cast irons and 
alloys. Evidence shows that sPHERULITE describes cast iron containing spherulites of graphite 
and that it is so understood by metallurgists and foundrymen and therefore sPHERULITE does 
not function as a mark identifying applicant’s cast iron and alloys and distinguishing them from 
like products of others. It is therefore not entitled to registration. 498 









Plaintiff, manufacturer of narrow laminated cellophane tape, called tear tape, adopted mark 
ZIP-TAPE which it registered. Defendant manufactures machines for packaging of loose materials, 
such as potato chips in cellophane bags called GoVATSOS zIP-CORDER Or ZIP-CORDER; each package 
incorporates a tear string known as the zip cord and for which any string may be used. Court 
held that while “zip” is a common word, trademark zip is highly suggestive but not descriptive 
and is a valid mark as used here. 538 












Application for mark NyLoon used on fishing lines and nets of nylon fiber refused on 
ex parte consideration since mark was merely a misspelling of nylon, the common descriptive 
name of the material of which the product was made, and, hence, the alleged mark performed 
no trademark function. 614 











GRAVITY pRoP for office filing cabinets is not merely descriptive and record shows that 
term is not used by anyone else to describe goods. Finding that mark is merely descriptive 
within meaning of Section 2(e) must be based upon commercial impression created by mark 
and should not be held merely descriptive if significance depends upon round-about and detailed 
reasoning leading to connection between mark and goods. 6044 










Application for mark consisting of black circle within which appeared illustration of 
twisted piece of metal and the words DUKTILIRON and CASTING, said words having been 
disclaimed, for use on ferrous metals, refused by Examiner for conflict with supplemental regis- 
tration of DUCTILIRON, used on iron and alloy castings. Assistant Commissioner found both 
words to be misspellings of descriptive term “ductile iron” and that neither party would have 
the right to preclude use of such term or any misspelling thereof by others. In view of 
applicant’s disclaimer, application passed for publication. 896 









Applicant seeks to register HEATUBE for electrical heating units and registration has been 
refused on the ground that mark is merely descriptive of the goods. Evidence shows that 
applicant has made trademark use of mark on labels and in catalogues and while mark may 
have some meaning of general application as to the goods, it does not merely describe them, 
since it does not describe what their characteristics are nor describe their specific uses. 
Examination of trade uses show that HEATUBE is not a term in common usage in the trade 
to describe the goods and it appears that it is a word identifying applicant’s goods; therefore 
mark is properly registrable. 1144 














Applicant seeks to register BETTER HOMES & GARDENS PRIZE TESTED RECIPES for a section 
in a periodic publication and registration has been refused on the ground that mark is 
dominated by the descriptive wording PRIZE TESTED RECIPES. Basic question regarding regis- 
trability of section title of magazine is whether it is a name used by publisher to identify his 
goods and distinguish them from others, the “goods” being magazines—not sections of magazines. 
The evidence shows that the title BETTER HOMES & GARDENS PRIZE TESTED RECIPES does not have 
the requisite distinctiveness to indicate source and is therefore unregistrable on the Principal 
Register and is unregistrable on the Supplemental Register because the term PRIZE TESTED 


RECIPES is used by other publications. 1148 
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Applicant seeks to register YoUR PET AND MINE for title of section in a periodic publication 
but registration is refused on the ground that phrase is unregistrable on the Principal Register 
since there is no evidence to indicate that it distinguishes the goods from those of others. 
However, since the phrase appears capable of distinguishing, leave is granted to seek registration 
on the Supplemental Register. 1150 


Application for registration of suN-LAsHEs for artificial lashes for protecting the eyes 
from effects of sun rays is refused as term does not perform trademark function of indicating 
origin but is aptly descriptive of the product. 1165 


Application to register TRAVEL-TWIN for men’s and ladies’ combination topcoats and over- 
coats is opposed by registrant of TRAVELWEIGHT for raincoats and other waterproof garments. 
Opposer’s rainwear is sold under the widely advertised mark ALLIGATOR using specific mark 
TRAVELWEIGHT to identify particular model. Word travet while highly suggestive in referring 
to wearing apparel, is not obviously descriptive. 

TRAVELWEIGHT as used by opposer suggests garment of light weight, while TRAVEL-TWIN 
as used by applicant suggests dual purpose coat. Considering nature of marks when applied to 
goods, it is unlikely that confusion or deception would result and opposition is dismissed. 1256 


Application for registration of secondary meaning mark CoMMINUTOR for machine intended 
to screen and comminute coarse sewage matter into small solids so that they can pass through 
screen. 

In descriptive brochure applicant refers to apparatus as “comminutors” and Patent Office 
has recognized term as name of screening and comminuting sewage apparatus in granting patent 
claims to applicant and one competitor. COMMINUTOR is not distinctive of applicant’s goods but 
is used and recognized by others in the field as name for certain type of apparatus for sewage 
treatment. While opposer has not used word in connection with sewage treatment apparatus, 
it is entitled to do so under facts presented; damage would result to opposer if registration 
issued giving exclusive rights to applicant. Opposition sustained and registration refused. 1258 


Application for registration of CHISEL-roorH for saws rejected on the ground that it is 
common descriptive name and incapable of distinguishing applicant’s chisel-tooth saws. 1274 


Application for registration of rITE-FIT PpropucT displayed on artist’s palette for slip covers, 
RITE-FIT PRODUCT being disclaimed, is opposed by registrant of sure-FIT for slip covers and 
day-bed covers. It appears that opposer had used mark since 1926 which has been nationally 
advertised. Applicant first used mark in 1950. Evidence shows that the word Fit is commonly 
used in the trade to describe slip covers. Since marks do not look alike, sound alike nor 
suggest the same thing and since applicant’s mark displayed on the artist’s palette suggests 
fitness as to color as well as proper fit, registration of applicant’s mark is not precluded by 
Section 2(d) and damage to opposer cannot be presumed. 1314 


Common portions of marks cannot be disregarded but a descriptive word with little 
trademark significance will not be considered the dominant part of a mark. 1367 


Disclaimed portions of a mark cannot be disregarded in determining the question of 
confusing similarity. 

Combinations of letters which are descriptive of the goods will not be accorded as 
great weight on the question of confusing similarity as words or combinations of letters which 
are purely arbitrary. 1392 


A mark may be descriptive if it aptly describes the function or use of the goods. 

Initial letters of descriptive words are not, by reason of that fact, ipso facto descriptive ; 
it is only when, through long association with the words, that the initials are generally under- 
stood as being synonymous therewith that the initials will be deemed themselves descriptive. 

CONTINUOUS VISION, though suggestive of the properties of trifocal lenses, is not descriptive 
thereof for while such lenses enable the eye to adjust to objects at various distances, thus 
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providing a continuity of vision, mature thought is necessary to deduce that function from the 
mark; moreover, the fact that such lenses were in existence for over fifty years before the 
words were applied to them indicates that they were not considered obvious or natural for 
that purpose. 

Opposer’s request, prior to institution of opposition proceedings that applicant make the 
designation CONTINUOUS VISION available for general trade use as a descriptive word indicates 
that the parties assumed applicant to have a proprietary right therein. 1396 


Grade or type marks used, advertised and recognized as such are not registrable even 
on the Supplemental Register. 

Application for registration on Supplemental Register of 17-4 pH and 17-7 pH, used on 
stainless steel, rejected as unregistrable grade marks; the record establishes that the letters 
PH mean “precipitation hardening,” that the numerals are indicative of the ratio of chromium 
to nickel used in making the steel and that the applicant uses the designations as grade or 
type marks. 1411 


Application for pri-Fat, used on anhydrous butterfat, refused; the words are primarily 
merely descriptive when applied to the goods and the record contains nothing to indicate to 
the contrary. 1415 


Registration of mark pust strx for frozen water-ice and frozen confections on a stick 
might properly have been refused for descriptiveness since the product, in fact, consists of 
double sticks. 1419 


The record in an application for TEENY-BIG as a trademark used on books showed that the 
designation had been used only as a book title, not as an indication of origin or to distinguish 
applicant’s books from those of others, and while same considerations apply to the use of 
trademarks on books as to the use of a trademark on other products, a book title does not 
function as a trademark for it is a name which is the only name by which the article may 
be identified. 1424 


Mark MATERNALLY yours used in connection with retail mateinity clothing stores, while 
to some extent suggestive, is arbitrary and fanciful rather than descriptive. 

Even if the mark MATERNALLY yours be thought descriptive of plaintiff’s retail maternity 
clothing stores, it would be entitled to protection as a secondary meaning mark for it had 
acquired such significance through extensive use prior to defendant’s first use of your 
MATERNITY SHOP in connection with a competing business. 1509 


Word which by its nature conveys specific and correct meaning is not elevated to stature 
of trademark merely as result of origination and first use. 

NYLONIZED is apt description for treatment of fabrics with emulsion of nylon; it does not 
assume service mark stature merely because it is registered and advertised as a service 
mark. 1563 


Applicant seeks to register drawing of a kitten’s head above compound word PuR-NGORA 
for fabrics—viscose, acetate rayon, cotton, silk and spun saran. 

Opposer is registrant of a number of registrations of drawing of a kitten’s head or a 
kitten in various positions with spool of thread with and without word mark corTICELLI or 
GATITO for embroidery thread of cotton, silk and synthetic fibers. Opposer, and his predecessor 
have used mark for over a hundred years and for over sixty years on piece goods and have 
spent over one million dollars on advertising. Use of picture of kitten’s head by opposer as 
trademark in connection with goods cited was entirely arbitrary and applicants had no reason 
to adopt similar design unless there was deliberate intent to obtain advantage from opposer’s 
trade. 

PUR-NGORA is misspelling of “pure angora” and its use in connection with the kitten’s head 
design does not aid applicant and is deceptively misdescriptive. Opposition is sustained. 1579 
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GENERIC TERMS 


U-CONTROL has become generic to indicate type of flight control and has lost all trademark 
significance; where plaintiff has granted his licensees permission to use mark without retaining 
control over nature and quality of goods, public will no longer be able to know that trademark 
U-CONTROL with the letter “U” refers to plaintiff's goods or goods of like nature and 
quality. 62 


Analysis of term “generically descriptive” shows that it is meaningless even when used 
in legal parlance; if it is used to mean that given word identifies and is commonly used 
and recognized as describing a class, such word might be termed “generic,” but it seems 
preferable to say that word is commonly used and recognized as identifying or describing a 
class of goods in which product falls. 

GALE as used in GALECLOTH is an arbitrary use of an ordinary word, and while it may stimu- 
late mental association with coats for winter weather, it is neither descriptive, generically 
descriptive, nor generic. 127 


MIKROHOLZ for wooden veneer sheets is not a generic term. 636 


Record indicates that sTONEX is not being and has not been used as a trademark but 
rather as name for tile and tile products; since it means product rather than indicating source 
it is not a trademark and not registrable by anyone for tile and tile products. 997 


GEOGRAPHIC TERMS 


Opposition based upon contention that applicant’s mark mMINNEsoTA for paints and wood 
stains was generally used to describe the state of origin of linseed oil and paints made therefrom 
and was thus incapable of exclusive appropriation not substantiated by evidence. Opposition 
dismissed despite opposer’s registration and many years of use, subsequent to applicant’s, of 
word MINNESOTA as part of a composite mark in connection with coated abrasives (sandpaper), 
products found in concurrent proceeding to be sufficiently related to paints as to create a like- 
lihood of confusion when same mark appears thereupon. 470 


Application for registration for BEAR STATE and map of California with illustration of bear 
for fresh deciduous fruits and fresh grapes is opposed by registrant of BEAR with illustration 
of bear holding a map of California with word cA.irornia for fresh vegetables. Although both 
parties, being California concerns, disclaimed map of California and opposer disclaimed also 
word CALIFORNIA, this matter cannot be disregarded in determining likelihood of confusion. 

BEAR STATE is commonly recognized as identifying State of California, but opposer’s mark 
BEAR does not carry same significance. Since products of both parties are ordered by word 
mark, addition of map adds little to applicant’s mark. Therefore, confusion with opposer’s 
mark is unlikely and applicant is entitled to registration. 1156 


LIKELIHOOD OF CONFUSION see CONFUSINGLY SIMILAR MARKS. 


PACKAGES AND CONFIGURATIONS 


Application to register on the Principal Register a three-dimensional display consisting 
of water filled masonry blocks in which float three ducks on each of which the word rox 
appears. This is not a device registrable under Section 45 of 1946 Act. It is simply an 
advertising or merchandising display. It does not function as a trademark. Dismissal of 
application is affirmed. 200 


Four applications were filed to register designs or configurations on Supplemental Register 
for temperature controlled electric switches, for which a patent was granted. Applicant sells 
its switches under mark KLIxon but record shows only one advertising circular listing of 
product sold under that mark. 
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Fact that applicant owns patents for thermostatic switches of the designs does not mean 
that designs are registrable under Trademark Act. Question is whether or not shape of 
thermostatic switches is capable of distinguishing them from those made by others. 

Patents in accordance with which switches are manufactured will expire within a short 
time, and upon expiration will be free to all in design disclosed in patents. Applicant may not 
deprive public of right to utilize patent disclosures by claiming exclusive rights in configura- 
tions resulting therefrom. It is not incumbent on Patent Office to cite “prior art” in connection 
with configurations or designs sought to be registered as trademark. Assistant Commissioner 
holds that subject matter of applications is incapable of distinguishing applicant’s goods and 
registration is refused. 1233 


A package of products in which individually wrapped and trademarked pieces are visible, 
as distinguished from a package for products where the package itself is of a nature to 
distinguish, cannot ordinarily serve to indicate origin. 

A transparent wrapping enclosing individually wrapped pieces bearing the mark FLEERS 
DUBBLE BUBBLE and which itself bears the marks FUN WITH GUM and FLEERS DUBBLE BUBBLE 
is not under the circumstances capable of distinguishing ; the individually marked pieces in the 
package and the mark on the goods identify and distinguish applicant’s products. 1417 


PERSONAL NAMES 


Mark GERBER’s, originally the surname of family which founded cancellation petitioner’s 
predecessor, used since 1928 as trademark on food products and since 1940 on baby food, 
found by virtue of extensive sales and advertising to have acquired secondary meaning prior to 
registrant’s alleged date of first use. In absence of such meaning having been established by 
registrant in GERBER’S, used since 1943 as part of the mark GERBER’s GOLD-N-TOASTED for bread 
crumbs here sought to be cancelled from Supplemental Register, likelihood of confusion deter- 
mined in same manner as if petitioner’s mark were a coined or arbitrary one. 

Supplemental registration for GERBER’S GOLD-N-TOASTED, used since 1943 for bread crumbs 
by registrant whose name was Gerber, cancelled on petition of one who had used, registered 
and established a secondary meaning for GERBER’s in connection with food products, particularly 
baby foods; petitioner’s mark having been family name of petitioner’s founder; purchasers of 
food products in retail stores would inevitably assume that GERBER’S GOLD-N-TOASTED bread 
crumbs originate from same source as GERBER’s baby food. 652 


Section 2(e) (3) of 1946 Act does not contemplate dissection of composite mark to deter- 
mine whether word which constitutes integral part of mark is primarily merely a surname. 
Rather, it contemplates examination of mark in its entirety and evaluation of commercial 
impression created by entire mark; word which is primarily merely a surname may lose that 
significance when it appears in a distinctive composite. 

NORQUIST is part of word combination NorQUIST CORONET, both words appearing within a 
distinctive design; word NorQuIST standing alone might be considered primarily merely a 
surname. It is part of composite mark so integrated as to cause it to lose surname significance; 
under such circumstances, disclaimer of NoRQUIST is not required. 987 


A state court injunction against president of applicant enjoining him from using GLASER’s 
in script form as shown in state registration, but which did not prevent him from using his 
surname or full name does not bar registration of GUS GLASER. 1276 


RELATED CompANY USE 


Applicant seeks to register as secondary meaning mark It’s A DAN RIVER FABRIC for men’s 
dress and sport shirts, shorts, pajamas, raincoats and other wearing apparel, used on tags 
supplied by applicant to manufacturers of items listed to be placed on finished goods. Commis- 
sioner affirms decision of Examiner of Trademarks on the ground that there is no evidence 
that related company relationship exists between applicant and manufacturers who buy and 
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use its fabrics in manufacture of wearing apparel. Record shows that no control is exercised 
over nature or quality of goods made and sold by manufacturer. 

Where a mark used on finished product either by nature or manner of use, identifies 
component of goods or material of which they are made, it may be registered only for 
component or material but not for finished product. 641 


Application for ROYAL DUCHESS, used on oleomargarine, opposed by owner of registrations 
for DUCHESS, used on salad dressing, and ROYAL SATIN, used on shortenings; the products of 
opposer being separately labeled and sold by two of its wholly owned subsidiaries without any 
indication of a connection between them, with opposer or of a common origin. Likelihood of 
confusion must therefore be determined by evaluating opposer marks separately. 905 


SECONDARY MEANING MARKS 


Geographical marks are generally subject to use by all persons who operate in area 
unless it has acquired a secondary meaning, which is a question of fact. Where secondary 
meaning exists it will be granted as complete protection as if it were a “strong” mark from 
inception. Law of California also holds that geographical mark may acquire secondary 
meaning. 70 


It is common knowledge that TIKE is an accepted word of the language meaning a small 
child, but when word is applied to children’s and infants’ underwear, it may achieve degree 
of distinctiveness sufficient to support opposer’s exclusive right to use it to identify and 
distinguish such merchandise. 235 


Applicant has used OLD sTYLE since 1902, and between 1902 and 1919 sales have exceeded 
$16,000,000. From 1933 to 1953 advertising expenditures were in excess of $8,000,000. Sub- 
stantial proof shows by depositions taken in various cities that public and trade calls for 
applicant’s beer by term oLD sTYLE. Opposer objects to depositions on ground that it had no 
proper notice of names and addresses of witnesses as provided by Rules. Counsel for applicant 
claimed he had had no opportunity to previously prepare witnesses. In connection with proof 
of secondary meaning testimony of uncoached witnesses is entitled to greater weight. 

Rule 273 of Patent Office Rules of Practice now permits identification of witnesses by 
class if accompanied by explanation why names are not known. 359 


For a name which is merely descriptive to have protection, it must be established that 
name has acquired secondary meaning identifying it with goods. 433 


It is true that Trademark Rule 2.41 requires inclusion of certain allegations concerning 
distinctiveness when a mark appears to be unregistrable by reason of section 2(e), but failure 
to comply with requirements of this rule cannot render inoperable clear mandate of section 2 
of statute; the provisions of rule cannot form basis for refusing to consider properly presented 
evidence of secondary meaning and consequent registrability. 


Distinctiveness or secondary meaning is question of fact to be resolved from evidence; in 
administering statute all evidence of distinctiveness properly presented is entitled to con- 
sideration, irrespective of whether application is presented under general provisions of act or 
under section 2(f). 491 


Plaintiff’s use of name and mark QUALITY in connection with motel services found to be 
fanciful and arbitrary ; not an indication of the quality of the services but a means of identifying 
the origin and source of such services and to distinguish them from those of others. 

In an action involving, as plaintiff, an organization created for the promotion and 
improvement of motel service which undertook to authorize independent motel operators who 
conformed to its standards to use the name and mark QuALITy and as defendant, a corporation 
operating a motel in Pennsylvania which used the same word without authority from plaintiff, 
the court found that by reason of extensive use and advertising a secondary meaning had been 
established by plaintiff in the said name and mark with the result that defendant’s use thereof 
was likely to cause confusion, to prevent which, an injunction was issued. 567 
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Mark GERBER’s, originally the surname of family which founded cancellation petitioner’s 
predecessor, used since 1928 as trademark on food products and since 1940 on baby food, 
found by virtue of extensive sales and advertising to have acquired secondary meaning prior 
to registrant’s alleged date of first use. In absence of such meaning having been established 
by registrant in GERBER’s, used since 1943 as part of the mark GERBER’s GOLD-N-TOASTED for bread 
crumbs here sought to be cancelled from Supplemental Register, likelihood of confusion deter- 
mined in same manner as if petitioner’s mark were a coined or arbitrary one. 

Supplemental registration for GERBER’S GOLD-N-TOASTED, used since 1943 for bread crumbs 
by registrant whose name was Gerber, cancelled on petition of one who had used, registered 
and established a secondary meaning for GERBER’s in connection with food products, particularly 
baby foods; petitioner’s mark having been family name of petitioner’s founder; purchasers of 
food products in retail stores would inevitably assume that GERBER’S GOLD-N-TOASTED bread 
crumbs originate from same source as GERBER’s baby food. 652 













Publication of mark BaBIyUIce for opposition purposes indicates that Patent Office was 
satisfied with Section 2(f) evidence. 

Question of whether Section 2(f) evidence was satisfactory is ex parte, and opposer is 
not entitled to be heard thereon. 980 















Trade name that has become distinctive of applicant’s goods may be registered under 
Section 2(f) of Trademark Act. Since appellant failed to show trademark use of WALKER 
PROCESS EQUIPMENT INC. question of distinctiveness need not be decided in case at bar. 1225 







Even if the mark MATERNALLY yours be thought descriptive of plaintiff's retail maternity 
clothing stores, it would be entitled to protection as a secondary meaning mark for it had 
acquired such significance through extensive use prior to defendant’s first use of your 
MATERNITY SHOP in connection with a competing business. 1509 








NYLONIZED is word which conveys primary meaning of treating or finishing with nylon, 
and respondent so uses it; others than respondent may employ with equal truth same word 
for same purpose; under such circumstances, word cannot acquire secondary meaning; 
cancellation petitioners are damaged by respondent’s registration of NYLONIZED. 1563 







R.S. 4915 action did not determine question of registrability of mark GLAss WAX as secon- 
dary meaning mark, even though adverse to applicant’s right to register mark as technical 
trademark; Patent Office should upon applicant’s request consider all properly presented 
evidence of secondary meaning and determine registrability of applicant’s mark. 1003 








SERVICE MARKS 









Applicant seeks to register design of aspen leaf as service mark for “entertainment and 
sporting activities” maintained by applicant at Aspen, Colorado. Applicant’s mark does not 
qualify as trademark use rendered in commerce under the statute. Services are rendered entirely 
within state of Colorado and are not part of “stream of interstate commerce” but are performed 
after the interstate commerce has come to rest. Refusal to register is affirmed. 350 








It was the purpose of the Lanham Act to remove the prohibition of the 1905 Act against 
registration of the distinctive mames and insignia of fraternal organizations by permitting 


registration thereof as collective marks. 
Mark oRDER OF THE WHITE SHRINE OF JERUSALEM rejected as a trade name of a fraternal 


order held by Assistant Commissioner to be registrable as a collective mark. 888 







REDDY KILOWATT is plaintiff’s trademark and service mark to which plaintiff is entitled 
to exclusive use and its registrations are valid. 1200 











Applicant seeks to register MUSICAL TUNE-O as service mark for entertainment service 
of musical game played over the radio. Registration is refused on ground that applicant’s mark 
so resembles TUNEO registered for musical game as to be likely to cause confusion when 
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applied to applicant’s services. Hyphenated spelling of ruNng-o and resulting difference in 
pronunciation is not convincing. Application is refused. 1250 


Although members of applicant’s baseball team BLOOMER GIRLS embark upon interstate 
journeys to perform their entertainment service, interstate aspect ends when they disembark. 
Registration of the service mark is refused since the services are not rendered in interstate 
commerce. 1282 


Subject matter of application for HOME APPLIANCES used by certified manufacturers of 
porcelain enamel products is certification mark and not service mark inasmuch as it is used 
on and in connection with products of persons other than applicant. Upon proper amendment 
of the application registration should issue as a certification mark. 1295 


Application to register as service mark emblem consisting of the words worLD AUTOMOBILE 
ASSOCIATION, INC. around a globe superimposed on which appears worip AA. Registration is 
opposed by the registrant of Aaa used by the American Automobile Association. Since the 
words AA refer to Automobile Association in both marks and since any automobile association 
may so designate itself it appears that the two emblems are sufficiently dissimilar to avoid 
likelihood of confusion. The application to register is granted. 1301 


Application by washing machine manufacturer to register as a service mark LINDA 
MARSHALL, covering advice on home laundering and cooking, refused; the mark is used by 
applicant merely to advertise and promote the products which it sells by giving users advice 
on the proper utilization of the washers and other household hints. 1408 


Application for registration of mark TELL-A-STAIN as service mark refused since it did 
not appear that applicant was in fact rendering services which the mark identified—the mark 
being used in connection with the sale of tags to be affixed to clothing requiring cleaning and 
designed for use by the public in indicating to the cleaner the type of stain to be removed— 
although upon amendment the mark could be registered as a trademark for advertising and 
promotional materials. 1421 


Examiner’s refusal to register SUNCHEX as a service mark for services rendered in checking 
sales and service charges rendered on credit by applicant’s franchised dealers reversed; appli- 
cant’s dealers sell products other than those of applicant and hence the mark is not used on 
services rendered solely in furtherance of the sale of applicant’s goods. 1429 


Word which by its nature conveys specific and correct meaning is not elevated to stature 
of trademark merely as result of origination and first use. 

NYLONIZED is apt description for treatment of fabrics with emulsion of nylon; it does 
not assume service mark stature merely because it is registered and advertised as a service 
mark. 1563 


SLOGANS 


Registration is sought on Principal Register for slogan LooK FOR THE SILVER LINING used 
on textile fabrics made of cotton, rayon, acetate nylon and mixtures thereof. Phrase appears 
on garment tags together with other wording including word mittum. Slogan has two 
meanings which is sufficient to establish that it is capable of distinguishing applicant’s goods 
from those of others, but facts presented must support conclusion that slogan does in fact 
identify and distinguish applicant’s goods and not merely point out or refer to a characteristic 
of the goods themselves. Nature of mark and manner of use lead to conclusion that on present 
record mark is unregistrable on Principal Register. 645 


When used with folding tables and chairs, slogan you’>D HAVE TO BE TOLD—THEY FOLD 
might perform trademark function, but specimens show clearly that it is not part of composite 
mark. 987 
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SyMBOLS 






Application for registration of mark comprising black bordered orange colored equilateral 
triangle with rounded off angles within which letters “db” appear for electronically and 
magnetically regulated power supplies is opposed by user of equilateral triangle within which 
the Greek letter Lambda appears, used on electronic equipment. 

Although both parties sell electronic equipment to same purchasers and advertise in same 
trade periodicals, they are technically trained people who know what they want and where 
to obtain it and who know identity of manufacturers. 

Neither mark is used orally but is a symbol identifying the products. Under the circum- 
stances likelihood of confusion is most unlikely and opposition is dismissed. 1152 











Applicant seeks to register caricature of a girl’s head beneath which appears LITTLE ELPEE 
for use on cylinder connections, valves and adaptor connectors; LITTLE ELPEE is disclaimed. 
Applicant manufactures items for utilizing and controlling liquefied petroleum gas under 
mark REGO. LITTLE ELPEE is central character of comic booklets used for advertising applicant’s 
goods. Symbols and devices under the statute are motionless and changeless, whereas physical 
position, attire and physiognomy of LITTLE ELPEE are constantly changing. It is used only to 
promote sale of liquefied petroleum products and to promote applicant’s goods sold under REGO 
mark. It is not used to identify applicant’s products and does not serve as trademark. 


Application is refused. 1245 














Applicant seeks to register two marks, both showing letter “B” half enclosed in partially 
opened triangle for use on locating flanges in the nature of jigs, sleeve and seal expanders, 
seat cutters and supercharger kits for hand tools. Registration is refused on ground that 
applicant’s mark resembles registered mark “B” in triangle used on tools and for machinery 
of all types, such as wrenches, pliers, chisels and drills. If applicant’s marks are used on 
same goods as registrant’s confusion and deception are likely to be caused and application 
is, therefore, refused. 1253 













Generally, the mere background display of a mark is not registrable apart from the 
dominating word mark, except where said background has acquired a secondary meaning. A 


shield-shaped disk serves only to display the word mark and performs no trademark function. 
1266 







Applicant seeks to register the background design for applicant’s mark “fmc” for scales, 
egg grading machines and other instruments. Since the evidence shows that the subject 
matter of the application is a black bordered rectangle with rounded corners, the lower third 
of which is black and the balance white, which is used for display purposes only, of applicant’s 
mark “fmc” it is without trademark significance. The application will be refused. 1303 









TITLE 


In General 

It is common knowledge that manufacturers of jeans, dungarees and overalls to reinforce 
and strengthen such garments at the points of greatest stress use rivets and those utilizing 
this construction are entitled to describe it in some way. Under such circumstances it is not seen 
that description “copper riveted” or “copper rivets” can indicate origin and since opposer has 
failed to discharge burden of proof that the use of these terms indicate opposer’s goods only, 
the opposition is dismissed. 229 















Trademark was adopted by French manufacturer and goods bearing mark had been 
manufactured in France by adopter and successors; manufacturer affixes labels to containers 
and ships them in commerce to United States importer; use as such is by manufacturer and 
not by importer. 627 
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Where dates of asserted first use are close together, it is necessary to consider practices in 
trade which ordinarily precede adoption and use of mark and filing of application to register, 
particularly when newly adopted mark of both parties is for use on newly developed product. 
Personal delivery of trademarked goods by applicant was factitious and created no rights, 
since there was no trade under mark and record shows that applicant was not yet ready to 
engage in trade under mark. 660 


Petitioner claiming ownership of LA JOIE DE JEAN PATOU for perfumes, bath salts and 
various other ccsmetics petitions for cancellation of Joyeux ETE with picture of woman for 
toilet waters, eaux de cologne and skin lotions. Registration of LA JOIE DE JEAN PATOU issued 
to French manufacturer but about 20 years later registration for Joy issued to petitioner, who 
is importer of perfumes. 

Retailers advertise JOY DE JEAN PATOU PARIS and variations indicating nowhere that 
products are those of petitioner, but identify them as products of French manufacturer. Peti- 
tioner fails to establish allegations essential to give it necessary standing to question respondent’s 
registration. 

Ex parte consideration of marks does not show likelihood of confusion since they do 
not sound or look alike. 1264 


A cancellation petitioner discharges his burden of proving prior rights by introducing 
copies of registrations issued prior to the registration attacked, and no more than that need be 
shown to establish such priority of right. 1383 


Opposer who subsequent to applicant’s first use acquired through assignment a prior 
registration held not to have sustained burden of establishing its superior rights notwithstanding 
certified copies in record which evidenced the passage of title to opposer by mesne conveyances. 

1431 


Application to register PEARL for white floating soap used for about 70 years refused 
by Examiner of Interferences on ground of likelihood of confusion with registered marks PEARL 
and PEARL BORAX SOAP for laundry soap and powdered soap used since about 1891, but there is 
no documentary evidence that mark was used between 1922 and 1947 although trademarks were 
the subjects of a series of assignments during this period. In 1950 bankruptcy proceeding peti- 
tioners asserted the mark PEARL was valueless. Ownership of marks rested in trustee by opera- 
tion of law upon filing of petition and did not remain with petitioners. 

Registrant’s use had been sporadic and its rights stem only from possible use after bank- 
ruptcy discharge. Applicant is entitled to registration and opposer’s registrations should be 
canceled. 1586 


Abandonment 
Examination of applicant’s advertising shows that MAYFAIR has not been used by applicant 
for model designation for some time. Registration will be withheld pending showing that 
mark is still in use and not abandoned. 354 


Opposer’s failure to object to applicant’s use of the mark even for a short period after 
learning thereof creates a presumption that opposer does not object to such use but only to 
registration of the mark; this, in addition to certain fraudulent representations of registrant 
creates an estoppel precluding opposer from objecting to the registration. 1567 


A registration procured through a fraudulent claim of use on the products stated therein 
is void ab initio. 

Where there is no trade in a product there is no trademark for that product because 
rights in a trademark grow out of its use on products moving in the channels of trade and 
registration is a recognition of those rights; hence, an assignee of a registration who did no 
more than make token sales every twelve or eighteen menths was deemed to have abandoned its 
rights in the mark and registration. 
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An application will be refused ex parte where it appears that the applicant has stated 
false dates of first use and has alleged use upon products in connection with which it has 
made no bona fide use. 1571 





Assignments 

French manufacturer shipped goods to United States importer and then registered mark 
in United States. Subsequent assignment by manufacturer to importer was invalid since 
importer received nothing by assignment, and so no actual transfer of good will, and mark 
continues as identification for manufacturer’s business. 627 





Licenses 

On record before it, court unwilling to hold that a naked license had been extended by 
plaintiff for use of the name RUBY FOO’s DEN in connection with a restaurant business where 
it appeared that plaintiff was the president for a number of years and at the time of trial still 
was a director of the corporation operating such business and the agreement allegedly required 
high grade food and service with a right of revocation in the plaintiff for the breach of any 
condition. 602 








Whether or not public has heard of owner of trademark does not affect his ownership, and 
the use of the trademark by the owner’s licensees to identify their services and public relations 
and promotion programs to their customers inures to the benefit of the trademark owner. 1200 


III. REGISTRATION PROCEDURE 


APPLICATION 


Where applicant’s record in case creates presumption that its alleged date of first use 
is incorrect, registration will be withheld until date is substantiated or application is amended 


to recite correct date. 119 





Application for registration of trademark SUMMIT AGNUS DEI TABERNACLE, all but sUMMIT 
being disclaimed, for tabernacle safes rejected upon the ground that AGNuUs DEI constituted 
scandalous matter. Applicant’s request for deletion of said words was refused by the Examiner 
for the reason that it would result in mutilation of the mark as actually used. Decision 
reversed by Assistant Commissioner with instructions to grant applicant’s request and also to 
require deletion of word TABERNACLE. 367 


Applicant for registration of trademark must aver inter alia that trademark is used in 
commerce at time of application. 425 


Although application was refused by Commissioner of Patents, applicant is given 30 days to 
submit necessary papers to seek registration on Supplemental Register. 642 


Examiner refused registration of GRAVITY DROP on ground that specimens filed with 
application did not show trademark use. New specimens submitted showed trademark use 
but lacked verification that specimens were in use at time of filing of application. Commissioner 
affirms rejection but grants leave to furnish affidavit within 30 days stating that specimens 
were used at time of filing of application. 644 


Businessmen are not charged with knowledge as to exact meaning of “first use” but their 
attorneys are and responsibility rests upon them to ascertain true legal facts before having 
application verified. 983 


Application should be amended before registration to identify goods stated to be chemical 
preparations for use in bleaching and whitening clothes, and removing stains etc., so as to 
identify them by their common commercial names, i.e., sodium hypochlorite and liquid chlorine 
for industrial use and household bleach. 989 
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GOLDMARK for gold stamping foil is not confusingly similar to mMacic Gotp for plastic gold 
foil. Registration is withheld pending amendment to application properly identifyng goods. 1281 


VELVATROL is not registrable for clutch-brake mechanism since there is nothing to indicate 
to purchasers just what VELVATROL is to identify. 1296 


Application file indicates that applicant cans other types of fish than those enumerated 
in its application and leave is granted to amend its application to include the words “canned 
fish.” 1299 


Use of mark on outboard motor would not constitute use on internal combustion engine. 


1377 
DISCLAIMERS 


Opposer urged that applicant was estopped from claiming registrable rights in view of prior 
disclaimer of oLp sTyLe. A disclaimer does not prejudice applicant’s or owner’s rights of 
registration on another application of later date if the disclaimed matter has become distinctive 
of applicant’s or owner’s goods. 359 


In mark presented, NorQUIST is part of word combination NORQUIST CoRONET, both words 
appearing within a distinctive design; word NORQUIST standing alone might be considered 
primarily merely a surname in mark presented; it is part of composite mark so integrated as 
to cause it to lose surname significance; under such circumstances, disclaimer of NORQUIST is 
not required. 987 


Ex PARTE REJECTION 


Application filed to register QUEEN for pocket and pen knives. Registration has been 
refused by Examiner on basis of prior registrations for FOREST QUEEN for a sheath knife and 
HARVEST QUEEN for garden tools. Likelihood of confusion with these marks is not deemed 
likely in view of the differences in the marks and their connotations QUEEN registered in 1907 
and renewed for shears, scissors, razors and pocket knives would be damaged by the proposed 
registration. Applicant’s mark is not distinguished by the coronet above the “g” since trade- 
mark is normally spoken in purchasing the goods. Application is dismissed in view of this 
registration. 213 


Where Examiner of Trademarks twice rejected registration on ground of confusing 
similarity with third party mark QuICKEES but subsequently reconsidered and registration was 
withdrawn as reference and facts before Examiner of Interferences were same and third party 
registrant did not oppose; action of Examiner of Interferences refusing registration on basis of 
third party registration was improper and will be reversed. 347 


In opposition proceedings, public interest is involved and it becomes the duty of the 
Commissioner to determine ex parte and irrespective of the parties’ contention, whether a 
primary geographical term may be registered. 

Opposer having failed to establish that applicant’s mark MINNESOTA used on paints and 
woodstains, was generally descriptive of linseed oil produced in Minnesota or made from 
Minnesota flax, C.C.P.A. nonetheless held that in view of the obvious geographical nature of 
the word and the extensive use thereof by the parties on a variety of goods, a mere affidavit 
under Section 2(f) asserting exclusive use was insufficient and the Commissioner was directed 
to give further ex parte consideration to the application. 470 


Registration of trademark for garments must be denied on ex parte ground that mark 
has not been used to identify or distinguish garments, but such use as has been made of it is in 
connection with fabrics. 660 


Application for registration of “2668” used on pen points, rejected upon ground that it 
functions solely as a style number and not as a trademark. 899 
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Although members of applicant’s baseball team BLOOMER GIRLS embark upon interstate 
journeys to perform their entertainment service, interstate aspect ends when they disembark. 


Registration of the service mark is refused since the services are not rendered in interstate 


commerce. 1282 


VELVATROL is not registrable for clutch-brake mechanism since there is nothing to indicate 
to purchasers just what VELVATROL is to identify. 1296 


Where the application to register claims use since 1947 but a design patent was issued in 
1950 on a 1950 application, which was prima facie valid, it must be presumed that the date 


of first use in the trademark application was false and therefore registration must be refused. 
1304 


Since applicant in its brief conceded that the term riTE-FIT despite the disclaimer, constituted 
the dominant part of its mark it is not registrable on the Principal Register since the dominant 
part is disclaimed, in the absence establishing secondary meaning. Therefore applicant is 
granted leave to amend, transferring the application to the Supplemental Register or to intro- 
duce evidence establishing secondary meaning. 1314 


Registration refused for mark consisting of drawing of a clown and words NUTSY THE 
CLOWN where specimens, which showed the drawing and phrase sEE NUTSY THE CLOWN ON TV 
AND IN YOUR GROCERY STORE, did not establish trademark use. 

The proofs in a related proceeding having shown that applicant’s business involved only 
the packing and selling of nuts, its application for a mark allegedly used on nuts, peanut butter, 
peanut oil, candy, canned raw and popped popcorn and potato chips was refused. 1566 


Registration of a mark was refused where the record revealed that applicant had engaged 
in a conspiracy with a prior user of the mark on other products pursuant to which the latter 
filed the application falsely alleging use of the mark on the products stated therein and then 
transferred application to the applicant. Registration refused where it appeared that applicant 
had permitted another to use the mark upon related goods without exercising any control 
over such use. 

The mark circus, used in connection with canned citrus fruit and fruit products, deemed 
likely to result in confusion with the same mark as used upon canned peas and corn notwith- 
standing consent to the registration by the party using the mark upon the latter products. 1567 


INTERFERENCE 


Application filed April 10, 1951 by Dixon-Bartlett for wiLLo-FLeEx for women’s shoes 
asserting use since February 26, 1951. Application filed December 12, 1951 by W. B. Coon 
Company for wILLoweE tt for identical goods asserting use since 1915 and ownership of regis- 
tration in 1925 which was not renewed. Evidence shows continuous use of WILLOWELT for over 
20 years, originally used in connection with patented shoe, the patent having expired in 1932. 
Mere fact that trademark may have been used in connection with patented article does not 
mean that mark ceases to be a trademark upon expiration of patent. Status of mark is question 
of fact and record discloses no fact that use during term of patent was such as to result in 
loss of trademark rights. Nothing in record shows that wILLow or wELT have well understood 
meaning to purchasers of shoes other than a suggestion of suppleness. wWILLO-FLEX confusingly 
similar to WILLOWELT since marks, when applied to shoes stimulate same mental associations 
and therefore is denied registration. 495 


Section 17, 18 and 19 of 1946 Act have broadened scope of proceedings in interference cases 
so that rights of parties and respective rights of registration may be determined and such 
equities as may appear from record may be considered in arriving at conclusion. 

It must be presumed that senior party, using mark HOMEAIDE for paper bags made 
strongest showing possible, and Patent Office is not free to speculate what facts may be 


other than as they are in record. 
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Testimony and demeanor of witness can lean only to conclusion that if any sales were made 
by senior party they were sporadic and no market for goods was created. Where record 
creates presumption that at most a kind of “defensive” use was made of mark, opponent is 
entitled to registration. 983 


Interference party not taking testimony is restricted to filing date of its application as 
to first use of trademark. 

Issues must be determined on basis of applications involved rather than actual way in 
which parties used mark. 1377 


OPPposITION 


In General 


Domestic importer and distributor of trademarked goods is neither the owner nor user 
of the mark in contemplation of law and while an assignment of a registration for the mark 
from the foreign producer may create an estoppel between it and the importer, no independent 
right of ownership exists in the latter sufficient to sustain an opposition based thereupon. 

Notwithstanding ineffectiveness of registrations assigned it by foreign manufacturer and 
despite in the absence of independent rights in the mark, a domestic importer and distributor 
of foreign made goods has standing to institute opposition proceedings as one who believes 
he will be damaged by issuance of the registration. 216 


Opposer who did not deal in goods covered by application held to be without standing to 
oppose registration for geographical descriptiveness. 470 


In opposition proceedings, public interest is involved and it becomes the duty of the 
Commissioner to determine ex parte and irrespective of the parties’ contention, whether a 
primary geographical term may be registered. 

Opposer having failed to establish that applicant’s mark MINNESOTA used on paints and 
wood stains, was generally descriptive of linseed oil produced in Minnesota or made from 
Minnesota flax, C.C.P.A. nonetheless held that in view of the obvious geographical nature 
of the word and the extensive use thereof by the parties on a variety of goods, a mere affidavit 
under Section 2(f) asserting exclusive use was insufficient and the Commissioner was directed 
to give further ex parte consideration to the application. 470 


In opposition proceedings the similarity of marks must be decided largely as a matter of 
opinion and each case must rest on its own distinctive facts, hence, while prior decisions are 
persuasive, they are not necessarily determinative. 

Dismissal of opposition filed by registrant of squirt used on non-alcoholic beverages and 
the bases syrups, concentrates and extracts therefor against applicant’s sPLURGE used on sub- 
stantially identical goods affirmed by Court of Customs & Patent Appeals upon a finding that 
marks are dissimilar in sound, appearance and meaning. 482 


The fundamental question in opposition proceedings where the marks of both parties are 
the same is whether or not purchasers under ordinary circumstances of purchase will assume 
that both products emanate from the same source and not whether the respective goods are of 
the same descriptive properties or of the same character or related. 501 


Consent of opposer to agree to registration of applicant’s mark cannot be overcome, if 
Examiner of Interferences has heard case and made findings adverse to applicant’s right to 
register and Examiner of Trademarks is bound to refuse registration. 1156 


Defendant Association is entitled to receive from Patent Office the trademark and service 
mark registration WILLIE WIREDHAND applied for and the opposition of plaintiff is dismissed 
for lack of proof of damage. 1200 
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Pleading and Practice 
Application to register TOWNLINE for ladies’ apparel is opposed by Town ey for ladies’ 
coats, suits, sweaters and sport suits. Examiner sustained opposition and applicant appeals. 
TOWNLEY is nationally advertised and has long priority. Applicant took no testimony 
but cites 1920 Act registration and introduced under Rule 282 third party registrations which 
included TOwN as part of the marks for apparel. The third party registrations are relevant 
only for the purpose of rebutting testimony by opposer that portion of their mark TowN 
had trademark significance. Opposer’s mark is TOWNLEY and issue is whether TOWNLINE so 
resembles it in sound or appearance as to be likely to cause confusion. Marks sound somewhat 
alike and both are displayed in an upslanted script, hence likelihood of confusion is present and 
decision of Examiner is affirmed. 206 


Applicant, owner of a 1905 registration for the same mark and same goods seeks to register 
under the 1946 Act but registration is opposed and therefore applicant, during the pendency 
of the opposition and after testimony had been taken withdrew its application. Opposer objected 
to dismissal of opposition without prejudice but since applicant already owns a 1905 registration 
for the same mark no benefit would inure to opposer to continued contest. Dismissal of 
opposition without prejudice is affirmed. 208 


Applicant sought two registrations of ALLSTATE for insurance risks. Opposition is by 
ALL-STATE SCHOOL OF DRIVING. Applicant’s parent company, Sears Roebuck & Co., prior to 
opposition had brought a civil action against opposer and the District Court dismissed the 
complaint. The Third Circuit Court of Appeals reversed, and as a result the driving school 
is enjoined from all use of ALLSTATE. Since opposer may not use ALL-STATE Or ALLSTATE in 
connection with its business it cannot be damaged by applicant’s registration of the word. 
Contention of opposer that likelihood of damage is determined as of the date of filing Notice 


of Opposition and not by events two years later is without merit. 209 
Interference should not be declared after opposition involving same applications has been 
filed. 222 


Application for the registration of GOLD RIVET as secondary meaning mark for trousers, 
dungarees and jackets has been opposed by owner of mark Levi's for same goods using the 
phrase THE RED TAB ON THE BACK POCKET, and use in advertising of its overalls and jeans as 
“copper riveted” and “reinforced with copper rivets.” 

Opposer pleaded that he had adopted and used the words “copper rivets” and had become 
known to trade and public as the garments with the copper rivets. Applicant’s words GoLp 
RIVET are substantially identical and deceptively similar to opposer’s use of the words COPPER 
RIVETS indicating origin. 229 

Petition seeks review of action of Examiner of Interferences denying entry of proposed 
amendment to an opposition submitted after expiration of statutory period. Proposed amend- 
ments alleged applicant had not made a proper use of its trademark in commerce and if it had 
used its mark such use had been abandoned with no intent to resume but the allegations were 
mere legal conclusions. A pleading of nonuse or abandonment must affirmatively state ultimate 
facts. Petition is denied. 369 

Mere denial that opposer owns marks is insufficient pleading to place question of ownership 
in issue where copies of three registrations attached to pleadings show that they issued to 
predecessor located at same address as opposer, marks were published under section 12(c) by 
opposer and new certificates have been issued to opposer under section 7(c), and where fourth 
registration subsequently was issued to opposer, such registrations being prima facie evidence 


of ownership. 
Scope of interrogatories permitted under Federal Rules of Civil Procedure has been 
restricted by specific provisions of Trademark Rule 2.120(b). 
Applicant in its answer must request affirmative relief by way of cancellation of registration 
pleaded in notice of opposition by opposer in order to seek discovery with respect to issues 
of abandonment, nonuse, title, and fraud; unless issue is created by pleadings, there is no issue. 
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Pleadings disclose genuine issues as to material facts, and court decisions at an earlier 
date in proceeding instituted by a different party involving instant applicant’s right to register 
its marks for goods different from those presently involved cannot form basis for finding that 
opposer is entitled to judgment as matter of law. 486 


Motion for summary judgment should be granted in complete disposition of case only 
where there is no genuine issue as to any material fact and moving party is entitled to judgment 
as matter of law. 491 


Illness of attorney was good cause for extension of trial period. 

Attempt to arrange to take testimony three days prior to close of trial period and failure 
to show good cause why motion was not filed prior to expiration of period make improper 
granting of motion to extend period. 505 


Opposition by registrant of NyLockK used on thread and twine of silk, nylon and other 
synthetic fibers for use in making and repairing fish nets against application for NYLOON as used 
on fishing lines and nets dismissed where supported only by copy of opposer’s registration since 
no likelihood of confusion, mistake or deception was shown to exist. 

Stipulation of facts submitted by opposer during rebuttal period related to opposer’s 
proofs in support of its pleading and not to rebuttal of applicant’s proofs, therefore, stipulation 
was not considered. 614 


Applicant seeks to register MONOPOLES ALFRED ROTHSCHILD for wines alleging use since 
1953 but is opposed by owner of mark A. ROTHSCHILD & CIE which has been used since 1937 on 
wines. Opposer’s requests to take testimony in France denied and Examiner twice issued order 
to show cause why judgment should not be taken against opposer. Opposer filed motion of 
reliance on an abandoned application filed in 1948 and a 1942 French registration and took 
testimony of one witness in New York. After expiration of opposer’s time to take testimony 
opposer filed correspondence between parties. Examiner suspended proceedings based on nego- 
tiations indicated in correspondence. Subsequently applicant petitioned that Examiner take 
the matter up for appropriate action. Opposer filed a copy of French registration of A. ROTH- 
SCHILD ET CIE for wine issued to oppposer in 1942. Examiner dismissed opposition. 

Action of Examiner on applicant’s motion for judgment was improper since opposer took 
some testimony but opposer was not harmed by action because opposer’s trial period has closed 
and it was not incumbent upon applicant to take testimony. Opposer failed to carry burden of 
proof and opposition must therefore be dismissed. 891 


Opposer has failed to state a cause of action in Notice of Opposition which alleges that 
in view of opposer’s use, subsequent to applicant’s use of BABIJUICE as trademark for oranges, 
of descriptive phrase “Juice for Babies” on its fruit juices, applicant’s mark BABIJUICE, when 
applied to its juices (a) is likely to lead purchasers into the belief that it is opposer’s juice for 
babies, and (b) such registration might be used to interfere with opposer’s continued use of 
“Juice for Babies,” opposer having made no allegation that BABIJUICE was common descriptive 
name of applicant’s products or had commonly recognized or descriptive meaning. 980 


Testimony taken by opposer during its rebuttal period which was in support of its 
pleadings rather than in rebuttal of applicant’s proofs is improper and is to be disregarded. 989 


Application for CHARMISETTE for women’s and children’s scarfs is opposed by registrant 
of CHAMOISETTE for gloves and for cotton and silk piece goods. Opposer is engaged in manu- 
facture of wearing apparel of various kinds including women’s and children’s hosiery, underwear, 
lingerie and gloves and relies solely on his registrations and impression created in minds of 
average purchaser. 

Assistant Commissioner holds that confusion of public is unlikely and since in this case 
there is no stated issue concerning CHAMOISETTE for piece goods, matter is solely an ex parte 
matter and since an inter partes issue has been raised action will not be reviewed in inter 
partes proceeding. 
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Opposer failed to plead or prove facts showing damage since registrations are prima 


facie evidence only of ownership of mark, validity of registration and registrant’s exclusive 


right to use of mark in commerce on goods recited therein. 1158 


Patent Office Rule 2.106(b) supersedes prior practice under which counterclaim, seeking 


cancellation of opposer’s mark, joined with answer must state independent cause of action. 


Under Revised Rules of Practice an answer to an opposition may contain a request for 


cancellation of opposer’s pleaded registration. 1272 


Ordinarily oppositions should not be decided on motions to dismiss, but motion is granted 
where, admitting all well-pleaded facts in case, it does not appear th2t opposer is entitled 


1280 





The period ending thirty days prior to the date upon which testimony may first be taken 
in an opposition proceeding is the time during which discovery may be had; interrogatories 
subsequently served are untimely and the period is not extended by a stipulation extending the 
time for the taking of testimony. 1423 


Application to register WORLD’s FINEST as secondary meaning mark is opposed by National 
Confectioners’ Association on the ground that the members of the Association would be damaged 
by the registration of the descriptive mark and the resultant confusion but the opposition is 
dismissed since the pleadings fail to show who the opposer is or how it would be damaged. 1441 


Evidence 


Differences between inhalers and vitamin tablets and fact that these goods are sold in 
same type of outlets to same class of purchasers are common knowledge. 119 


Use of the letter “E” and the phrase THE BIG E by a department store on its displays, pack- 
ing cartons, gift boxes and merchandise bags, sales tags, sales and credit slips, customers’ bills 
and in its advertising does not constitute trademark use in that they serve merely to identify 
the business and not the particular products sold by it. 

Extensive use of letter “E” in stylized script and of the phrase THE BIG E in connection 
with department store business selling chinaware bearing the manufacturers own trademark 
held not sufficient to sustain opposition to application for letter “E” in fancy script for use 
on chinaware since evidence failed to show that public associated opposer’s mark with goods 
sold by it rather than with the business itself. 219 


Opposition to application for mark tv first used by applicant on wines in 1950 sustained 
where evidence showed that opposer used mark TREASURE VINE below which appeared letters TV 
in early 1946 for wines and started using letters Tv on invoices and bills of lading in early 1948, 
opposer having revised labeling in 1951, subsequent to applicant’s filing, so as to give greater 
prominence to letters Tv than to words TREASURE VINE. 222 


Opposition to application for PLANT MAGIC used on plant food and fertilizer sustained upon 
basis of opposer’s registration and prior use of PLANT MARVEL for plant food, said marks 
stimulate same mental reactions and recollections of purchasers of such goods under ordinary 


circumstances is not faultless. 228 


It is common knowledge that TIKE is an accepted word of the language meaning a small 


child, but when word is applied to children’s and infants’ underwear, it may achieve degree 
of distinctiveness sufficient to support opposer’s exclusive right to use it to identify and dis- 
tinguish such merchandise. 

It is common knowledge that in ordering products by brand name, public frequently 
pluralizes trademarks which are used in the singular and vice versa; it is also common 


knowledge that purchasers are not conscious of slight differences in spelling when words are 
235 


pronounced the same. 
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Opposition to application for mark LrporAx used on medicinal preparation in tablet form 
by owner of seven prior registrations with the same suffix could not be sustained upon basis 
of any claimed right to the exclusive use of “fax” as a final syllable since said syllable appears 
as a suffix in certain common words and in a number of third party registrations; opposer’s 
rights must be determined by comparing, severally and not collectively, the registrations owned 
by it with the mark opposed. 339 


In opposition proceeding involving marks HAPPY DEBS and HONEYDEBS third party regis- 
trations in which DEB or DEBS appeared introduced into evidence by applicant for the purpose 
of showing the meaning attributed to peBs in the trade, confirming the court’s understanding 
of the common meaning thereof. 341 


List of third party registered trademarks using as a part thereof syllables in controversy 
is admissible for purpose of showing that syllables are dominant parts of trademarks involved. 
444 


Where witnesses for opposer, two of its vice-presidents, testified that contemporaneous 
use of marks was likely to cause confusion, such opinion being evidence by interested witnesses 
is not entitled to any weight. 

It is matter of common knowledge that Gulf area is important in connection with packing 
of sea food and this is factor which must be considered in determining likelihood of confusion 
involving marks which include word GULF used on sea foods. 494 


Applicant’s contention that opposer was estopped to prosecute by reason of its acquiescence 
in registrations of the same mark by third parties was considered to be without merit where 
the facts showed that applicant’s own use of the mark was likely to result in confusion and 
mistake. Such evidence is of value only if it establishes that the acts of others have so 
conditioned the consumers’ mind as to make confusion unlikely. 501 


Opposition by registrant of NELIO used on turpentine, rosin, polymerized rosin and metal 
resinates to application for NEELIUM used in connection with a liquid synthetic rubber coating 
composition dismissed; with but one possible exception the goods of the parties are apparently 
sold only to industrial users, they are not competitive and would not ordinarily emanate from 
the same source. In the absence of factual proof, there could be no presumption of damage 
to opposer. 504 


Proof of the “commercial magnetism” and “drawing power” of opposer’s mark would be 
extremely helpful in resolving question of likelihood of confusion with applicant’s mark. 618 


Opposer’s evidence shows only shipment to U. S. in 1950 of 200 cases of roTHSCHILD 
champagne and oral testimony concerning 1955 unfilled order of 50 cases. Record establishes 
prima facie showing of abandonment. Abandoned application does not aid opposer nor does 
French registration and the filed correspondence is incompetent. Assuming that opposer made 
the strongest showing possible proofs are insufficient to show that opposer has rights in U. S. 
in A. ROTHSCHILD & CIE superior to applicant’s rights in MONOPOLES ALFRED ROTHSCHILD. 891 


Testimony of corporate officer regarding approximate sales and advertising figures is 
entitled to weight although unsupported by books and records. The witness was in a position 
to have personal knowledge of the facts and it is not necessary that such information be 
exact. 893 


Publication of mark for opposition purposes indicates that Patent Office was satisfied 
with Section 2(f) evidence. 

Question of whether Section 2(f) evidence was satisfactory is ex parte, and opposer is 
not entitled to be heard thereon. 980 


Opposer contends that labels showing its mark are in evidence because they were shown 
to applicant during cross examination; labels have not been properly identified and are 
therefore not competent evidence. 989 



















































DIGEST OF CASES—PART II 67 





It is common knowledge that cosmetic items and pharmaceuticals are marketed under 
different marks even though manufactured by the same firm. 991 


It may be presumed that mark of applicant was in use in 1951 when application was filed; 
so far as 1944 to 1951 is concerned, there is not a single document which indicates that sales 
were made under mark during that period nor is there any testimony or evidence showing sales 
volume or promotion of the mark; fact that above use and early use from 1941 to 1944 was 
sufficiently documented leaves question concerning absence of any documents substantiating use 

14 between 1944 and 1951 date of filing application; doubts created by applicant on record must be 
resolved against it. 993 


OE a re 


- Physicians are not immune from mistakes and the likelihood thereof is enhanced by the 
. illegible handwriting in which prescriptions frequently are written. 

Examiner’s dismissal of opposition involving application for TETROBARBS, used on sedatives, 
and TETRABEE, used for a vitamin preparation, based upon opposer’s purported failure to show 
cause under Rule 24.4 why the opposition should not be dismissed, reversed by Assistant 
Commissioner. Since applicant’s prior registrations of TETROPENTOBARB and TETROSECOBARB 
for sedatives indicated that even further contractions of applicant’s mark was possible and 
since the products of both parties are sold only upon prescription and the consequences of any 
resulting confusion would be serious, the opposition should not have been dismissed on motion. 


1007 


Application for registration of mark sopHIE TUCKER’s with drawing of young lady used 
on noodles but later on used to include macaroni, soup mixes, mayonnaise, pickles and olives 
is opposed by registrant of MRS. TUCKER’s used on vegetable oil shortening, salad oil, canned 
goods and table syrup. 

Burden was on opposer to present facts from which damage might be presumed from 
expansion of applicant’s line of products. Opposer failed to discharge burden and registration 
may issue. 1230 


Application for registration of secondary meaning mark COMMINUTOR for machine intended 
to screen and comminute coarse sewage matter into small solids so that they can pass through 
screen. 

In descriptive brochure applicant refers to its apparatus as “comminutors” and Patent 
| Office has recognized term as name of screening and comminuting sewage apparatus in 
granting patent claims to applicant and one competitor. COMMINUTOR is not distinctive of 
applicant’s goods but is used and recognized by others in the field as name for certain type 
of apparatus for sewage treatment. 

While opposer has not used word in connection with sewage treatment apparatus, it is 
entitled to do so under facts presented; damage would result to opposer if registration issued 
: giving exclusive rights to name to applicant. Opposition sustained and registration refused. 
F 1258 


Confusion, mistake, and deception grow out of use of marks and not out of registration. 
1283 


Whether evidence produced by a survey with regard to the question of likelihood of con- 
fusion is admissible, is determined by the facts under which each particular survey is conducted. 
Properly conducted surveys are a test of consumer reaction rather than a survey of public 
opinion and the evidence presented is not hearsay since the recorded responses are not offered 
to prove the truthfulness of the statements made but simply to show as a fact the reaction of 
members of the public, when shown one of applicant’s packages marked roBIN Hoop. 

Opposer’s evidence also included testimony by a number of witnesses who testified that 
they had purchased applicant’s rosin Hoop popcorn believing it to be a product of the company 
marked rosin Hoop flour, with which they had been familiar for sometime. 1306 


PMRB pe aia 


That some may consider a purported mark to be a generic designation is not conclusive 
of that effect unless it be shown that such recognition is the rule rather than the exception. 
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Application for a mark consisting of a drawing of an eye from which lines radiate through 
a lens and through the words CONTINUVIS LENSES and containing as the most prominent feature 
the letters cv in bolder and larger style, said mark being used on trifocals, opposed for 
descriptiveness upon the ground that the words CONTINUOUS VISION describes the functions of 
the goods; while the said words may be suggestive, neither they nor the initials cv describe 
the goods and the opposition must be dismissed. 1396 


The testimony of witnesses that in their opinion the marks are likely to result in confusion 
is not binding upon the Patent Office or the appellate courts. 1402 


Opposer who subsequent to applicant’s first use acquired through assignment a prior 
registration held not to have sustained burden of establishing its superior rights notwithstanding 
certified copies in record which evidenced the passage of title to opposer by mesne conveyances. 

1431 


Opposer’s failure to object to applicant’s use of the mark even for a short period after 
learning thereof creates a presumption that opposer does not object to such use but only to 
registration of the mark; this, in addition to certain fraudulent representations of registrant 
creates an estoppel precluding opposer from objecting to the registration. 1567 


Application for registration of PATRICK CUDAHY for use on bacon is opposed by owner of 
mark CUDAHY on meat and meat products including bacon. 

Both applicant and opposer own several other marks registered for a variety of meat 
products. Until a few years ago both parties used entirely different marks on their products 
without apparent confusion. Opposer adopted in 1947 a new label on which cupAHY was 
prominently displayed and which it used on bacon, ham and other meat products. In 1952 
applicant adopted PATRICK CUDAHY mark and is now using it as its primary mark on most of 
its products relegating other marks to position of grade marks. 

Average purchaser of bacon buying in the usual outlets and seeing PATRICK CUDAHY bacon 
and CUDAHY PURITAN bacon would assume that the goods had common origin. Opposition 
is sustained. 1593 


Defenses 


Failure of British Company to take legal action against United States Company during 
World War II is excusable. 1291 


Notwithstanding its alleged use for twelve years prior to the date of application, applicant’s 
defense of laches was denied where opposer was not shown to have had knowledge thereof and 
such use was not so substantial as to charge it with knowledge. 1576 


APPEALS 


To Commissioner 


Inasmuch as testimony identifying exhibits is vague, indefinite, and in conflict with part of 
record of application file, and in view of further fact that many of exhibits are unmarked as 
required, decision of Commissioner is vacated, and proceedings are reopened and remanded to 
Examiner of Trademark Interferences for setting of new trial dates. 485 


Petition to request Court of Customs & Patent Appeals to remand proceedings is denied 
by Commissioner of Patents, inasmuch as no error of law or fact is found in decision on the 
record. 485 


Applicant’s motion to set aside ex parte ruling granting access to trademark application 
file is denied. Such requests are ex parte in nature and involve only question of showing suffi- 
cient interest by the person making request and discretion of Commissioner. 1229 
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Court of Customs and Patent Appeals 

Final judgment in R.S. 4915 proceeding is such as will constitute res judicata and be 
binding on Patent Office. R.S. 4915 proceeding was contemplated by Congress as alternative to 
administrative remedy of appeal to Court of Customs and Patent Appeals and not merely another 
of two administrative remedies. 

That final decision in action under R.S. 4915 is final judicial judgment may be shown by 
fact that such judgment is reviewable by Supreme Court, while alternative administrative 
remedy of appeal to Court of Customs and Patent Appeals is not so appealable. 425 


Testimony as to weight to be given witness’ opinions that marks would be likely to cause 
confusion amounts to nothing more than expression of opinion by witness, which is not binding 
upon either Patent Office or court tribunals. 

In determining likelihood of confusion between marks on identical goods, it is proper to 
consider their appearance, sound and meaning. 975 


Appellant appeals to C.C.P.A. from decision of Assistant Commissioner of Patents refusing 
registration on Principal Register of words WALKER PROCESS EQUIPMENT INC. holding that it 
does not constitute trademark use but is corporate name used in trade name sense. 

In connection with WALKER PROCESS EQUIPMENT INC. appellant uses PROgUIP which is 
trademark for its products. 

Although name of a corporation may be trademark, trade name or both, question of whether 
corporate name is used as trademark must be decided on circumstances of each case. Initial 
presumption is that corporate name is trade name rather than trademark. 

Since progurp is used as trademark being the most prominent feature in specimens pre- 
sented, addition of corporate name is unnecessary for trademark purposes and registration 
is denied. 1225 


R.S. 4915 

Principles of res judicata or cognate principles of collateral estoppel are applicable to 
R.S. 4915 proceeding. 

Judgment in R.S. 4915 suit is not res judicata as to every matter that could have been 
properly litigated but only as to matters which were actually decided. 

Actual use of trademark is criterion on which ownership of that mark is based, and first 
to use trademark is owner in absence of qualifying factors. 425 






Where evidence before District Court was same as that before Patent Office, except for 
certain additional evidence not of kind to change result, Patent Office ruling should normally 
be followed; if Office decision is not warranted on evidence before it, or if new evidence 
reaches necessary standard, District Court may rule as totality of evidence may require; it is 
not correct that court, after consideration of all evidence, is entitled to rule that in its own 
independent judgment there is no likelihood of confusion; question is whether expert agency 
charged with responsibility in the matter has in view of all evidence clearly erred in finding 
that possibility of confusion exists. 

Under R.S. 4915, Congress has authorized an action de novo to review administrative 
rulings. In R.S. 4915 suit, court is dealing with effort to obtain registration under federal 
statute, and not with suit to obtain damages for infringement of registered mark or for unfair 
competition where different considerations are presented; in R.S. 4915 suits, courts should not 
lightly overturn ruling of Patent Office when its findings are in accord with set rule that 
newcomer will be refused registration should there exist any doubt as to probability of con- 
fusion between two marks. 444 


Suit brought in United States District Court under 35 U.S.C. 146 is action to invalidate 
decision of Commissioner and to secure for plaintiff rights given by Commissioner to defendant. 

Action under 35 U.S.C. 146 is heard de novo before District Court; every issue as to 
registrability of proposed trademark must be proved by evidence previously offered in admin- 
istrative proceedings in Patent Office and by any new evidence which is produced; Court has 
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duty to consider registrability of trademark generally and not to confine its attention to 
priority only. 599 


Appeal from decision of Commissioner reversing Examiner’s sustaining of opposition to 
registration of mark worsTERLON for fabrics of wool, rayon and nylon on basis of registrations 
of woRSTED-TEx for woven fabrics of silk and wool. Test is likelihood of confusion as to 
origin of the goods and the marks must be considered in their entireties with both similarities 
and dissimilarities being considered. Portions of the two marks are identical but dissimilarities 
outweigh the similarities and concurrent use of marks is not deemed likely to cause confusion. 
Court has no authority to consider portion of Commissioner’s decision from which no appeal 
was taken. 1221 


IV. EFFECT OF REGISTRATION 
THE PRINCIPAL REGISTER 


Notice 
Registration is prima facie evidence of ownership of mark, validity of registration, and 
exclusive right to use mark on stated goods. 235 


Under the Lanham Act plaintiff’s registrations of PREMIER served as constructive notice 
to the food industry and therefore defendant’s defense of laches is without merit. 809 


Although opposer’s pleading identifies only one registration owned by it, Patent Office 
considers other registrations by opposer. All of opposer’s registrations are relevant and material 
to issue as to whether applicant’s mark is confusingly similar to opposer’s mark. A registration 
under Section 22 is constructive notice to Patent Office. 1291 


A cancellation petitioner discharges his burden of proving prior rights by introducing 
copies of registrations issued prior to the registration attacked, and no more than that need 
be shown to establish such priority of right. 1383 


Registration creates a strong presumption of validity. 

A registration, the application for which was initially rejected by the Patent Office for 
conflict with a prior registration but thereafter allowed upon abandonment of such registration, 
may not be successfully challenged by an alleged infringer upon the ground that the prior 
registrant had not in fact abandoned the mark because, in the absence of fraud, such proof 
would not overcome the statutory presumption of validity or the prima facie validity of the 
Patent Office proceedings. 1509 


Importations 
Where French manufacturer continues to make products, package them and ship them to 
petitioner and where importer continues to buy them from French manufacturer for sale to 
ultimate consumer, purported assignee cannot claim ownership of marks. 
Decision in Jean Patou, Inc. v. Societe Anonyme Societe Technique de Parfumerie F. 
Millot, 44 TMR 750 is applicable here and petition for cancellation is dismissed. 1264 


THE SUPPLEMENTAL REGISTER 


Applicant seeks registration on the Supplemental Register of the shape, configuration, or 
conformation of the arm, post and base plate of a sewing machine and registration has been 
refused on the grounds that it is incapable of distinguishing applicant’s sewing machines from 
those of others. The evidence shows applicant to be the exclusive importer of the Necchi 
Sewing Machines of Italy and therefore is not entitled to obtain a registration of the subject 
matter since they are not the manufacturer. In addition, the evidence does not show that the 
shape of the part is sufficiently different from the general shape of sewing machines as to be 
capable of distinguishing it from the machines made by others and ex parte Caron, in which 
the confirmation of a perfume bottle was granted registration, does not apply. 1304 
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Prior Acts 


Act of 1905 


A background design consisting of an oval and several colors may not be registered as a 
trademark apart from the mark usually displayed thereon. While a word mark may be removed 
from its surroundings and registered, the reverse is not true. Applicant has right to say what 
it claims to be its trademark but Patent Office must determine trademark usage. Background 
design does not function as a trademark. Decision of Examiner refusing registration is affirmed. 

211 












































Vv. CANCELLATION PROCEDURE 


In GENERAL 


Registration under Section 2 of the 1905 Act cancelled where registrant had not in fact 
used the mark as a trademark for the required ten year period. Use of a word as part of a 
corporate name does not constitute trademark use. 470 


No actual confusion need be shown to justify cancellation; it is only necessary to 
demonstrate that there is a likelihood of confusion. 
Marks must be considered in their entireties but different features may be analyzed to 
determine whether the marks are confusingly similar and similarities as well as dissimilarities 
must be weighed. 
The word town, having been commonly used as part of trademarks for many products, 
cannot be subject to an exclusive right of use and in applying the rule that marks will not be 
considered confusingly similar if they resemble each other only by the inclusion of a word 
in the public domain no likelihood of confusion found to exist between cancellation-petitioner’s 
registrations of TOWNTREE and TOWNCLIFFE, for female clothing, and registration of TOWNLEY 
for same goods ; the marks do not look alike, sound alike or have similar meanings. 1373 


A cancellation petitioner discharges his burden of proving prior rights by introducing 
copies of registrations issued prior to the registration attacked, and no more than that need 
be shown to establish such priority of right. 1383 


NYLONIZED is word which conveys primary meaning of treating or finishing with nylon, 
and respondent so uses it; others than respondent may employ with equal truth same word 
for same purpose; under such circumstances, word cannot acquire secondary meaning; can- 





cellation petitioners are damaged by respondent’s registration of NYLONIZED. 1563 
PLEADING AND PRACTICE 
Applicant in opposition proceeding filed petition to cancel opposer’s five registrations on 


ground that marks were not used as trademarks but as names of patented garments. Pleadings 
fail to allege likelihood of confusion or any facts which would indicate damage and therefore 
fail to state cause of action. 347 


Cancellation petitioner, in R.S. 4915 proceeding by registrant, could have proved regularity 
of title and priority of its own mark, or could attack regularity and legality of title of its 
adversary; petitioner chose latter course; judgment for registrant is res judicata since final 
decision was that registrant’s mark was in use prior to use of petitioner’s mark. 425 


Proceedings were instituted in Patent Office to cancel plaintiff’s registration, and five days 
thereafter plaintiff brought suit against defendant for infringement of statutory and common 
law rights in mark; injunction and damages; asserting that issues before Office are same as 
those in case, defendant moved to stay suit until Office determines cancellation proceedings ; 
motion is not well founded; in Office only issue is whether plaintiff is entitled to statutory 
protection for mark; determination there adverse to plaintiff leaves unaffected its common law 
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rights to use of mark; irrespective of outcome of Office proceeding, plaintiff is free to seek 
such relief as courts may award. 461 


Registrant has used mark on bath powder, face powder, rouge, perfume, toilet water and 
cologne but in verified application in 1940 use of the mark was alleged on numerous other items 
and application also asserted use of the mark in applicant’s business and in the business of 
applicant’s predecessor, Scherk Importing Company since 1921, contrary to the fact. In view 
of the false representations of material facts in obtaining the registration, the registration 
should now be cancelled and the action of the Examiner in refusing to issue a concurrent 
registration is affirmed. 622 


MICROWOOD for wooden veneer sheets, being the English translation of mMrkRoHoLz for same 
goods was registered on Principal Register by importer of goods manufactured in Germany. 
Petitioner files cancellation suit and alleges that MIKROHOLZ is used generically in Germany 
and that he needs use of descriptive term MIcROwoop in his business of selling sheets of 
wooden veneer. 

Although considerable doubt exists that respondent was entitled to registration, it can only 
be cancelled on basis of facts from which can be concluded that petitioner is or is likely to be 
damaged. Since petitioner failed to discharge burden of proof, petition for cancellation is 
dismissed. 636 


Plaintiff, in general hardware and related business sold and serviced articles of defendant 
and third party under their respective marks SHELBY and RIxXSON and advertised these lines 
in his catalogues in hyphenated form sHELBY-RIxsON. Plaintiff subsequently registered mark 
SHELBY RIXSON. Defendant, manufacturer of various hardware specialties registered mark 
SHELBY about a year after registration issued for plaintiff. 

Court holds that plaintiff has no right to SHELBY RIxSON mark, as it does not own either 


part of mark and does not use it in commerce. Plaintiff’s mark is ordered cancelled. 1114 


Petitioner seeks to cancel registration for sUN-RAYED for canned tomatoes and asparagus 
on the basis of its registration of suNNY with BARCO and design and sunny alone for a line 
of prepared food products. The Examiner dismissed the petition and petitioner has appealed. 
Petitioner relies on its registrations which are prima facie evidence of the validity of the 
registration, ownership of the mark and petitioner’s right to exclusive use thereof. The same 
applies as to respondent’s registration and in addition thereto respondent has introduced testi- 
mony and exhibits showing use of the mark since 1928 and sales of approximately $21,000,000 
and substantial advertising expenditures. In cancellation proceedings petitioner has the burden 
of proof to overcome respondent’s prima facie case regarding the validity of its registration, 
ownership of the mark and exclusive right to the use of the mark which petitioner has not 
done here by the mere introduction of its registrations. Dismissal of the petition is affirmed. 

1146 


Respondent having offered no testimony is bound by its filing date and consequently 
petitioner’s use is long prior to that of respondent. 1151 


Petition for cancellation of mark zip with arrow running through letters for power lawn 
mowers is filed by owner of zipper for powered sickle bar mowers alleging prior use. Petitioner 
uses TORO as house mark in connection with specific marks for its various items. While products 
are the same, although different in type the marks zip and zipper create substantially identical 
commercial impressions when applied to goods and are likely to confuse purchasing public. 
The marks are similar in sound and appearance. 

Respondent began using zip in 1947 and learned about a year later of petitioner’s use of 
ZIPPER use of which commenced in 1946. Respondent pleads laches but proofs fall short of 
establishing laches and estoppel on part of petitioner, but proved respondent’s knowledge of 
petitioner’s use of zIPPER, but no effort was made to establish superior rights. Affirmative 
defense fails for lack of proof and registration is ordered canceled. 1237 
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Application to register TRIMETTE for rufflings for windows and curtains is opposed by 
registrant of trrmz for paper table mats, doilies, wallpaper and fabric draperies and wall 
coverings. Shortly after filing of answer in opposition proceeding applicant petitioned for 
cancellation of opposer’s registrations apparently on grounds that TRIMz is descriptive. 

Petitioner failed to discharge burden of showing TRimz to be a descriptive use which was 
heavy in view of prior ex parte decision that TrRrImz was registrable and therefore the petition 
to cancel is dismissed. 

Considering suggestive nature of applicant’s mark and unorthodox spelling confusion of 
purchasing public is unlikely to result and opposition is dismissed and TRIMETTE may be 
registered. 1239 


Patent Office Rule 2.106(b) supersedes prior practice under which counterclaim, seeking 
cancellation of opposer’s mark, joined with answer must state independent cause of action. 
Under Revised Rules of Practice an answer to an opposition may contain a request for can- 
cellation of opposer’s pleaded registration. 1272 


Failure of cancellation petitioner to show even one instance of actual confusion during 
thirty year period creates strong presumption against likelihood of confusion in future; this is 
not to say that actual confusion is necessary for petitioner to prevail, but where use has been 
so extensive over such a long period in same area, petitioner’s burden of presenting evidence 
demonstrating real likelihood of confusion is heavier than in ordinary case which there has been 
neither substantial nor long continued use. 1558 


Petition to cancel registration of spRACRETE for plaster by registrant of SPRAYCRETE for 
masonry waterproofing and weatherproofing services. Petitioner had constructive notice of 
respondent’s mark published in Official Gazette in 1944 and actual knowledge in 1947. Petitioner 
applied for registration of sPRAYCRETE in 1948 and application was rejected on basis of respon- 


dent’s registration. Petitioner requested an interference be declared and Examiner ruled that 
since petitioner had established priority it was entitled to registration. Since there was no 
appeal from Examiner’s ruling it is a final decision and res judicata. Petitioner then filed 
instant cancellation proceeding. However, since petitioner failed to take any affirmative action 
with respect to respondent’s registration for a period of over seven years, meanwhile permitting 
respondent to double its business and investment, and showing on its own part only listings 
in a catalogue directly without any proof of business symbolized by the mark, sPRAYCRETE, 
petitioner must be deemed guilty of gross laches and estopped from seeking cancellation. 1590 


EvIDENCE 


Petition to cancel from Supplemental Register a registration for THE HAINKE WHIRL-CUT 
used on lawn mowers, snow plows and garden tractors filed by prior registrant of WHIRLWIND 
for lawn mowers was dismissed where submitted merely on Patent Office records and such 
records together with facts in common knowledge failed to show that petitioner would be 
damaged. 218 


Petitioner seeks cancellation of registration of TowN-Moor for ladies’ coats on basis of 
its prior registration of TowNLEy for clothing, including ladies’ coats. Examiner held marks 
to be confusingly similar but ruled petitioner estopped by laches. Primary question is whether 
marks are confusingly similar. TOWNLEY is primarily a surname. Only similarity between 
marks is in the word “town” which is commonly used as part of trademarks or trade names 
for merchandise, including clothing and hence petitioner can have no exclusive right to word 
“town” per se. Marks will not ordinarily be considered confusingly similar if they resemble 
each other only by the inclusion of a word which is in the public domain and therefore the 
marks TOWNLEY and TOWN-MooR when considered in their entireties are not considered con- 
fusingly similar. Decision of Examiner is affirmed. 344 


Dismissal of cancellation petition filed by owner of registrations for vALCorT used on 
women’s hosiery against Supplemental registration of VALCOURT PADDIES as used on powder 





74 FORTY-SIX TRADEMARK REPORTER 


puffs affirmed by Assistant Commissioner upon a showing that 95% of respondent’s goods were 
sold with the mark affixed to cosmetic manufacturers and by them resold to retail outlets in 
compacts without respondent’s mark appearing thereon. The mark registered thus did not 
come to the attention of ultimate purchasers and under the circumstances petitioner could not 
be presumed to have been damaged by the registration. 

While four or five per cent of respondent’s powder puffs were sold directly to retailers 
bearing the mark vaLcourt, this was not the same mark—vALcourT PADDIES—registered by 
respondent and it was not therefore the subject matter of the controversy which involved 
a petition to cancel the latter from the Supplemental Register. Moreover, nothing was estab- 
lished to suggest that manufacturers of hosiery make powder puffs or that the average 
purchaser would attribute the products to a single source. 619 


Petitioner seeks to cancel registration of sonortux for “Vibro-Magnetic Inspection 
Instrument to Detect Flaws in Ferro-Magnetic Materials” on the basis of its prior registration 
of MAGNAFLUx for similar inspection instruments. The instruments are substantially identical 
and both obtain results through the instrumentality of magnetic flux hence the FLuUx portion of 
both marks is descriptive. Aside from the common descriptive portion of the mark the marks 
are sufficiently different to make confusion of source unlikely, particularly in view of the fact 
that the instruments are expensive and are purchased by discriminating buyers. 

Petitioner also bases petition on prior use by it of sONIzON on instrument for measuring 
the thickness of walls by means of ultrasonics. The syllable son in sONIZON and SONOFLUX is 
suggestive of sound and is somewhat descriptive and hence not controlling in a determination 
of the question of confusing similarity. As the instruments are expensive no confusion is likely 
to result. Decision dismissing petition is affirmed. 884 


Petitioner seeks to cancel registration for BANG UP QUALITY now on the Supplemental 
Register for fresh vegetables on the basis of petitioner’s registration BANG-UP registered for 
fresh grapes. The record shows that petitioner has used its mark BANG-uP for some 20 years 
prior to respondent’s use and since the marks are substantially the same confusion is inevitable 
and the registration should be canceled. 1151 


Prior user of curt-TITeE for hair waving liquids petitions for cancellation of Supplemental 
Registration for curt-TiTeE for hair curling fluid. Petitioner failed to file certified transcript 
as required by Rule 276, but filed uncertified carbon copy of deposition. Since respondent failed 
to object and accepts carbon copy as true copy of deposition no question will be raised by 
Patent Office. 

Petitioner’s volume of business of curL-TITE has been sporadic and inconsequential over 
period of years and he has not discharged burden of showing that he is or will be damaged 
by respondent’s registration. Record shows that respondent was entitled to registration at time 
of application. Assistant Commissioner holds that respondent should not now suffer loss of 
mark and registration of product, and petition is dismissed. 1166 


Registrant of PERMACEL for pressure-sensitive adhesive tapes, heat-sealing tapes and tape 
dispensers petitions for cancellation of PERMA SEAL for caulking compound. 

Although products of parties are specifically different, they could be thought to emanate 
from same source if sold under same mark. Where goods are sold to industrial users and 
governments confusion is unlikely since such purchasers know what they want. But where 
goods are sold also to general public confusion is likely ; damage to petitioner will be presumed, 
if one class of purchasers is likely to be confused, although other classes can clearly distinguish 
goods sold under respective marks. Petition to cancel granted. 1247 


Where French manufacturer continues to make products, package them and ship them to 
petitioner and where importer continues to buy them from French manufacturer for sale to 
ultimate consumer, purported assignee cannot claim ownership of marks. 

Decision in Jean Patou, Inc. v. Societe Anonyme Societe Technique de Parfumerie F. 
Millot, 44 TMR 750 is applicable here and petition for cancellation is dismissed. 1264 
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Marks cannot be dissected for purposes of comparison but must be considered in their 
entireties except that marks with a common prefix will not be regarded as confusingly similar 
if it has a descriptive or suggestive connotation and other portions of the marks are distinct. 
No likelihood of confusion found to exist between registration of ARISTOSHEEN, used on 
rayon fabrics, and cancellation petitioner’s registrations of ARISTOCRAT, ARISTOCRAT CURTAINS and 
BABY ARISTOCRAT, used on draperies and upholstery fabrics of silk, satin, rayon, wool and 
mohair, curtains, and blankets, and infants’ and children’s dresses, coats and related garments, 
respectively ; considering the marks in their entireties, they are clearly distinguishable. 1383 











Application to register peLTa for plugs, valves, grease guns and other lubricating equipment. 
Examiner held “grease guns” to be in Class 33 and “plug valves” in Class 13 and ruled that 
the goods were “a combination lubricant screw and gun fitting for use in supplying lubricant 
to plug valves” and the application was so amended. Registration opposed by registrant of 
DELTA for tools, motors and associated items and registrant seeks to cancel applicant’s regis- 
tration of DELTA-pEsco for lubricating gun and system. Examiner heard both cases together 
and dismissed opposition and petition to cancel. While a division of opposer-petitioner makes 
grease fittings, they are sold under the mark ALEMITE and it is clear that opposer-petitioner’s 
products sold under the DELTA and DELTA MILWAUKEE marks are not sold to the same class of 
customers nor through the same channels as applicant’s peLta fittings and therefore there is 
no likelihood of consumer confusion, mistake or deception. Action of Examiner is affirmed. 
1447 


















Failure of cancellation petitioner to show even one instance of actual confusion during 
i thirty year period creates strong presumption against likelihood of confusion in future; this 
; is not to say that actual confusion is necessary for petitioner to prevail, but where use has been 
so extensive over such a long period in same area, petitioner’s burden of presenting evidence 
demonstrating real likelihood of confusion is heavier than in ordinary case where there has 
been neither substantial nor long continued use. 1558 












Petitioner, user of mark RHEINGOLD on May and still wines seeks to cancel registration 
of RHEINGOLD for champagne wines issued under 1881 Act, renewed twice under Act of 1905 
; and once under Act of 1946. 





Records show that petitioner imported a small quantity of May wine bearing RHEINGOLD 
labels in 1951 or 1952 and made shipments in interstate commerce apparently in attempt to 
establish standing to file petition for cancellation, and that RHEINGOLD mark was selected to 
take advantage of advertising of RHEINGOLD beers in this country. Mark has not been used by 
petitioner since two shipments in 1952. 

Petitioner failed to show facts from which presumption of damages arises as result of 
respondent’s registration, and petition is dismissed. 1582 










Application to register PEARL for white floating soap used for about 70 years refused by 
Examiner of Interferences on ground of likelihood of confusion with registered marks PEARL 
and PEARL BORAX SOAP for laundry soap and powdered soap used since about 1891, but there 
is no documentary evidence that mark was used between 1922 and 1947 although the trademarks 
were the subjects of a series of assignments during this period. In 1950 bankruptcy proceeding 
petitioners asserted the mark PEARL was valueless. Ownership of marks rested in trustee by 
operation of law upon filing of petition and did not remain with petitioners. 

Registrant’s use had been sporadic and its rights stem only from possible use after bank- 
ruptcy discharge. Applicant is entitled to registration and opposer’s registrations should be 
canceled. 1586 




















DEFENSES 


The defense of laches need not be considered unless and until it is found that the marks 
are confusingly similar. 1373 
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VI. COMMON LAW TRADEMARKS 


In GENERAL 


Law of trademarks and trademark infringement is but part of law of unfair competition. 
Mere fact that one person has adopted and used a trademark on his goods does not prevent 
another from adopting and using same mark on a different description. 

Right to a trademark grows out of use and not out of adoption of a trademark. 

Law differentiates between distinctive and fanciful marks and general names or words in 
common use, giving former class broader protection. 99 


Colors or combination of colors of themselves are not subject to trademark monopoly. 
Numerals or symbols when used to designate size or capacity are not subject to trademark 
monopoly. 583 


NATURE OF RIGHTS 


U-CONTROL has become generic to indicate type of flight control and has lost all trade- 
mark significance; where plaintiff has granted his licensees permission to use mark without 
retaining control over nature and quality of goods, public will no longer be able to know that 
trademark U-CONTROL with the letter “U” refers to plaintiff's goods or goods of like nature and 
quality. 62 


Proper function of trademark is that by association with goods it becomes means of 
identification of origin or ownership of article and hence a symbol of good will; this essential 
element is same both in trademark cases and in cases of unfair competition unaccompanied with 
trademark infringement; law of trademarks is but part of law of unfair competition. 187 


The chief function of a trademark is to identify origin or ownership of the article to which 
it is affixed or to indicate that it emanates from the same, though possibly anonymous source, 
as goods that have already given satisfaction. 455 


Neither incorporation nor use of a corporate name entitles one to compete unfairly. 567 


Plaintiff seeks an injunction against the use by defendant parent company and of its 
subsidiaries of the mark souio in plaintiff’s 15 state trading area wherein it contends it is 
entitled to the exclusive use of STANDARD OIL, STANDARD, S.0., SOCO, SOCO and SOLITE, on the 
ground that sou1o is the contraction of, and signifies to the purchasing public, STANDARD OIL OF 
OHIO Or STANDARD OIL and therefore defendants are benefiting by plaintiff’s reputation and good 
will. Defendants charge laches and acquiescence by virtue of substantial dealings by plaintiff’s 
subsidiary STANOLIND OIL AND GAS COMPANY with defendants’ production and pipeline sub- 
sidiaries which have operated in plaintiff’s territories since 1938 and deny that son1o stands 
for STANDARD OIL and contends it is an arbitrary mark adopted to indicate a “Superior Ohio 


Oil.” 867 


A reservation of all other rights in an instrument transferring trademark rights as to 
certain products can have no effect since rights are obtained through use, not private agreement. 
The transferor’s rights extended only to those products upon which he had used the mark 
and such others as might be attributed to him as a result of a relationship thereto. 1571 


Scope OF PROTECTION 


Plaintiff sues Stroehmann and Quality Bakers of America for trademark infringement and 
unfair competition alleging that he had been granted an exclusive license in his area to use 
the mark sUNBEAM with the figure of a little girl for bread. Plaintiff further alleged that the 
license was invalid for lack of the essential elements of control. The evidence shows however, 
that Huber did not receive from QBA an exclusive license in his territory nor was there any 
intent by QBA to abandon ownership and control of the little girl and the name suNBEAM or 
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MISS SUNBEAM. The fact that the license did not specifically provide for control does not 
invalidate a license if control in fact existed. License by QBA to Stroehmann in plaintiff's 
territory is valid and plaintiff has no cause of action against QBA or Stroehmann. 1214 








VII. REMEDIES 


INFRINGEMENT 
Basis of Relief 


In General 
While it is true that activities which in isolation might be deemed local may affect commerce 
Fi due to interlacings of business across state lines, in absence of showing that business is part 
t of coordinated interstate system substantially affecting commerce, activities of retailers pur- 
chasing and selling their wares exclusively intrastate are not a permissible field for congres- 
sional regulation under Commerce power; owner of mark registered under Lanham Act is not 
entitled to injunction against use of mark by another limited to one area within state. 94 














New York Penal Law, Section 964 makes it misdemeanor for one with intent to deceive 
public to assume corporate, firm or trade name of another, and also provides alternative civil 
remedy authorizing making summary application for injunction; it contemplates special pro- 
ceedings designed to provide summary method of preventing or terminating species of fraud; 
courts are empowered to adapt their proceedings to implement statute and summary remedy 
may be obtained on affidavits alone without necessity of trial; consequently remedy may be 
invoked only when right thereto is established in clear manner, and must be denied where 
basic factual allegations of violation are controverted. 

INDUSTRIAL PLANTS CORPORATION and INDUSTRIAL LIQUIDATING CO. INC. are clearly 
descriptive of business of industrial auctioneering, appraising and liquidating, and it cannot 
be said from an affidavit that word INDUSTRIAL has attained such a secondary meaning as to 
disqualify any other than first user from using word in its corporate name. 103 












Temporary injunction by user of LIVING in connection with girdles, brassieres and LATEX 
gloves against later user of LIVING LIpsTICcK for lipsticks is refused where plaintiff did not 
promptly proceed with action upon learning of defendant’s use, but tried for months to obtain 
voluntary cessation of use; no prejudice to plaintiff can result if motion is denied, with choice 
given it to have an early trial. 117 








Since no evidence of probative value was offered of actual instances of confusion in 

purchase of goods, test comes to that of deceptive similarity, and this is whether ordinary 

: purchasers buying under usual conditions would likely be induced to purchase the article to 
which the accused trademark is affixed, believing it to be the plaintiff’s article. 

Test of deceptive similarity finally comes to this: whether similitude in labels would 

properly deceive purchaser who exercised ordinary prudence, not the careless buyer who makes 

no examination. 187 
















Complaint pleading two claims of trademark infringement and one of unfair competition 
alleges that plaintiff sells nic Boy hamburgers at its HOME OF BIG BOy restaurants, and that 
defendant subsequently used Bic Boy for outdoor barbecue equipment made in its HOME OF 
BIG BOY MANUFACTURING COMPANY; plaintiff as a minimum has succeeded in stating claims 
and is entitled to trial; there seems to be little likelihood of confusion of identity of products, 
but upon a trial there may be some proof of confusion of source that entitles plaintiff to some 
relief. 199 


In an action brought by the owner of registrations for the mark KUT-No-mor used on stain 
removers, cosmetics and toilet preparations, injunction granted restraining defendant’s use of 
designations RUB NO MOR and No RUB, the court finding that defendant’s use of these designations 
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together in descriptive publications led to an association between them when separately used 
on the defendant’s goods and that the products of the parties, both packaged in transparent 
bottles of similar size and shape, were identical in appearance even to the sedimentation of 
the bottom of the bottle. 441 


OXOLIN is a valid fanciful mark, and does not refer to appearance, composition or quality 
of paint to which it is applied. oxoLtINn is distinctive mark entitled to broad protection both as 
trademark and trade name. 

Fact that there is some use of chemical term similar to coined trademark does not affect 
validity of plaintiff’s mark; term designates chemical qualities unrelated to coined word of 
plaintiff and which are scientifically unrelated to description, composition or quality of 
defendant’s infringing marks. 450 


Trademark infringement involves confusion of origin, not confusion of goods. Suit for 
trademark infringement involving plaintiff’s prior mark somNni-caps and defendant’s SOMNICAPS, 
both used on sedatives, dismissed upon ground that plaintiff’s mark was descriptive of the 
goods and no secondary meaning had been established therefor. 455 


Proceedings were instituted in Patent Office to cancel plaintiff’s registration, and five days 
thereafter plaintiff brought suit against defendant for infringement of statutory and common 
law rights in mark; injunction and damages; asserting that issues before Office are same 
as those in case, defendant moved to stay suit until Office determines cancellation proceedings ; 
motion is not well founded; in Office only issue is whether plaintiff is entitled to statutory 
protection for mark; determination there adverse to plaintiff leaves unaffected its common law 
rights to use of mark; irrespective of outcome of Office proceeding, plaintiff is free to seek 
such relief as courts may award. 461 


Test of infringement is whether there is deceptive similarity which would be likely to 
induce purchasers to purchase defendants’ product believing it would be plaintiff's. 550 


If junior party’s use of trade name or mark is likely to result in public confusion, equity 
will afford relief irrespective of his innocent motives and any doubts as to the adequacy of 
relief will be resolved against the transgressor. 

When subsequent user’s appropriation of name is in a territory which prior user will 
probably reach in the normal course of expansion or if latter’s trade, though in a different 
area, is in competition with the trade of the former, relief will be granted to the prior user 
and, in the application of this geographical test to the motel business, consideration must be 
given to the fact that the first user’s reputation has been carried to distant points and that 
its customers are attracted from a wide area. 567 


Comparison of products, packages and labels used by plaintiff for CHECKER RICE PUFFS and 
CHECKER WHEAT PUFFs and by defendant for rICcE CHEX and WHEAT CHEX indicates that no 
ordinarily prudent purchaser in possession of his faculties and at all interested in source of 
breakfast food he was buying would have the slightest difficulty in distinguishing products; 
issue of confusing similarity was an issue of fact for trial court and not issue of law for 
appellate court; plaintiff’s contention that confusing similarity was conclusively established by 
evidence is without merit; plaintiff is in effect asking Court to retry case and to substitute its 
judgment for that of trial court. 817 


Likelihood of confusion is the test of infringement and neither actual confusion nor 
juxtapositional similarity need be shown to establish such likelihood. 

In action brought by prior user and registrant of mark RAILROAD, associated in plaintiff’s 
advertising and labeling with illustrations of railroad trains and used on men’s socks, against 
defendant’s use on same goods of TRAINMAN together with illustrations of a train, trial court’s 
decision that no likelihood of confusion existed was found to be clearly erroneous on appeal, 
plaintiff’s use of the said mark and railroad theme over many years invested it with broad 
rights in any symbol mark or device within the significance and meaning of a train. 836 





DIGEST OF CASES—PART II 79 


The frequent palming off by defendants’ salesmen of defendants’ goods as those of plaintiff 
evidenced the effectiveness of the similar mark adopted by the former and despite instructions 
to the salesmen to deny any connection with plaintiff, no serious objection was raised by 
defendants although it was known that such deceptive practices had occurred. The acts of 
the salesmen were, therefore, the acts of their corporate employers. 842 


ADMIRAL is a common word, without spark of novelty, invention or distinctiveness, and 
while it is a “weak” mark, entitled to much narrower protection than coined or “strong” marks, 
the extent of its use by plaintiff in the field of electrical household appliances was so great as 
to be likely to induce the average person to believe that all products in that field bearing the 
same mark emanated from the same source. 842 


Injunction granted restraining defendant’s use of sTYLIGATOR and the representation of 
an alligator on belts and accessories in suit brought by prior user and registrant of ALLIGATOR 
for clothing, the court finding substantial similarity between the marks, the goods and the 
channels of retail sale, although plaintiff’s opposition to defendant’s application for the mark 
had been dismissed by the Assistant Commissioner. 968 


Injunction granted to defendant restraining plaintiff’s use of EsKImo in connection with 
manufacture and sale of refrigeration cabinets, defendant having shown prior use and registra- 
tion of mark EsKrmo in connection with ice cream and frozen foods, said products having been 
sold from refrigerated cabinets bearing the words ESKIMO and ESKIMO PIE. 973 


Proof of likelihood of confusion on part of purchasing public as to origin of goods is 
sufficient for issuance of an injunction under Lanham Act, even though no actual damage 
is shown. 

Actual confusion need not be shown where there is likelihood of confusion between 
plaintiff’s registered mark and defendant’s unregistered mark. 1106 


A registered trademark is not valid if merely descriptive of the product, its ingredients, 
qualities or characteristics; to be valid the mark must identify the source or origin of the 
goods. 

DUTCH CHOCOLATE being shown to be the name of a commercial product made in Holland 
and widely used in the manufacture of ice cream cannot serve as a trademark identifying 
source or origin since the product made from it cannot be identified by the use of other 
words. 1364 


Under New York law, extensive protection is accorded to common law marks even in 
the absence of a secondary meaning. 1509 


Similarity of Goods 


Suit for trademark infringement of word ArtTyPe used on sheets of acetate containing 
letters and symbols used in preparing advertising matter and for unfair competition. Defendant 
uses VARI-TYPE machines to reproduce letters and symbols for same purpose. Defendant does 
business under name ART-TYPE and some confusion has resulted. District Court held plaintiff’s 
mark invalid because of descriptiveness. Defendant stipulated that plaintiff’s mark was valid 
and hence cannot insist upon affirmance of ruling that it was invalid. artype does not so 
completely describe the acetate sheets as to be incapable of indicating plaintiff as source. A 
term is not descriptive if it does not describe the goods to which it is affixed although it would 
be “descriptive” if affixed to other goods. Law of New York controls and would protect mark 
ARTYPE regardless of secondary meaning. While adoption of mark by defendant was innocent 
he insisted upon continuing to use the mark after demand of plaintiff. Plaintiff entitled to 
judgment on claim for unfair competition. 421 


zIP-TAPE for laminated cellophane tear tape is not infringed by z1p-corper for machines 
for packaging of loose materials in cellophane bags. Court holds that the word “zip” is too 
common a word for the plaintiff to be able to appropriate it to an unnecessary extent and cannot 
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pre-empt the word altogether from other uses. The Court further holds that there is no 
actionable dilution since plaintiff’s advertising has been directed primarily to creating demand 
for tear tape rather than zIp-TAPE. 

Broadest theory of common law dilution affords protection only against assimilation of 
some portion of plaintiff’s reputation but it does not apply here because plaintiff has little 
appropriable reputation and defendant uses different name. 

Where dilution is inherent in the nature of the mark, because of the suggestive meaning of 
a component word; its use in a different mark cannot be enjoined simply because it may 
increase plaintiff’s instability. 538 


Baby walkers and strollers are vehicles, play tables are not; articles thus have different 
descriptive properties. 589 


Colorable Imitations 


TRAINMAN socks for work socks, is not confusingly similar to RAILROAD socK for like 
goods. 187 


STA-WHITE is deceptively similar to sTa-wiTe, both marks being used on raw peeled 
potatoes and preserving processes therefor. 550 


Trademark ELK and pictorial representation of elk head, previously used and registered 
by plaintiff in connection with fresh grapes, infringed by defendant’s use on similar goods of 
mark cervo (Italian for deer or stag) together with a pictorial representation of a horned 
animal resembling a deer or stag below which appeared the word DEER. 562 


BABEE-TENDA and TENDA are valid trademarks, and sTAY PUT THE SAFETY BABY TENDER, 
is an infringement thereof. 589 


Designation c no 5 was adopted by defendant as readily understood abbreviation of CHANEL 
no. 5; c no 5 is colorable imitation of plaintiff’s registered trademarks CHANEL No. 5 and 
linked “C” monogram. 948 


Plaintiff, manufacturer or costume jewelry uses registered mark coro written in both 
block and script letters for his goods. Defendant is doing business as CARO JEWELRY COMPANY 
and as CARO written in script and block letters. Plaintiff does substantial business in Mississippi 
where defendant’s merchandise, genuine and costume jewelry is traded. Defendant uses 
unregistered mark CARO without consent of plaintiff, and it is held by the court that it is a 
colorable imitation of plaintiff’s mark and is deliberate infringement thereof. 1106 


Suit for injunction based upon infringement of trademark and service mark, REDDY KILOWATT 
and unfair competition based on defendant’s use of character WILLIE WIREDHAND but since the 
characters are not similar in appearance—REDDY KILOWATT suggesting abstract idea of electrical 
energy and WILLIE WIREDHAND the practical application of electricity—the two figures are not 
confusingly similar. Similarity resulting from pose, costume or action of the two characters, 
both promoting various uses of electrical services and which do not stem from the appearance 
of the characters is a matter of coincidence and a comparison of isolated poses does not 
indicate a likelihood of confusion or establish unfair competition. 1200 


Plaintiff moves for preliminary injunction restraining defendant from using DRAM-A-MINE 
for manufacture and sale of motion sickness remedy on the basis of its registration of 
DRAMAMINE for the same goods. The evidence showing that DRAMAMINE is a strong non- 
descriptive and valid trademark used to designate tablets of Dimenhydrinate, useful in the 
prevention of motion sickness and therefore the preliminary injunction is granted since confusion 
is bound to result. 1520 


Dilution 
Right to injunctive relief has been extended by courts even where there is no competition 
between parties and no confusion as to source of goods, where there is likelihood of injury to 
business reputation or of dilution of distinctive quality of trade name or trademark. 117 
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zIP-TAPE for laminated cellophane tear tape is not infringed by z1p-corpER for machines 
for packaging of loose materials in cellophane bags. Court holds that the word “zip” is too 
common a word for the plaintiff to be able to appropriate it to an unnecessary extent and 
cannot pre-empt the word altogether from other uses. The Court further holds that there is 
no actionable dilution since plaintiff’s advertising has been directed primarily to creating 
demand for tear tape rather than zIp-TAPE. 

Broadest theory of common law dilution affords protection only against assimilation of 
some portion of plaintiff’s reputation but it does not apply here because plaintiff has little 
appropriable reputation and defendant uses different name. 

Where dilution is inherent in the nature of the mark, because of the suggestive meaning 
of a component word; its use in a different mark cannot be enjoined simply because it may 
increase plaintiff’s instability. 538 


While dilution has been described as the whittling away of special meaning through use 
by another, it is too broad a definition. There must be at least some “likely confusion” and 
where there is none, a person proceeding of his own title is not guilty of dilution. Manufactured 
words or combinations of common words may have special meaning, but single word in common 
use cannot be entirely appropriated from public domain so that others have no right. 

Court therefore concludes that defendant is to discontinue use of ESQUIRE on all merchandise 
and use of word only in script form in connection with corporate name. 577 


Score oF RELIEF 
Injunction 
Defendant is not enjoined where no present impending injury can be found. 94 


Temporary injunction by user of LIviNG in connection with girdles, brassieres and LATEX 
gloves against later user of LIviING LipsTicK for lipsticks is refused where plaintiff did not 
promptly proceed with action upon learning of defendant’s use, but tried for months to 
obtain voluntary cessation of use; no prejudice to plaintiff can result if motion is denied, with 
choice given it to have an early trial. 117 


Plaintiff, publisher of LIFE magazine, protesting inadequacy of injunctive restrictions 
imposed upon defendant’s use of title CAR LiFe for a monthly automotive magazine, appeals 
from grant of summary judgment in its favor contending that defendant should have been 
precluded from using in connection with said title CAR LIFE more than one of the three distinctive 
elements associated with plaintiff's mark i.e. block letters, background rectangle and a red and 
white color combination. Judgment modified as requested. 301 


In an action involving, as plaintiff, an organization created for the promotion and im- 
provement of motel service which undertook to authorize independent motel operators who 
conformed to its standards to use the name and mark QuALity and as defendant, a corporation 
operating a motel in Pennsylvania which used the same word without authority from plaintiff, 
the court found that by reason of extensive use and advertising a secondary meaning had been 
established by plaintiff in the said name and mark with the result that defendant’s use thereof 
was likely to cause confusion, to prevent which, an injunction was issued. 567 


Injunction was rightly denied where there was no evidence in record which cast doubt 
upon defendant’s good faith abandonment of practices which constituted infringement of 
registered trademark, and none to indicate possibility that such acts would be resumed; past 
acts and practices furnish no basis for injunctive relief when they have been effectively 


discontinued. 583 


Corporate officers who took no active part in the management policies of the infringing 
corporate defendants were not liable in damages although they were subject to an injunction 
in their individual capacities. 842 
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Even if chargeable with delay plaintiff would be entitled to injunction in view of defendants’ 
intention to persist against plaintiff’s objections. Defendant had the alternative of determining 
its position by means of a declaratory judgment action. Such persistent use in the face of the 
objections constitutes an inherent fraud upon plaintiff. However, since the production and 
pipeline activities do not touch the general public an injunction will be limited to the marketing 
activities of defendants. 867 


Plaintiff brings action for declaratory judgment that JAVAR used on instant coffee with 
weight reducing substance does not infringe on defendant’s registered mark JoMAR for same 
goods and for injunction to restrain defendant from statement that plaintiff’s mark constitutes 
infringement. Defendant counterclaims for injunction to restrain plaintiff from use of JAVAR. 

Defendant has burden of showing that marks are likely to cause confusion among reason- 
ably careful purchasers and court holds that confusion is probable. 

Although plaintiff's product is sold at much higher price than defendant’s there is substan- 
tial similarity of names and dress of package and public might conclude that newcomer’s product 
is manufactured by trademark owner, and it is unfair to subject him for better or for worse to 
hazard of having reputation identified with that of newcomer. Fact that defendant uses 
MARTINSON’S JOMAR does not help plaintiff since it does not appreciably lessen likelihood of 
confusion. Court denies plaintiff’s motion but grants defendant’s motion, 1118 


Plaintiff seeks to enjoin defendants’ use of three of plaintiff's marks registered on the 
Principal Register which consist of (1) a symbol and service mark consisting of a plow, rake 
and hoe, (2) a collective mark for goods consisting of the words UNION FARMERS for a 
publication, (3) a service mark consisting of the words FARMERS UNION used in the sale and 
advertisement of services. 

Defendants concede plaintiff’s exclusive right to the symbol and service mark but claim 
right to use of the mark UNION FARMERS and FARMERS UNION. The evidence shows plaintiff 
as operating on a national scale since 1906 and as part of its activities publishes newsletters 
and pamphlets which display the service mark FARMERS UNION; as part of its national operations 
plaintiff set up state organizations operating by charter from the parent but by reason of an 
interorganizational dispute plaintiff revoked defendants’ charter but defendant has continued to 
‘display the mark UNION FARMERS on its newspaper. Defendants deny jurisdiction on the ground 
that the activities of defendants are intrastate but the Courts will consider infringement as 
interstate if the infringement adversely affects plaintiff’s interstate activities. Defendant 
contends that plaintiff’s registrations are invalid by reason of their descriptiveness but this 
burden is on defendant and defendant has failed to establish the invalidity of the marks and 
therefore defendants are enjoined from use of the plaintiff’s service mark FARMERS UNION 
and plaintiff’s collective mark UNION FARMERS. 1502 


Plaintiff moves for preliminary injunction enjoining the defendants from the use of 
LAS PALMAS and defendants move to dismiss the complaint. Plaintiff, Californian resident, 
has used the trademark LAs PALMAS for canned Spanish foods and condiments since 1922, and 
since 1948 has sold its goods under said mark in Mexico. Plaintiff registered its trademark 
LAS PALMAS under the 1905 Act in 1940 and said mark was republished in 1949. Plaintiff does 
subsantial advertising both in the United States and Mexico and has acquired a valuable good 
will. Defendant was incorporated as Las Palmas Food Company Inc. in 1953 with knowledge 
of plaintiff’s well-known trademark and the evidence shows that the adoption was not innocent. 
Defendants used the LAS PALMAS trademark on goods in Mexico and the trade name Las 
Palmas Food Company Inc. in the United States for the same general goods. Since 1954 
defendants have ceased sales in the United States under any name which includes the words 
LAS PALMAS. The evidence shows that defendants’ labels were printed by providing the 
lithographer with copies of plaintiff’s labels and that the dress of the cans and containers of 
defendants’ products are so sitnilar in appearance to those of plaintiff’s that purchasers would 
inevitably fail to distinguish them. During 1953 a registration was obtained in Mexico covering 
the mark LAS PALMAsS which was assigned to defendants. Subsequently defendants notified 
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plaintiff and its brokers in the United States and Mexico that defendant was the exclusive 
owner of LAS PALMAs and accusing plaintiff of infringement but title to the alleged registration 
was not exclusively defendant’s and therefore defendant was guilty of bad faith and these acts 
were part of a plan of pirating plaintiff’s good will. 

Since the protection of plaintiff’s rights as prior user require action by it in Mexico to 
cancel defendants’ registration and the registration of the mark in Mexico does not oust this 
court of jurisdiction to enjoin defendants, who are United States citizens, from acts of trade- 
mark infringement and unfair competition in Mexico adversely affecting commerce within the 
control of congress, an injunction is granted restraining defendants from using the mark 
LAS PALMAS in Mexico or from transferring title of the Mexican registration, in order to 
preserve the status quo. A prohibition by this court against using the trademark LAS PALMAS 
does not invalidate defendants’ registration in Mexico or interfere with the recognized 
sovereignty of Mexico. 1535 


Accounting 


Where plaintiff is unable to show damage denial of accounting for profits by trial court 
is proper since injunction affords it complete relief. The denial of counsel fees was also 
properly within the discretion of the trial court. 314 


Plaintiff is entitled to accounting for all profits which have accrued to defendants from 
use of infringing mark and to such damages as can be established have resulted therefrom. 

Accounting of profits and determination of damages are appropriate matters for reference 
to master under Rule 53 of Federal Rules of Civil Procedure. 550 


Plaintiff is entitled to accounting to include attorney fees and expenses and costs of 
litigation which shall be limited to period subsequent to its notification of infringement by 
plaintiff. 809 


An individual defendant, president, treasurer, director and majority stockholder of the 
corporate defendants, who made the decision to use the infringing mark but who was not 
shown to have had actual knowledge of the passing-off employed by salesmen, was found 
to be personally responsible for the infringement and required to account to plaintiff for 25% 
of his salary, which was the percentage of infringing sales to the total business of the 
corporations. 

The fact that defendants’ goods do not compete with those of plaintiff will not preclude 
an accounting of profits if fraud or palming off be shown, for under such circumstances it 
would be an invitation to further infringements if nothing more than an injunction was entered 
against the infringer. Corporate profits of $184,000 awarded to plaintiff. 842 


While an accounting of damages and profits does not invariably follow from a finding of 
infringement, proof of confusion and palming off justifies such additional relief and the account- 
ing is not limited to profits acquired in the geographical areas of competition between the 
parties. 

Counsel fees may be awarded to the successful litigant in trademark infringement cases 
where there is a finding of fraud. 1509 


Damages 

Plaintiff seeks an injunction and damages under Lanham Act, common law and Massa- 
chusetts statutes for infringement of its trademark premier for food and processed meat items. 
Plaintiff makes over 2,000 food items which it distributes nationally. It has used mark PREMIER 
since 1880 and its sales have exceeded 900 million dollars and its advertising has exceeded six 
million dollars. PREMIER has acquired secondary meaning. Defendant manufactures processed 
meats such as bologna, liverwurst, salami, sausage, etc. Defendant uses similar script spelling 
of PREMIER. 809 
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Territorial Limitations 

Plaintiff, retail liquor dealer in Borough of Brooklyn owns state registration of mark 
CADILLAC used on whiskies and sold exclusively in New York metropolitan area. Defendant’s 
mark CADILLAC CLUB is used on same goods and sold under license agreement. Licensor had 
state registration in Michigan and later secured federal registration for wines. Licensor sold 
its goods under said mark in Michigan and other parts of the United States, but never in 
New York State. 

Defendant extended use of mark to whiskey and sold under mark caDILLAC cLUB in New 
York. Since plaintiff’s priority is clear, he is entitled to an injunction but defendant urges 
that it be limited to metropolitan area of New York City as its sales area; but under modern 
conditions the smallest area covered by an injunction will be the area of the entire state. 1525 


EvIDENCE 


Action for trademark infringement and unfair competition by defendant of plaintiff's 
trademark WHITE KITCHEN. Plaintiff operates two restaurants in Louisiana under name 
WHITE KITCHEN. Defendant operates restaurant in Tallahassee, Florida under same name. 
Plaintiff's mark registered 1930, renewed 1950. Since 1938 plaintiff has sold barbecue sauce 
in interstate commerce under name WHITE KITCHEN ORIGINAL INDIAN STYLE BRAND BARBECUE 
STEAK SAUCE. Defendant’s restaurant operated from 1947 and has done only a local business. 
Defendant has used only WHITE KITCHEN but plaintiff emphasizes kneeling Indian before 
campfire. Evidence shows no violation of Lanham Act because restaurant business of plaintiff 
did not constitute interstate commerce. 553 


Party who has undertaken to use trade name or mark similar to that of a prior user must 
assume the burden of justifying such use. 567 


To sustain action for trademark infringement and unfair competition it is not necessary 
to show actual cases of confusion since test under Statute 15 U.S.C.A. 1114 (1) is likelihood 
of such confusion. 586 


Where neither plaintiff nor defendant, both in furniture trade, knew of sporadic or 
extraneous uses of term “baby tender” prior to commencement of suit such lack of knowledge 
is strong evidence that use of term in connection with walkers or strollers found no reception 
in trade or among consumers. 

BABEE-TENDA, no matter how spelled, is not a generic or descriptive term for plaintiff’s 
play and feeding table. 589 


Burden of proving confusing similarity was that of plaintiff, and defendant as prevailing 
party is entitled to benefit of all reasonable inferences which can be drawn from evidence 
viewed in aspect most favorable to it. 817 


In granting injunction restraining defendant’s use of sTYLIGATOR, court relied upon 
circumstance that mark was declared by defendant to be of no value in bankruptcy proceedings. 


968 


Plaintiff, in general hardware and related business sold and serviced articles of defendant 
and third party under their respective marks SHELBY and RIXSON and advertised these lines in 
his catalogues in hyphenated form sHELBy-RIxson. Plaintiff subsequently registered mark 
SHELBY RIXSON. Defendant, manufacturer of various hardware specialties registered mark 
SHELBY about a year after registration issued for plaintiff. 

Court holds that plaintiff has no right to SHELBY RIXSON mark, as it does not own either 
part of mark and does not use it in commerce. Plaintiff’s mark is ordered cancelled. 1114 


Surveys conducted under the supervision of plaintiff’s attorneys were introduced as showing 
likelihood of confusion and members of the public interviewed in the surveys testified as to 
their mistaken belief that defendant’s character was plaintiff’s, but the mistake of the witnesses 
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is explained by the fact that both characters are humanized, animated symbols of electricity. 
The evidence showing that other surveys were conducted which were not offered in evidence 
nor from which any witnesses were produced demonstrates the unreliability and lack of probative 
force of this type of testimony. 1200 







Registration of a distinctive mark does not amount to a conclusive legal monopoly, for 
a registration operates only as presumptive evidence of the monopoly and when questioned, 
its validity must be established by the claimant who hears the burden of proof. 1364 





A registrant seeking injunctive relief under the Lanham Act need not show instances of 
actual confusion for the statutory test is the likelihood that an appreciable number of prudent 
purchasers will be confused. 

In an infringement action involving MATERNALLY YOURS and YOUR MATERNITY SHOP, both 
used in connection with retail maternity stores, standing alone were found not close enough 
as to be likely to confuse reasonably prudent purchasers but the added factors of close proximity 
of the stores of the parties; the defendants studied imitation of plaintiff’s signs, labels, adver- 
tising and telephone listings ; the novelty of plaintiff’s mark and instances of actual confusion— 
including the misdelivery of mail—adequately established a likelihood of confusion. 1509 













The defendant’s choice of a mark identical to that previously used on an extensive scale 
by plaintiff in connection with a closely related line of business, when another mark could 
have been chosen to serve its avowed purpose, justified a finding of intent to trade upon the 
good will of the plaintiff. 1531 









DEFENSES 






If junior party’s use of trade name or mark is likely to result in public confusion, equity 
will afford relief irrespective of his innocent motives and any doubts as to the adequacy of relief 
will be resolved against the transgressor. 

When subsequent user’s appropriation of name is in a territory which prior user will 
probably reach in the normal course of expansion or if latter’s trade, though in a different area, 
is in competition with the trade of the former, relief will be granted to the prior user and, 
in the application of this geographical test to the motel business, consideration must be given 
to the fact that the first user’s reputation has been carried to distant points and that its customers 
are attracted from a wide area. 567 


















Defendant applied for registration of mark on April 23, 1948 and registration was granted 
October 4, 1949; plaintiff did not apply for registration of its mark until July 22, 1950; in 
view of publication given to application for registration in 1948, it cannot be said as matter 
of law that plaintiff’s delay of two years in applying for registration in July, 1950 is insufficient 
to constitute laches. 599 












Defendant’s contention that there is no likelihood of confusion because plaintiff makes non- 
refrigerated items while defendant’s items are refrigerated is without merit. Identity of products 
not essential for relief. Defendant’s acts result in dilution of plaintiff’s rights and tend to 
confuse the consumer concerning the origin of goods sold under mark premier. Plaintiff is 
therefore entitled to injunction against any use by defendant of mark. 809 







Defendant charged with infringement of plaintiff’s registered mark ACADEMY AWARD 
awarded attorneys’ fees incurred by it in cancelling the said registration for fraud in the 
procurement thereof and in the successful defense of the infringement action. 835 






Delay of two years in instituting suit after defendant’s denial of infringement does not 
constitute laches. 1200 














In an action brought by owner of state registration for mark DUTCH CHOCOLATE ICE CREAM 
based upon defendant’s use of same designation for its ice cream products, both parties using 
DUTCH CHOCOLATE in their products so designated and the plaintiff having admitted that the 
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said words identify or describe the flavor of ice cream of the parties, the court found plaintiff’s 
mark to be merely descriptive and available for use by competitors. 1364 


Limited third party use of marks similar to that of plaintiff is no defense to an action 
to enjoin the defendant’s use of the mark. 

Permanent injunction granted in an action brought by prior use of mark ALLSTATE in con- 
nection with retail sale of tires, tubes, truck bodies, trailers, rebuilt motors and a great number 
of other items in the field of automotive parts and accessories against use of same mark by 
defendant in connection with the sale of used cars, trucks, trailers, and truck bodies, tires 
and rebuilt motors. 1531 


Unrarr CoMPETITION 


Basis of Relief 


In General 


Federal law and Maryland law agree that essential element of unfair competition is decep- 
tion, by means of which goods of one dealer are passed off as goods of another. Rule as to 
protection of numeral systems seems to be that use of numerals similar to those used by 
another to designate similar merchandise does not constitute unfair competition in absence of 
conduct tending to pass off one man’s merchandise as that of another. What competition is 
unfair means depend to some extent upon standards which prevail in particular market place. 

Law affords no redress to plaintiff for damage caused by defendant’s selling identical 
goods at lower price. 84 


Perhaps most important element of unfair trade is that there be competition in sale of 
like merchandise and that there is, or is likelihood of, confusion as to which competitive article 
is being purchased. It is true that unfair trade may result from dilution of business good will 
in ways not connected directly with possible loss of a sale through deception or confusion. 94 


Right to injunctive relief has been extended by courts even where there is no competition 
between parties and no confusion as to source of goods, where there is likelihood of injury to 
business reputation or of dilution of distinctive quality of trade name or trademark. 117 


Doctrine of unfair competition has not been limited to palming off of goods but has been 
extended in order to grant relief where there has been no fraud on the public but a misappro- 
priation for the commercial advantage of one person of a benefit or a property right belonging 
to another. Plaintiff’s right to control the production of his boxing performance, involving the 
right to control the scope of his services were impaired by defendants and plaintiff is entitled 
to damages under the principles of unfair competition constituting an injury to a property right. 
Fact that plaintiff is not an “artist” does not effect basic law. Quality of performance is 
not criterion. If a performer performs for hire, a curtailment, without consideration, of his right 
to control his performance is a wrong to him. Judgment reversed and case remanded. Dissent 
by Hastie. 319 


Court does not find palming off when package contains trademark of defendant in large 
letters which would tell any individual purchasing it that he was getting defendant’s goods. 

Under Michigan law fact that careless purchaser can easily be confused is taken into 
consideration under some circumstances. 435 


The simple test of unfair competition is whether or not the resemblance in the goods of 
the parties is calculated to deceive. So far as equity is concerned the controlling question is 
whether the act complained of is fair or unfair. 

In an action to enjoin a competitor from simulating the decorative features of a special 
contour shoe, plaintiff sustained the burden of showing that certain of the features were non- 
functional, that they served to identify his shoes, that purchasers were moved to purchase his 
shoes because of source and that there existed a fair likelihood of confusion if the defendant 
continued to sell a shoe identical to plaintiffs in all respects. 458 
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Jurisdiction of Court of Customs and Patent Appeals is limited to questions of law on 
appeal from Tariff Commission under provisions of Section 337 of Tariff Act of 1930; findings 
of fact by Commission may therefore be reviewed only to extent of determining whether record 
contains substantial evidence to support them. 463 


Unfair competition is not established where there was insufficient evidence to show 
defendant’s product was marketed in such a manner that public in general using ordinary care 
would be mistaken in selecting such product when intending to select that of plaintiff’s ; evidence 
of mere possibility of deception does not in and of itself constitute a basis on which to sustain 
charge of unfair competition. 583 


That same stove is involved in original complaint for declaratory judgment as to non- 
infringement and in counterclaims for patent infringement and unfair competition is not enough 
to fulfill jurisdictional requirement of Section 1338 of 28 U.S.C. 1338(b) where source of stated 
unfair competition was completely separable from patent case. 822 


While an original dress design may be copied with impunity in the absence of patent 
protection, one may not so copy based upon knowledge acquired in trust and confidence. 
Original dress design is protectable in a manner analogous to that of common law copyright; 
publication results in dedication to the public and while not every disclosure will amount to 
such publication the general sale of the dress embodying the design will. 

Rights in an original dress design will be lost by a disclosure which puts the product 
embodying such design within the reach of the general public so that all may have access to 
it even though the creator attempts to limit its use by those to whom it is disclosed and even 
in the absence of a general sale or offering. Formal showing of original dress design before 
select invitees who understood that they were there to see and buy the dresses but not to 
disclose or make sketches thereof was not a publication such as would dedicate the design to 
the public and if defendant procured one such invitee to disclose the design, an injunction 
restraining copying would be proper. Formal showing of original dress design to which press 
representatives were invited and who were expected to and did describe the design in news- 
papers, resulted in a publication permitting copying of the design by others. 830 


Plaintiff seeks an injunction against the use by defendant parent company and of its 
subsidiaries of the mark sono in plaintiff’s 15 state trading area wherein it contends it is 
entitled to the exclusive use of STANDARD OIL, STANDARD, S.0., S O CO., SOCO and SOLITE, on the 
ground that sono is the contraction of, and signifies to the purchasing public, sTANDARD OIL 
OF OHIO or STANDARD OIL and therefore defendants are benefiting by plaintiff’s reputation and 
good will. Defendants charge laches and acquiescence by virtue of substantial dealings by 
plaintiff's subsidiary sTANOLIND OIL AND GAS COMPANY with defendants’ production and pipe- 
line subsidiaries which have operated in plaintiff’s territories since 1938 and deny that son1o 
stands for STANDARD OIL and contends it is an arbitrary mark adopted to indicate a “Superior 
Ohio Oil.” 867 

Plaintiff may ultimately succeed even in absence of competition between goods of parties 
and absence of confusion as to source of products. 947 


Neither direct competition between the parties nor a threat of confusion as to the source 
or sponsorship of their goods or services need be shown to warrant the issuance of an 
injunction restraining unfair competition. 954 


Although defendant’s business operations may be confined to a limited geographical area, 
the possibility of expansion presents the plaintiff with the necessity to proceed promptly or risk 
a later charge of laches. 

Action brought by ED SULLIVAN, prominent newspaper columnist and radio and TV 
personality, who had upon occasion endorsed particular brands of radio and television receivers 
and whose name was automatically identified by the public with radio and television, to restrain 
defendant’s use of diminutive ED in corporate name ED SULLIVAN RADIO & TV, INC., in connection 
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with a radio and TV repair business, the corporation having succeeded to the business of one 
of its incorporators who was also president, EDWARD J. SULLIVAN. Injunction granted. 954 


Where the electric power cooperatives are prohibited by law from serving anyone served 
by private utilities there is no competition which is important in determining likelihood of 
confusion and unfair competition. 1200 


The exclusive distributor in the United States of dictating and transcribing machines who 
had expended great effort in improving the machines and creating a market therefor under the 
trademarks of the foreign manufacturer was granted an injunction restraining another from 
reaping the benefits of plaintiff’s efforts by purchasing inferior machines of the manufacturer 
from European suppliers and selling them in the United States under the same trademarks. 1529 


Trade and Commercial Names 


Appeal from decision granting injunction where plaintiff claimed defendant had undertaken 
to appropriate name and good will developed by plaintiff which had acquired secondary 
meaning. Plaintiff originally in all phases of aviation industry, including manufacture and 
transportation. In 1938 disposed of transportation division but continued to build countless 
thousands of military planes known the world over. NORTH AMERICAN acquired secondary mean- 
ing in connection with aviation identifying plaintiff exclusively. Plaintiff also used formalized 
drawing of flying triangle enclosing NAA and slogan, THE NORTH AMERICAN WAY both of which 
defendant has used in slightly different forms. Proof showed overwhelming confusion of 
source. Defendant a ticket agency did not limit the use of the name to ticket selling but used 
NORTH AMERICAN on planes of plaintiff’s competitors. Injunction is affirmed. 70 


New York Penal Law, Section 964 makes it misdemeanor for one with intent to deceive 
public to assume corporate, firm or trade name of another, and also provides alternative civil 
remedy authorizing making summary application for injunction; it contemplates special proceed- 
ing designed to provide summary method of preventing or terminating species of fraud; when 
it properly lies it is not necessary to bring plenary action or to serve formal process or 
pleading ; courts are empowered to adapt their proceedings to implement statute and summary 
remedy may be obtained on affidavits alone without necessity of trial; consequently remedy 
may be invoked only when right thereto is established in clear manner, and must be denied 
where basic factual allegations of violation are controverted. 

Elements present which prevent obtaining of summary remedy under New York Penal Law 
Section 964 are 1) that material averments with respect to intent to deceive and likelihood 
of deceiving public which deals with firm involved are substantially controverted and 2) that 
names used are clearly descriptive of type of business in which both corporations are engaged. 

INDUSTRIAL PLANTS CORPORATION and INDUSTRIAL LIQUIDATING CO. INC. are clearly 
descriptive of business of industrial auctioneering, appraising and liquidating, and it cannot be 
said from an affidavit that word INDUSTRIAL has attained such a secondary meaning as to 
disqualify any other than first user from using word in its corporate name. 103 


Proper function of trademark is that by association with goods it becomes means of 
identification of origin or ownership of article and hence a symbol of good will; this essential 
element is same both in trademark cases and in cases of unfair competition unaccompanied with 
trademark infringement ; law of trademarks is but part of law of unfair competition. 187 


Complaint pleading two claims of trademark infringement and one of unfair competition 
alleges that plaintiff sells n1c soy hamburgers at its HOME OF BIG BOY restaurants, and that 
defendant subsequently used Bic Boy for outdoor barbecue equipment made in its HOME OF BIG 
BOY MANUFACTURING COMPANY; plaintiff as a minimum has succeeded in stating claims and 
is entitled to trial; there seems to be little likelihood of confusion of identity of products, but 
upon a trial there may be some proof of confusion of source that entitles plaintiff to some 
relief. 199 
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Florida law requires more than establishment of secondary meaning and confusing similarity 
of names as applied to same goods for relief. Protection only granted where competitor so 
disguises his product or by promotion or otherwise leads casual buyer to purchase infringing 
article believing it to be the original. Customer confusion must be shown. So where plaintiff 
for 14 years sold bread as DANDY and acquired secondary meaning and defendant then sold 
bread in same city under mark DANDEE and plaintiff was unable to show sales damage or 
customer confusion and defendant introduced “certain evidence that no confusion would occur” 
a district court finding for defendant is affirmed. 291 


Injunction granted to restrain defendant’s use of trade name PHILADELPHIA GAS AUTOMATIC 
HOT WATER HEATER CO. in connection with business of selling automatic gas hot water heaters 
upon ground that such use lends itself readily to confusion with plaintiff's trade name 
PHILADELPHIA GAS HEATING COMPANY to which a secondary meaning had been attached in 
connection with the installation of home heating equipment and hot water heaters. 294 


Suit for trademark infringement of word ArTyPE used on sheets of acetate containing 
letters and symbols used in preparing advertising matter and for unfair competition. Defendant 
uses VARI-TYPE machines to reproduce letters and symbols for same purpose. Defendant does 
business under name ART-TYPE and some confusion has resulted. District Court held plaintiff's 
mark invalid because of descriptiveness. Defendant stipulated that plaintiff’s mark was 
valid and hence cannot insist upon affirmance of ruling that it was invalid. ARTYPE 
does not so completely describe the acetate sheets as to be incapable of indicating plaintiff as 
source. A term is not descriptive if it does not describe the goods to which it is affixed 
although it would be “descriptive” if affixed to other goods. Law of New York controls and 
would protect mark artypPe regardless of secondary meaning. While adoption of mark by 
defendant was innocent he insisted upon continuing to use the mark after demand of plaintiff. 
Plaintiff entitled to judgment on claim for unfair competition. 421 


Unfair competition resulted from defendants’ use of name PEKING PALACE for their new 
restaurant in view of plaintiffs’ long prior and continued use of PEKING RESTAURANT for their 
restaurant located about twenty blocks away on same street; conclusion was based on finding 
that word PEKING is not descriptive of style of Chinese cooking, but is arbitrary designation 
identifying plaintiffs’ restaurant. 443 


Plaintiff fails to prove unfair competition since evidence does not show actual competition 
between the restaurants, no attempt by defendant to “palm off” his products as those of plaintiff 
nor any attempted simulation of the name, symbols or devices of plaintiff. Furthermore plain- 
tiff’s registration covers kneeling Indian as well as words WHITE KITCHEN which alone are 
merely descriptive. Evidence does not support plaintiff's claim under Lanham Act in connection 
with barbecue sauce which concededly was shipped nationwide, including Florida since proof 
of competition in Tallahassee where defendant does a local business is vague and meager. 
Dismissal of complaint is therefore affirmed. 553 


Unfair competition may be found even in the absence of competition between the parties 
and notwithstanding failure to establish actual confusion; the danger to be protested against 
is the power of the defendant to tarnish the honor of integrity of the plaintiff’s name or mark. 

Mark A.A.A., used by plaintiff American Automobile Association and its wholly owned 
insurance company, infringed by defendant’s use, in connection with business of placing sub- 
standard insurance risks, of same letters under which appeared ANY RISK, ANYWHERE, ANYTIME. 


564 


Plaintiff seeks to prevent defendant from using Esgurre in block letters in its corporate 
name. If defendant’s conduct were found to afford him free ride on plaintiff’s reputation, law 
presumes injury without proof that defendant has cheapened it by association with an inferior 
product. Even if plaintiff’s use of esquire had tended to increase public use or acceptance 
and enhanced common meaning of word, this would not be basis of claim of unfair competition. 


577 
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Words FoUR WHEEL BRAKE either by themselves or with words such as “service” or 
“alignment” are descriptive, common words; generic words may not be appropriated as trade 
names by anyone for his exclusive use. Use of name may be enjoined, even though it is 
incapable of exclusive appropriation as a trade name, if confusion is likely to result. 

Test of unfair competition is not necessarily that patrons were misled by trade name, but 
that it is probable they would be misled. Where circumstances are not those which admit of an 
exclusive trade name, restriction of use because of possible confusion and deception by use of 
words which, at least in their primary meaning, are generic will be considerably more limited, 
and this because the words tell the truth generally and only in special uses are deceptive. 

Courts should not attempt to protect against any possible mistake which might be made 
by extraordinarily careless observer but to protect reasonably careful patrons who exercise 
ordinary powers of perception. 594 


Action to enjoin competitors’ use of geographical designations in trade names BENDIX 
SERVICE OF BROOKLYN, BENDIX SERVICE OF QUEENS and BENDIX SERVICE OF NASSAU brought by 
one using name BENDIX SERVICE OF NEW YORK, dismissed. Neither party can assert proprietary 
rights in the word BENDIX which forms the commercially potent part of their names and in the 
absence of proof of secondary meaning no exclusive right in geographical words can be 
enforced. Further, plaintiff was chargeable with unclean hands since the use of the word 
BENDIX falsely indicated a connection with the maker of BENDIX products. 849 


Letters S. O. in petroleum industry stand for sTANDARD om and plaintiff is entitled 
to their exclusive use in its 15 state territory. Evidence indicates that soH1o is the abbrevia- 
tion of STANDARD OIL OF OHIO as shown by article in defendants’ house organ in 1929. Defendants’ 
contention that son1o was adopted to indicate a Superior Ohio Oil not persuasive in face of the 
fact that at the time of its adoption there was already in existence a Superior Oil Company 


in Cleveland. sonio infringes plaintiff’s marks since in sound, appearance and significance it is 
confusingly similar. 867 


While courts usually will not interfere with an individual’s use of his own name in 
business, the trend is to restrain use of a family name where it tends to induce public confusion 
especially when a corporation adopts the name of one of its incorporators who may at any time 
transfer his interest therein to third parties. 954 


Injunction granted to defendant restraining plaintiff’s use of ESKIMO in connection with 
manufacture and sale of refrigeration cabinets, defendant having shown prior use and regis- 
tration of mark ESKIMO in connection with ice cream and frozen foods, said products having 
been sold from refrigerated cabinets bearing the words ESKIMO and ESKIMO PIE. 973 


Plaintiff, publisher of monthly magazine sport, containing stories and articles concerning 
sport seeks injunctive relief to restrain alleged unfair competition by defendant, publisher of 
SPORTS ILLUSTRATED, a weekly publication, reporting primarily current events in the sports 
world. 

Both publications are different in content, format and means of distribution, and the title 
SPORT is merely descriptive of content of magazine and has not acquired secondary meaning, 
and is not capable of exclusive appropriation. Few instances of misdirected mail alone cannot 
support finding of likelihood of confusion. Complaint dismissed. 1124 


Owner and operator of large amusement park, ROCKAWAYS PLAYLAND for over 25 years 
petitions for injunction of respondent’s use of name PLAYLAND CENTER, INC. for small amuse- 
ment park located in same county by virtue of Section 964 of Penal Law which provides penal 
and civil remedies against use of confusingly similar terms and provides for summary relief 
based on affidavits. Respondent commenced use of name in 1952; when told to discontinue use 
of name, respondent removed sign but re-erected it in 1954 with name PLAYLAND CENTER, INC. 
and large figure of clown’s head. 

Since respondent recognized likelihood of confusion by initial compliance with petitioner’s 
request the conclusion is iiescapable that respondent intended to trade on petitioner’s name and 
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take advantage of his reputation. Disparity in size of enterprises has no bearing upon ultimate 
decision. Where common words have acquired secondary meaning same name cannot be 
appropriated for use by competitor in same locality. Court permanently enjoins respondent 
from use of petitioner’s name. 1192 


Where businessman has developed special use of word or symbol that has been open to 
anyone to use, competitor may not unfairly appropriate same concept to sow confusion from 
which he reaps a profit. 

Use of term st. NICK and portrayals of SANTA CLAUS in connection with defendant’s 
business seem to have single-minded design of attracting patrons seeking plaintiff’s facility to 
come to business establishment of defendant; this is unfair competitive practice. 1356 


Plaintiff, directors and trustees of THE FIRST CHURCH OF CHRIST, SCIENTIST (The Mother 
Church, Boston, Mass.), move for permanent injunction to restrain defendants, members of 
THE THIRD CHURCH OF CHRIST, SCIENTIST in Akron, Ohio from use of term. Plaintiffs are 
highest authority and judicatory of Christian Science denomination and control all branch 
churches, as set forth in their Church Manual. 

Court holds that although defendants have the right to practice Mary Baker Eddy’s 
teachings, they should be denied use of CHURCH OF CHRIST, SCIENTIST or any variant thereof 
and should not be permitted to profit from use of term because use of the term signifies to 
the public that it is a bona fide church of the Christian Science denomination related to the 
Mother Church. 1499 


Mere elimination of word QUEEN and substituting crest on same shaped sign used for 
DAIRY QUEEN ice cream dispensing and equipment is merely a simulation of the original legend 
and likely to be confused in the minds of the public. 1547 


Plaintiff seeks to restrain defendant from using the term RIVERBANK in its business. Plaintiff 
moved for temporary injunction and defendant moves to dismiss for lack of proper venue. 
Illinois law controls question of diversity. Supreme Court decided service on defendant was 
proper and remanded. 

Plaintiff organized in 1921 for scientific research in insulation of sound and acoustics. 
Subsequently defendant contracted with Riverbank Insulating Door Company (in which concern 
plaintiff was a partner) to manufacture and sell the Riverbank Sound Insulating Door 
throughout U. S. Subsequently thereafter patent issued on door. Defendant had exclusive 
license and was not to sell any other door but RIVERBANK. Defendant built up nationwide 
business in RIVERBANK doors. Riverbank Insulating Door Co. dissolved in 1954. Prior to 
expiration of patent defendant applied for trademark registration. Plaintiff attempted to cancel 
license and argues that for years RIVERBANK has been associated with plaintiff’s reputation 
in field of acoustics and defendant’s use of RIVERBANK was unauthorized. Record shows that 
for 18 years plaintiff agreed to use of RIVERBANK by defendant. Court has previously held that 
patentee may not secure a continuation of his monopoly by obtaining trademark registration. 
Plaintiff has not made sufficient showing of unfair competition to justify issuance of temporary 
injunction. 1555 


Dress of Goods 


Color cannot be subject of unfair competition of itself except in arrangement with some 
other design and style. Where there has been open and conspicuous display of defendant’s 
trademark clearly disclosing that defendant was manufacturer of package, there can be no 
instances of unfair competition based on plaintiff’s product having attained secondary meaning 
during seventeen years it had been protected by its patent. 

There was no proof that plaintiff’s package had attained secondary meaning for reasons 
that it was not shown that consumers cared who manufactured goods which plaintiff’s package 
contained, and where it was not shown that appearance of plaintiff’s package signified to 
consumers that it had any origin in any particular manufacturer. 435 
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Suit for unfair competition based upon package similarities between plaintiff's somNi-cAPs 
and defendant’s soMNICAPS dismissed where comparison showed similarity only in the size 
and shape of the bottles with the labels different in color, lettering, composition and general 
appearance. 455 


The ultimate test of unfair competition is the question of whether or not there is a con- 
fusing similarity between the marks. That a few particularly undiscriminating prospective 
purchasers might be misled is not enough. Similarity of color and illustrations on the labels 
are claimed in this case, but one may not acquire a monopoly in a color unless combined with 
a design or symbol in such a manner as to become distinctive of the product. Here the use by 
defendant of the color, words and silhouettes preceded plaintiff's use. While a side-by-side 
comparison is not conclusive, it is helpful in determining likelihood of confusion. Such an 
examination shows there is no imitation of the lettering, the form, script or symbols used by 
the plaintiff. The plaintiff has not acquired a secondary meaning in the method of packaging 
and therefore defendant is not competing unfairly with plaintiff. 542 


Ordinarily anyone is free to copy an original dress design released to the public and not 
protected by patent or copyright; whatever ethics or style piracy, so long as only copying is 
involved law does not intervene; defendant is enjoined, however, where its predecessor had 
agreed in prior design patent infringement suit not to copy plaintiff’s designs. 1354 


Score or RELIEF 


Injunction 

Where decree has issued enjoining defendant from selling, delivering or offering for sale 
in response to calls or orders for plaintiff’s branded soft drink any product other than plaintiff's, 
all law requires to find violation of decree is that party offending knowingly does or permits 
act to be done which violates the decree rather than doing an act with the intent of violating 
the decree. 

Manner and method in which defendants do business and admonition given their employees 
as to conducting business are pertinent to matter of penalty to be adjudged rather than to 
matter of defense for violation of decree. 

Expenses incurred in enforcing court order are properly considered in imposing remedial 
fine; court also considers facts that plaintiffs have incurred unnecessary expense in bringing 
in multiplicity of witnesses, economic situation of defendant, and absence of loss of profits or 
damage to reputation of plaintiff. 114 


Fabric manufacturer may lawfully use competitor’s specially designed fabrics as samples 
in the solicitation of orders prior to the actual manufacture by it of such fabrics even where 
to do so will permit it to obtain advance orders at lower prices so long as no confusion or 
deception of customers results. 

Fabric manufacturer using competitor’s goods as samples in the solicitation of orders will 
be enjoined from representing that such samples are of its own manufacture. 191 


Likelihood of confusion found to exist in defendant’s practice of simulating nonfunctional 
details of plaintiff's contour shoes although they could not be casually purchased, costing $70 a 
pair, but rather had to be custom made from individual casts. The court concluded, however, 
that the display of defendant’s shoes might lead purchasers to believe that the shoes were 
designed by plaintiff. There was no occasion for defendant’s copying except for the purpose 
of unfair competition. Injunction granted restraining defendant’s use of distinctive features 
of plaintiff's shoes and further requiring defendant to affix his name to all shoes made by 
him. 458 


Condition for issuance of injunction which forbids total use of sign bearing descriptive and 
generic words will be that plaintiff pay an amount later to be determined, as whole or part 
of cost of new sign for defendant. 594 
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Even though prior user’s trade is in an area outside that covered by junior user’s business, 
the latter will be enjoined if at the time he adopts the name or mark he had notice of the other’s 


prior use. 602 







Substantial issue as to defendant’s right to use trademark forbids granting of injunction 
without trial; since plaintiff, if entitled to relief, should have it without undue delay, there 
must be early trial. 947 








Plaintiff, manufacturer of paints, varnishes and enamels sells its best line under registered 
mark FLINT Top. Oral agreement was entered into with defendant engaged in buying hardware 
and paints at wholesale prices for sale to retail dealers who are stockholders of defendant's 
corporation to use mark HANK’s PAINTS and AGATE TOP manufactured by plaintiff. Color 
numbering system adopted by both parties for various hues of paint is very similar. Defendant 
continues use of numbering system after ceasing purchase of paint from plaintiff. Examination 
of defendant’s labels disclose to potential purchaser origin of paint. 

Records show that defendant no longer uses term AGATE Top, hence there is no basis for 
present relief by injunction, and there is no evidence of deceit by “palming off.” Where there 
is no deceit, there is no unfair competition and complaint is dismissed. 1121 












Damages 


Plaintiff fought Joe Louis in Philadelphia in 1936. Motion picture rights were sold. 
In 1949 and 1950 National Broadcasting Company twice telecast the motion pictures of the 
Ettore-Louis fight as part of a series, GREATEST FIGHTS OF THE CENTURY and simultaneous 
telecasts were made in New York and Philadelphia. At time of original fight television was 
nonexistent. Plaintiff claims invasion of his right of privacy and damage. Trial court dismissed 
complaint. 319 










Basic rule of damage in case of unfair business competition is amount which plaintiff 
would have made except for defendant’s wrong. 1356 







EvIpENCE 







Confusion in minds of public is not shown by reports from plaintiff’s investigators that 
clerks informed them that goods bearing defendant’s mark were made by plaintiff. 99 






Plaintiff, publisher of ESQUIRE magazine objects to defendant’s use of name ESQUIRE on 
any slippers manufactured by this company and reproduction of word in script as distinguished 
from block letters which defendant employs frequently but not uniformly. 

ESQUIRE in the public mind is not limited either to men’s fashions or to plaintiff’s magazine 
but has general connotation for which defendant contends. 577 






On record before it, court unwilling to hold that a naked license had been extended by 
plaintiff for use of the name RUBY FOO’S DEN in connection with a restaurant business where 
it appeared that plaintiff was the president for a number of years and at the time of trial 
still was a director of the corporation operating such business and the agreement allegedly 
required high grade food and service with a right of revocation in the plaintiff for the breach 


of any condition. 602 










Evidence of likelihood of confusion produced by means of public surveys conducted by 
college students who did not know the purpose of the survey, as to what the word soHIo 
meant to the members of the public and which was criticized because it was not conducted 
along lines of the Gallup poll is admissible as competent evidence. 867 








Defendant, while authorized to use plaintiff’s name on bread labels, was not permitted 
to feature that name more prominently than its own and the disregard by others of a similar 
restriction was no excuse for defendant’s conduct. 1507 
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DEFENSES 


Plaintiff's failure to secure municipal license, if liable therefor, was a wrong only against 
municipality, and not a bar against plaintiff’s obtaining relief against unfair competition. 79 


Use of a trade name by a licensee creates no right in him as against the licensor. 602 


The dealings between subsidiaries of plaintiff with those of defendant were largely joint 
production or sale and purchases of oil having no particular effect on the public and causing 
no confusion. Confusion arose when defendant sold soH1Io products at service stations in 
Michigan. Plaintiff’s protests were rejected on theory that use of soHIO would be continued 
until compelled otherwise. No evidence of laches on marketing. 867 


Plaintiff is estopped from asserting any rights held as prior and exclusive user of mark 
when he executed license recognizing defendant’s ownership of the mark sUNBEAM and 
MISS SUNBEAM. Complaint dismissed. 1214 


VIII. COURTS 


JuRISDICTION 


Jurisdiction of Court of Customs and Patent Appeals is limited to questions of law on 
appeal from Tariff Commission under provisions of Section 337 of Tariff Act of 1930; findings 
of fact by Commission may therefore be reviewed only to extent of determining whether 
record contains substantial evidence to support them. 463 


That same stove is involved in original complaint for declaratory judgment as to non- 


infringement and in counterclaims for patent infringement and unfair competition is not enough 
to fulfill jurisdictional requirement of Section 1338 of 28 U.S.C. 1338(b) where source of 
stated unfair competition was completely separable from patent case. 822 


While duplicate litigation should be avoided and as between coordinate courts of the same 
sovereignty involved in duplicate litigation that prior in time should have precedence, where 
the issues are not duplicate or the parties are different, then these principles are not 
controlling. 827 


Infringements occurring in foreign countries may have a sufficient effect on commerce to 
justify domestic jurisdiction, but the infringement remedies provided for in Section 32(1) (a) 
of the Lanham Act were not intended to have application to acts committed by a foreign 
national in his home country under a presumably valid registration in that country. 

Section 44 of the Lanham Act has no extraterritorial effect, for the benefits therein 
provided relate solely to domestic rights and since only the same benefits are given to United 
States citizens by that section, their rights too are similarly circumscribed. 852 


Action for infringement of mark registered in Iowa properly transferred by defendant 
to Federal District Court upon a showing of diversity of citizenship and the requisite 
jurisdictional amount. 1364 


An unfair competition count related to a claim of trademark infringement is within the 
jurisdiction of the federal courts under 28 U.S.C.A. §1338 (b) notwithstanding that the acts 
complained of originated prior to issuance of plaintiff’s registration since the claims need not 
have exact chronological correspondence and identity. 1509 


Plaintiff moves for preliminary injunction enjoining the defendants from the use of 
LAS PALMAS and defendants move to dismiss the complaint. Plaintiff, Californian resident, has 
used the trademark LAs PALMAS for canned Spanish foods and condiments since 1922, and since 
1948 has sold its goods under said mark in Mexico. Plaintiff registered its trademark Las 
PALMAS under the 1905 Act in 1940 and said mark was republished in 1949. Plaintiff does 
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substantial advertising both in the United States and Mexico and has acquired a valuable good 
will. Defendant was incorporated as Las Palmas Food Company Inc. in 1953 with knowledge 
of plaintiff’s well-known trademark and the evidence shows that the adoption was not innocent. 
Defendants used the LAs PALMAS trademark on goods in Mexico and the trade name Las Palmas 
Food Company Inc. in the United States for the same general goods. Since 1954 defendants 
have ceased sales in the United States under any name which includes the words LAs PALMAS. 
The evidence shows that defendants’ labels were printed by providing the lithographer with 
copies of plaintiff’s labels and that the dress of the cans and containers of defendants’ products 
are so similar in appearance to those of plaintiff's that purchasers would inevitably fail to 
distinguish them. During 1953 a registration was obtained in Mexico covering the mark 
LAS PALMAS which was assigned to defendants. Subsequently defendants notified plaintiff and 
its brokers in the United States and Mexico that defendants were the exclusive owners of LAS 
PALMAS and accusing plaintiff of infringement but title to the alleged registration was not 
exclusively defendants’ and therefore defendants were guilty of bad faith and these acts were 
part of a plan of pirating plaintiff's good will. 

Since the protection of plaintiff’s rights as prior user require action by it in Mexico to 
cancel defendants’ registration and the registration of the mark in Mexico does not oust this 
court of jurisdiction to enjoin defendants, who are United States citizens, from acts of trade- 
mark infringement and unfair competition in Mexico adversely affecting commerce within the 
control of congress, an injunction is granted restraining defendants from using the mark LAs 
PALMAS in Mexico or from transferring title of the Mexican registration, in order to preserve 
the status quo. A prohibition by this court against using the trademark LAs PALMAs does not 
invalidate defendants’ registration in Mexico or interfere with the recognized sovereignty of 
Mexico. 1535 


PLEADING AND PRACTICE 


Voluntary dismissal of a complaint charging trademark infringement does not deprive a 
federal district court of jurisdiction to determine the issues raised in defendant’s compulsory 
counterclaim even where no independent grounds of federal jurisdiction are alleged in said 
counterclaim. 304 


Separate statement of claims is required only when several claims are stated founded on 
separate transactions or occurrences; use of term “unfairly trade” does not change essential 
nature of claim, and dilatory motion for separate statement and numbering is denied. 461 


Defendant seeks to reargue Court’s denial of defendant’s motion to dismiss counts of 
complaint in which plaintiff sought relief from defendant’s charges of trademark infringement 
by virtue of the Declaratory Judgment Act. While plaintiff does not claim any trademark 
rights, common law or otherwise it is entitled to adjudicate defendant’s Federal registrations 
which it claims are invalid because they embody the common generic term for the goods. 
The owner of a trademark should not be permitted to charge infringement and by delaying 
the institution of action obtain “incontestable” rights, with the alleged infringer in the meantime 
rendered helpless. 814 


Suit for trademark infringement and unfair competition. Plaintiff, Emerson Electric of 
St. Louis brought suit in New Jersey District Court alleging infringement of name EMERSON 
by Emerson New York in connection with the sale of air conditioners. Subsequently Emerson 
St. Louis brought suit in Missouri District Court against Emerson New York and its local 
distributor again charging trademark infringement and unfair competition. Emerson New 
York quashed service and distributor’s motion to transfer action to New Jersey was denied. 
Defendant seeks to enjoin parties in subsequent Missouri action from proceeding but motion is 
denied since parties in two actions are different as manufacturer is sole defendant in New 
Jersey action while distributor is sole defendant in Missouri action. Also the issues in two 
actions may in fact differ where acts of a third party distributor are involved. 827 
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Supreme Court of Georgia sustains demurrer to complaint wherein plaintiff alleged that 
it was an affiliate of the Automobile Association of America, that since 1927 it had used the 
AAA emblem in connection with the business of selling insurance and financing automobiles 
and that defendant subsequently adopted the letters Aaa for use in connection with a competing 
business; the complaint did not allege facts showing prior rights in or use of the letters AAA 
or that the public would be deceived by defendant’s acts. 956 


MotTIoNns 


Affidavit by Sales Director stating that no instances of confusion have been reported to 
him after instructions to salesmen to report any such instances and stating that this confirms 
his conviction that there is no reasonable likelihood of confusion is merely expression of 
affiant’s opinion and his legal conclusion; in motion for summary judgment, such expressions 
are totally ineffectual and are not to be given any consideration or weight. 586 


Complaint alleges controversy between plaintiff’s stuffed toy dog snoopy and defendant’s 
mechanical toy dog SNOOPY SNIFFER and that defendant threatens suit, but since no registered 
trademarks are involved and there is no diversity of citizenship between the parties, court 
lacks jurisdiction to consider a controversy relating to common law trademarks. Action for 
declaratory judgment does not create jurisdiction since statute provides that a Federal Court 
may enter a declaratory judgment only “in a case of actual controversy within its jurisdiction.” 
Therefore the complaint is dismissed. 418 


Defendant seeks to reargue Court’s denial of defendant’s motion to dismiss counts of 
complaint in which plaintiff sought relief from defendant’s charges of trademark infringement 
by virtue of the Declaratory Judgment Act. While plaintiff does not claim any trademark 
rights, common law or otherwise it is entitled to adjudicate defendant’s Federal registrations 
which it claims are invalid because they embody the common generic term for the goods. The 
owner of a trademark should not be permitted to charge infringement and by delaying the 
institution of action obtain “incontestable” rights, with the alleged infringer in the meantime 
rendered helpless. 814 


Plaintiff’s motion for declaratory judgment for right to practice before Patent Office as an 
attorney is granted. Trademark Rule 2.12(b) is invalid insofar as it attempts to take away 
right to practice in trademark cases enjoyed by plaintiff under prior trademark rules. 1220 


FINDINGS 


Findings of fact by District Court may be set aside on appeal only if clearly erroneous; 
rule applies to patent and trademark cases under R.S. 4915; findings are not to be overturned 
lightly ; in cases under R.S. 4915, finding of fact by Patent Office as to priority of invention 
or confusing similarity of marks must be accepted as controlling, unless contrary is established 
by evidence which in character and amount carries thorough conviction; mere preponderance 
of evidence is not sufficient with regard to invention; Patent Office finding must be accepted 
if it is consistent with evidence, Patent Office being an expert body preeminently qualified to 
determine questions of this kind. 444 


A state court injunction against president of applicant enjoining him from using GLASER’s 
in script form as shown in state registration, but which did not prevent him from using his 
surname or full name does not bar registration of GUS GLASER. 1276 


CoNTEMPT PROCEEDINGS 


In contempt proceeding arising from trademark infringement action, judgment gives 
plaintiff (a) expenses in bringing contempt to attention of court (b) profits of defendant arising 
out of violation of decree and (c) taxable court costs. 945 
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Costs 


Defendant charged with infringement of plaintiff’s registered mark ACADEMY AWARD 
awarded attorneys’ fees incurred by it in cancelling the said registration for fraud in the 
procurement thereof and in the successful defense of the infringement action. 835 


ConFiict or Laws 


In diversity case district court must follow conflict of law’s rule of state in which it sits. 
Ettore’s rights were injured in Pennsylvania, Delaware, New Jersey and New York and 
therefore laws of each state must be examined as to right to relief. Each state considers 
injury as here, an injury to a property right. 319 


In an action involving domestic trademark rights, the decisions of courts in foreign 
countries respecting the rights of the parties are irrelevant and inadmissible. The law of the 
place where the wrong takes place usually governs, and in infringement or unfair competition 
actions the place of the wrong is not where the infringing mark is affixed but where the 
deception occurs. 

While the International Convention for the Protection of Industrial Property, to which 
the United States is a party, is self-executing in this country, it creates no private rights under 
domestic law for acts occurring in foreign countries. The Convention essentially assures that 
foreign nationals will be accorded in each member country the same protection against unfair 
practices as is granted to local citizens; it does not give extraterritorial effect to domestic law. 

A complaint seeking to enjoin a Canadian corporation from committing acts of infringe- 
ment in Canada under a Canadian trademark registration does not state a claim under the 
laws of the United States and although personal jurisdiction over the defendant existed here, 
the federal courts will not assume to determine a controversy which necessarily involves the 
propriety of the sovereign acts of a foreign country and the existence of private rights under 
the laws thereof. 852 


An action charging trademark infringement and unfair competition which involves federal 
trademark registrations is to be controlled by federal law. 973 


IX. STATE STATUTES 


Plaintiff seeks an injunction and damages under Lanham Act, common law and Massa- 
chusetts statutes for infringement of its trademark premrer for food and processed meat items. 
Plaintiff makes over 2,000 food items which it distributes nationally. It has used mark 
PREMIER since 1880 and its sales have exceeded 900 million dollars and its advertising has 
exceeded six million dollars. PREMIER has acquired secondary meaning. Defendant manufactures 
processed meats such as bologna, liverwurst, salami, sausage, etc. Defendant uses similar script 
spelling of PREMIER. 809 


In an action brought by owner of state registration for mark DUTCH CHOCOLATE ICE CREAM 
based upon defendant’s use of same designation for its ice cream products, both parties using 
DUTCH CHOCOLATE in their products so designated and the plaintiff having admitted that the 
said words identify or describe the flavor of ice cream of the parties, the court found plaintiff's 
mark to be merely descriptive and available for use by competitors. 1364 


Plaintiff, retail liquor dealer in Borough of Brooklyn owns state registration of mark 
CADILLAC used on whiskies and sold exclusively in New York metropolitan area. Defendant’s 
mark CADILLAC CLUB is used on same goods and sold under license agreement. Licensor had 
state registration in Michigan and later secured federal registration for wines. Licensor sold 
its goods under said mark in Michigan and other parts of the United States, but never in 
New York State. 
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Defendant extended use of mark to whiskey and sold.under mark CADILLAC cLUB in New 
York. Since plaintiff's priority is clear, he is entitled to an injunction but defendant urges 
that it be limited to metropolitan area of New York City as its sales area; but under modern 
conditions the smallest area covered by an injunction will be the area of the entire state. 1525 


X. ANTITRUST 


Manufacturer has the right to choose the dealers it will permit to use its trademark and a 
dealer’s failure to use the trademark with the manufacturer’s goods was a sufficient reason for 
the latter to refuse to sell to the dealer. 959 


XI. COPYRIGHTS 


Plaintiff seeks injunction, accounting for profits and attorney fees based on alleged 
infringement of copyrighted story WOMAN OF DESTINY originally written by plaintiff in 1916 
with subsequent revisions and adaptations as play, by defendant’s story MADAME PRESIDENT. 
Theme of both stories is that of a woman becoming vice-president of the United States and 
then president upon the sudden death of the president in one case and upon his mental 
‘incapacity in the other. Conclusions of stories are different. While there are many and 
substantial similarities in the theme they are those that would normally occur in two stories 
dealing with that subject matter. To constitute infringement there must be copying, 
intentional or unintentional, of the work done by another. Mere fact that there has been 
access and there are similarities does not mean that it is the result of copying. Circumstances 
do not justify conclusion that defendant’s story was not independent work despite opposite 


verdict of jury in suit against publisher. 
Suit brought in good faith particularly in view of verdict of jury in previous suit and 
hence plaintiff will not be held accountable for attorney fees. 66 


Plaintiff, manufacturer and seller of costume jewelry under trade name HOLLYCRAFT is 
holder of separate copyrights on 14 items of costume jewelry and sues for injunction restraining 
defendant from manufacturing and selling of 14 items claimed to be copies of plaintiff’s products. 

Costume jewelry is subject to copyright, but defendant denies copying plaintiff’s jewelry. 
Burden of proving copying is on plaintiff, but when he makes strong prima facie case by 
pointing out a convincing number of similarities, burden of going forward with evidence 
explaining such similarities is on defendant. 

Copyrights are not invalid because of plaintiff’s copying from materials in public domain. 

Court holds that defendants have infringed on plaintiff’s copyrights and that he is entitled 
to a perpetual injunction and damages. 193 


The question is whether television showing of FROM HERE TO OBSCURITY is true burlesque of 
movie FROM HERE TO ETERNITY. Burlesque is plagiarism where defendant takes verbatim the 
dialogue of copyrighted script and transfers it from a serious to a comic one. However, where 
burlesque takes a theme, locale or a situation there is no infringement, since such matters are 
ordinarily not subject to protection. 

Where alleged infringing work is of same character as copyrighted work, viz. a serious 
work with taking from another serious copyrighted work, then line is drawn more strictly. 

In historical burlesque part of content is used to conjure up, at least general image of 
original ; limited taking should be permitted under doctrine of fair use and in case of burlesque 
it should go somewhat farther so long as the taking is not substantial. 

Although burlesque per se is not a defense, court here held there was taking of only some 
material which is necessary element of burlesque. Complaint was dismissed. 197 
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Appeal from order denying motion to amend complaint and dismissal thereof. Plaintiffs, 
previously employed by defendant submitted by letter dated November 12, 1945 idea of cooking 
sets for young children to promote sale of defendant’s goods. Letter set forth details of products 
and equipment, membership emblem and offered sample kit. In 1953 defendant commenced sale 
and distribution of BETTY CROCKER JUNIOR BAKING KIT which plaintiffs contend copies the 
original idea and format contained in 1945 letter. 

Plaintiffs’ original action based in tort for misappropriation of literary property and required 
proof of ownership of protectible idea, unauthorized copying and damage. The questions of 
originality, similarity and copying are questions of law determined by the Court upon demurrer 
and hence plaintiffs’ amended complaint to include action for breach of contract, express or 
implied. Plaintiffs’ letter was a unilateral act which was not operative unless accepted in 
accordance with its terms. Plaintiffs concede defendant did not accept. Preliminary negotiations 
do not, of themselves give rise to contractual liability. Use of plaintiffs’ format does not 
constitute acceptance in view of plaintiffs’ admissions and lapse of time between offer and 
introduction of defendant’s kit. Proof does not establish implied contract since conduct of parties 


does not support it. 1195 



















Plaintiff seeks injunction pendente lite in copyright infringement action based on copying 
of plaintiff’s line of jewelry designated as DEARLY BELOVED. Defendant sells costume jewelry to 
retailers and its line is identical to plaintiff’s and sells for substantially less. Defendant alleges 
that plaintiff’s copyright notice is defective in omitting letter C within the circle and shows 
by affidavit purchases of plaintiff’s jewelry at retail store with defective notices. Law excuses 
accidental or inadvertent omission of notice from a particular copy or copies but no judicial 
determination of precise number excused. Question of fact as to number of omissions cannot 
be determined on affidavits and since defective notice raises questions as to validity of copyright 
which would also effect claim for unfair competition based on copying, the issues will have 
to be determined after a trial and therefore plaintiff's motion is denied. 1522 













XII. PATENTS 


Plaintiff sues for patents infringement and unfair competition claiming that its method 
for securing cans together in end-to-end relationship have been infringed by defendant and that 
the dress of defendant’s containers unfairly simulate those of plaintiff in color and design. 
Defendant claims that plaintiff’s methods have been anticipated ; but there can be no anticipation 
unless all the elements of the invention are found in a prior invention where they achieve the 
result in substantially the same manner and the burden of establishing such anticipation rests 
upon him who asserts it. The evidence shows that the patent was valid and infringed. 542 












XIII. TAXES 


Where designer of ladies’ swimsuits and co-manufacturer thereof under mark RosE MARIE 
REID, as part of various agreements with co-manufacturer grants perpetual use of mark ROosE 
MARIE REID as trademark and corporate name in the United States in return for one per cent 
royalty of net sales, the transaction represents a “sale or exchange” and constitutes a capital 
gain rather than income even though by other provisions petitioner was employed as a designer. 
Evidence shows that the payments were received by petitioner in connection with transfer of 
trademarks, trade names and patents rather than for services rendered. Grant of exclusive rights 
to make, use and sell an invention throughout the United States or a specified area therein 
constitutes an assignment of the patents and not a mere license. What constitutes a “sale or 
exchange” is not governed by particular words of art but by the circumstances regarding 
intention to surrender the rights throughout the United States or a part thereof and that 
despite imperfections in draftsmanship or peculiar words used, such surrender did occur. 1126 
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XIV. TARIFF ACT OF 1930’ 


Section 337 provides broadly for action by Tariff Commission in cases involving “unfair 
methods of competition and unfair acts in importation of articles,” but does not define its terms 
nor set up a definite standard; quoted language is broad and inclusive and should not be held 
to be limited to acts coming within technical definition of unfair methods of competition as 
applied in some decisions; Congress intended to allow wide discretion in determining what 
practices are to be regarded as unfair. 

There is nothing in Tariff Act which requires that an industry must be of any particular 
size, or that more than one company must be involved before protection provided by statute 
may be invoked. 

Validity of patent involved may not be questioned by Tariff Commission nor by Court 
of Customs and Patent Appeals in Tariff Act cases. ° : 

Tariff Commission’s holding of unfair methods of competition and unfair acts in importa- 
tion of patented stones is valid exercise of authority delegated by Congress; it is sufficient 
that importations have a tendency to do substantial injury to business of patent owner. 

Tariff Commission and Court of Customs and Patent Appeals need not refrain from 
acting in case because questions of validity of patent and infringement thereof are involved 
in suit pending in District Court. 463 





